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REGISTRABILITY OF TRADE MARKS IN THE 
UNITED KINGDOM* 


By Richard A. B. Shaw** 


In a short paper I can deal only with some particular aspects 
of registrability, and in selecting certain matters for discussion 
I have had in mind that many members of this Association will 
already have considerable familiarity, derived from the British 
Trade Marks Act, 1938* and from well-known decided cases, with 
the principles governing the registrability of various kinds of 
trade marks in this country. On the other hand, there is only a 
limited amount of direct guidance to be found either in the Act 
or in the reported cases on the more general question as to what 
kinds of indications of origin come within the ambit of British 
trade mark registration. I propose, therefore, to ignore the ordi- 
nary questions as to how far the various kinds of words or devices 
can be registered, and in the main to discuss certain matters which 
turn largely upon the scope and interpretation of the definitions 
of “mark” and “trade mark”, and on which Patent Office practice, 
as well as case law, is relevant, and I hope that some points will 
emerge which will be of interest by reason of their exhibiting 
similarities or differences between the positions in our two coun- 
tries. In so far as differences are revealed, it is clearly important 
that these should be appreciated by American owners of marks de- 
siring registration in the United Kingdom. 

The first of these matters concerns service marks. As I under- 
stand it, the service mark recognized by Section 3 of the U.S. 
Trademark Act of 1946? is treated very much as an ordinary 
trade mark, but substituting services for goods, and the U.S. 
Trademark Rules provide classes into which different kinds of 
services are classified, as in the case of the Classes of Goods. The 
definition of “service mark” contained in Section 45, however, is 


* Paper presented before the Section of Patent, Trademark and Copyright Law 
of the American Bar Association on July 25, 1957 in London and published by per- 
mission of the author and the ABA. 

** Barrister, London, England. 

1. Hereinafter referred to as “the U.K. Act”. 

2. Hereinafter referred to as “the U.S. Act”. 
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wide in that it includes such things as slogans and distinctive fea- 
tures of radio or other advertising which would not appear to be 
trade marks even if they were to be used for the purpose of iden- 
tifying goods. 

In considering service marks against the existing British back- 
ground, it is therefore necessary to examine the ambit of the term 
itself. As I see it, “service mark” ought to mean a mark—whatever 
definition be given to the word “mark”—which is used to identify 
a service, as contrasted with a trade mark used to identify goods. 
In this—I will call it narrower—sense, a service mark may be a 
name or other mark used to identify a service, whether or not it 
be actually put upon goods to indicate that the service has been 
performed upon them, or merely used in other ways in relation to 
the business. In a broader sense, “service mark” appears to be 
used as including such things as signature tunes, which are not 
“marks” at all, and I presume use of the term in this broader sense 
to have derived, at any rate in part, from the definition in the 
U.S. Act. 

In neither the narrower nor the broader sense is a service mark 
covered on the face of it, by the U.K. Act. This Statute provides 
only for the registration of trade marks, and defines “trade mark” 
(in Section 68) in such a way* as to exclude beyond any doubt 
marks which do not identify goods, and the position therefore ap- 
pears to be that owners of pure service marks desiring effective 
registration in this country must first move the British Legislature 
to alter the law. 

I shall give some attention later on to the scope in the U.K. 
Act of the term “mark”, but I may observe in passing that whereas 
such things as airline emblems are undoubtedly marks, though 
not necessarily trade marks or used as such, it is conversely pos- 
sible to find in use examples of what might be termed “distinctive 
features”, such as arrangements of bells or other musical sounds, 
which though apparently used in a true trade mark sense to 
identify goods, can by no stretch of the imagination be called marks 
within the British definition. I do not propose to devote any further 
attention to such things as these, though they presumably fall 
within the definition contained in the U.S. Section 45, but I shall 
confine myself to considering the British position with respect to 


3. The material part of the definition for present purposes is “... a mark used 
or proposed to be used in relation to goods for the purpose of indicating, or so as to 
indicate, a connection in the course of trade between the goods and . .. (the) pro- 
prietor or . . . registered user”. 
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service marks in what I have termed the narrower sense of an un- 
doubted mark used to identify a service. 

Three well-known British decisions require consideration, in 
chronological order these being W. and G. Du Cros Ltd.’s Applica- 
tion,* Bradford Dyers Association’s Application® and Aristoc Ltd. 
v. Rysta Ltd.° 

In the W. and G. Du Cros case the mark, consisting of the let- 
ters w & G, was applied for in respect of “motor vehicles”, the mark 
in use being put upon motor cabs plying for hire. This use of the 
mark can be regarded as being for the purpose of indicating the 
ownership of the vehicles, or for the purpose of denoting the trans- 
portation service provided. It seems to have been assumed in 
all the Courts that the mode of use, evidence of which was taken 
to have established substantial distinctiveness in the London area, 
was a trade mark use; at any rate, no contrary contention appears 
in the report. In the result registration was refused, but on the 
different ground that the letters were not adapted to distinguish. 
In my view it is very doubtful whether the use made of the mark 
was a trade mark use, for the purpose of denoting the trade origin 
of the goods, and the use strikes me as probably denoting a trans- 
portation service, in the true sense. Thus the case is perhaps an 
illustration of a service mark passing unnoticed through the 
English Courts. 

In the Bradford Dyers case, the applicants received cloth, 
which they did not themselves own or sell, from other firms for the 
purpose of dyeing it, and they applied the mark to the cloth for the 
purpose of indicating that it had been dyed and finished by them. 
This activity was held by the Registrar of Trade Marks to con- 
stitute “manufacture”, that is to say a step in the manufacture 
of the goods, justifying registration of the mark. I believe that 
the Bradford Dyers’ use of their mark, described in this case, 
may have been regarded in the United States as use, not as a trade 
mark, but as a service mark, but the Registrar’s decision was re- 
ferred to by the House of Lords in Aristoc v. Rysta and its correct- 
ness under English law does not seem to have been doubted by 
any of the learned Lords. Thus if such a process as dyeing and 
finishing of cloth, resulting in a substantial change in the goods 
before they reach the market, is regarded as a service, then it is 
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possible to say that this kind of service mark appears to permit of 
registrability in the United Kingdom. 

In Aristoc v. Rysta, the mark rysta was sought to be registered 
by applicants who had hitherto carried on business by the repair 
of.stockings only, but who alleged an intention (it was assumed 
to be a genuine intention) to sell new stockings under the mark 
in the ordinary way. They however agreed that they also intended 
to apply the mark to stockings repaired by them as hitherto. The 
mark was at first applied for in respect of “stockings”, and re-weav- 
ing repairs “effected thereto”, but at the Registrar’s request, on 
the footing that registration is only possible in respect of goods, 
the specification was amended to cover only stockings. This ap- 
plication was opposed by the proprietors of the trade mark aristoc. 
Registration was rejected by all the members of the House of 
Lords on the ground of confusing similarity of the marks rysta 
and aristoc, and on the ground that confusion would be likely to 
result from a dual use of rysta, both on stockings of the applicants’ 
manufacture or merchandise and on stockings—which might be of 
anyone’s manufacture—merely repaired by them. 

The further question had been argued, however, as to whether 
the repair of stockings—or other goods—constituted a “connection 
in the course of trade” such as, by the definition of “trade mark” 
in Section 68 of the U.K. Act, must be indicated between a trade 
mark proprietor and the goods, and in view of the general im- 
portance of this question the House of Lords pronounced upon it. 
In one way or another, all the learned Lords concurred in holding 
that under the U.K. Act, as formerly, a trade mark must indicate 
the trade origin from which goods come, or the trade hands 
through which they pass, on their way to the market—and it is of 
course only trade marks that are registrable in English law. It 
appears to me plain that, in the Rysta case, the House of 
Lords has laid it down clearly and specifically that work done on 
goods after they have reached their market does not constitute 
trading in the goods, nor a connection in the course of trade, within 
the meaning of the U.K. Act. In the result, a true service mark 
for a repair service is not registrable in view of this decision of the 
House of Lords. 

On the face of it, the definition of “trade mark” in the British 
Section 68 as now construed by the House of Lords might appear 
to provide a fairly clear line of demarcation in judging the registra- 
bility of marks having a flavour of service about them, but in prac- 





Vol. 47 T.M.R. REGISTRABILITY OF TRADE MARKS IN THE U. K. 1163 


tice the position does not seem to me to be free from difficulty. At 
one end of the scale, a dyer’s mark could be registered as a manu- 
facturer’s mark on the authority of the Bradford Dyers case, but 
even here I can imagine practical difficulties arising if it is at- 
tempted to use such a mark, when registered, upon goods sent in 
to the dyers for re-treatment, for it may well be that the Courts 
would take the view that when the original process of manufacture 
had been completed the function of the trade mark had been ful- 
filled. In other words, difficulty could arise in distinguishing be- 
tween a manufacturer’s mark as in the Bradford Dyers case and 
a service mark applied to articles sent in by members of the public 
to be dyed by a firm catering for the public. At the other end of 
the scale, it is apparently clear that a pure service mark, indicat- 
ing for instance nothing but that repair work had been carried out 
on the goods, is according to Rysta unregistrable, though it is 
arguable that a dealer in second-hand goods which he also repairs 
before sale should be entitled to register a “merchant’s” mark in 
respect of those goods. Somewhere between the two ends of the 
scale, I can imagine doubts arising as to whether a particular 
trading operation fell on one side of a line or the other. A pos- 
sible doubtful case might be that of a firm hiring out motor cars. 
It has never been doubted that “trade”, within Section 68, includes 
the leasing of machines, and indeed Lord Wright’ in Rysta spe- 
cifically says so. It might perhaps be argued that when once the 
machine has reached the hands of a lessee on a first leasing the 
goods have reached their market and the mark has fulfilled its 
trade mark function, so that on a subsequent leasing to somebody 
else there is no continuity of trade mark use by the proprietor. 
I suggest that this is not so, the true view being that the mark 
(which might be either a manufacturer’s or a merchant’s mark) 
continues to be used in trade for the life of the machine during 
its successive leasings. If a motor car is truly leased, as in the 
ease of the machine, then the leasing firm presumably can prop- 
erly have a mark, registered in respect of motor cars. On the 
other hand, a business such as that conducted in W. & G. Du Cros 
appears to me to be purely a service, there being no use of the 
trade mark in any manner which according to Rysta constitutes 
a trade mark use. 

These anomalies or doubts would, I think, largely disappear 
in this country if the United Kingdom were to accord registration 


7. 62 B.P.C., at page 83. 
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to service marks. Moreover, in principle there does not seem to 
be any reason why service marks in the narrower sense should 
not be registrable in respect of services, in the same way as are 
trade marks in respect of goods. 

The English law of course provides a remedy, in the common 
law action for passing off, for the protection of a business against 
confusion with another business, and thus in the majority of cases 
if the facts are strong enough a service mark may in effect be 
protected. Nevertheless, in this country the comparative certainty 
and convenience of registration are largely or wholly denied to 
service marks, and there can be little doubt that as matters stand 
the Registrar, basing himself on Aristoc v. Rysta, will reject or 
question an application if the circumstances lead him to suspect a 
“service” rather than a trade in goods. I am under the impression 
that on the whole British opinion would not oppose the inclusion, 
by new legislation, of service marks (in the narrower sense) with- 
in the scope of registration, and it may be that no great difficulties 
would arise in putting this into effect. On the other hand I doubt 
whether British opinion would at the moment favour an attempt 
to include within a registration system things which are not 
“marks” as understood in this country, even if this were regarded 
as administratively practicable. 

The next matter for discussion turns on the definition of a 
“mark” in the U.K. Act, in Section 68 of which “mark” is stated 
to “include”’—so that the definition is perhaps not exhaustive— 
“a device, brand, heading, label, ticket, name, signature, word, 
letter, numeral, or any combination thereof.” Clearly nothing that 
is not a mark can be a trade mark, so that this provision has the 
definite effect of wholly excluding from registrability anything of a 
non-visual nature. 

The definition appears to be of generous width, and I do not 
think it could be contended that the English Courts have shrunk 
from giving to it its full effect. For instance that very simple thing 
a straight line has been registered, presumably as a device, on being 
proved to be distinctive in two reported cases.* In fact, the re- 
quirement of distinctiveness led to the mark in each case being 
registered in the form actually used, that is to say in the form of 
coloured lines running throughout the whole length of the goods. 


8. Reddaway § Co.’s Application, (1914) 31 R.P.C. 147, where the goods were 
hose for the transmission of fluid; Winterbottom Book Cloth Co.’s Application, (1925) 
42 R.P.C. 450, where the goods were tracing cloth. 
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Nevertheless, there seems to have been no tendency to place any 
narrow interpretation on the definition of a mark, and at the pres- 
ent time these two authorities are in practice followed by the Regis- 
trar in suitable cases. 

The definition is, however, construed by the Registrar—rea- 
sonably enough, it may be thought—as indicating that a “mark” 
must be something apart from the goods themselves.’ I under- 
stand the position to be that he will not, therefore, register some- 
thing which he regards as being merely the shape or appearance of 
the goods, or of a container for the goods. As I understand it, 
there is no theoretical reason derived from the definition of “mark” 
why a label or device mark depicting, for example, a bottle should 
not be capable of qualifying for registration even in respect of 
goods sold in that bottle, always provided that the particular de- 
vice of a bottle possessed distinctiveness. A device of a usual 
shape of whisky bottle, or of a usual shape of can for canned 
goods, would not be distinctive, but there would not appear to be 
any reason why a device mark depicting a strikingly unusual bottle 
or can should not acquire distinctiveness and registrability by use. 
I believe that this would be the Patent Office view at the present 
time, but the position nevertheless remains that the Registrar 
will not consider “marks” consisting of the shape or appearance 
of goods or of their container except where presented in a form 
which clearly constitutes a label or device mark within the 
definition. 

There is no clear British authority, as far as I am aware, 
on this question of whether the shape of a thing can be a trade 
mark, but there is some judicial support for the proposition that a 
registered trade mark consisting of a device may be infringed by 
making a container in the form of the device depicted in the regis- 
tered mark. In Carless, Capel € Leonard v. Pilmore-Bedford & 
Sons” the plaintiffs had registered a trade mark containing the 
device of a lighthouse, in respect of goods including petrol (or 
gasolene), and brought an action for infringement of registered 
trade mark and passing off against the proprietors of a filling sta- 
tion containing pumps made in the form of a lighthouse. The 
action was decided in favour of the defendants, as to infringement 
on the ground that the mark had not been used by the defendants 
in such a manner as to indicate the origin of the goods, since there 


9. See Goodall v. Waddington, (1924) 41 R.P.C. 65, per Sargant, L.J. at page 668. 
10. (1928) 45 B.P.C. 205. 
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was no evidence that anyone regarded the form of a pump as in- 
dicating the origin of its contents, and as to passing off on the 
ground that LiGHTHOUSE was at that date unknown to the public 
in respect of petrol, so that the use by the defendants was not cal- 
culated to deceive. But before deciding the issue of infringement 
the Judge said this: 


“T am not going to say for one moment that there may not be 
a user by form of such a kind as to amount to an infringement 
of trade mark; that is to say, I am not going to say that there may 
not be cases where a man may form a container for goods on the 
lines of a registered design’”—by this he was clearly referring to 
a device mark—“and use it in such a way as to constitute thereby 
an infringement of trade mark”. 


These remarks of the Judge, which are probably to be treated 
as obiter, have not received any subsequent judicial interpreta- 
tion, and it would be interesting if a case should arise in which 
they did so. Since at the date of the LigHtHousE case there could 
only be infringement if the defendant’s use was “as a trade mark’”’,”” 
it may be that the dictum carries the implication that the shape or 
form of a container may constitute a “mark” within the definition 


(which in the Statute then in force was the same as the present 
definition), but at any rate the dictum does support the proposi- 
tion that there may be infringement by this sort of reproduction 
of a device mark. While, therefore, the position may be that the 
Registrar will not accept a container as a trade mark, there may 
be considerable value to its proprietor in the registration, if it can 
be shown to be distinctive, of a label or device mark depicting a 
container, and I should expect the Registrar to agree to register 
this provided that he was satisfied there was a genuine intention to 
use it as a trade mark. 

The inclusion of the words “package” and “configuration of 
goods” in that part of Section 23 of the U.S. Act defining the 
nature of marks that may be put upon the Supplemental Register 
has, as I understand it, the effect of making registration available 
in proper cases to such things as bottles and containers, albeit only 
with the very limited benefits attaching to registration in the Sup- 
plemental Register. I should be interested to learn to what extent 


11. At page 215. 
12. Edward Young § Co. Ltd. v. Grierson Oldham § Co. Ltd., (1924) 41 B.P.C. 
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this form of registration, in the case of such things, is taken ad- 
vantage of in the United States, and whether I am right in assum- 
ing that such “marks” are not allowed on to the Principal Register. 
It may be that, as a practical matter, the protection for such 
things as shapes of goods or containers obtainable by registration 
is not very much greater in the United States than in this country. 

In the United Kingdom, as I imagine in the United States, no 
objection is taken by the Patent Office, in suitable cases, to the regis- 
tration of labels which in use will be applied to several or all of 
the sides of a carton or container. In other words, panel marks 
are admissible, depicted on the Application Form as laid out flat. 
I understand that no limit is imposed on the number of such panels, 
subject to a practice rule that the flattened-out representation must 
not contain duplicated panels nor panels appearing upside down. 
When carton labels are presented for registration in this way, 
the Registrar must be satisfied that a trade mark—that is to say, 
one single trade mark—is being applied for, rather than a number 
of separated marks, with the result that in some cases a line border 
might have to be added. 

I see no reason whatever to doubt the soundness of the Regis- 
trar’s practice in accepting these multi-panelled marks, and an 
applicant may in some cases be thereby enabled to avoid the 
difficulty caused by the non-acceptability of containers or cartons 
as such. 

I should mention, however, one piece of British Patent Office 
practice which, from the surprise it sometimes appears to cause, 
I suspect not to have its exact counterpart in United States prac- 
tice. This concerns the occurrence of blank spaces in label marks 
presented for registration. I understand that until comparatively 
recent times the British Registrar would not permit the regis- 
tration of labels containing what were clearly blank spaces in- 
tended in use to be filled up, basing himself upon two reported 
cases, Christiansen’s Trade Mark* and Lyle & Kinahan’s Applica- 
tion.* I would venture to suggest that neither of these cases is 
authority for any such total refusal, but however that may be the 
practice is now different. At the present time the Registrar will 
accept labels containing such blank spaces, but he insists upon 
putting the following qualification upon the registration: 


13. (1886) 3 B.P.C. 54. 
14. (1907) 24 R.P.C. 249. 
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“Tt is a condition of registration that the blank space shown in 
the mark shall, when the mark is in use, be occupied only by mat- 
ter of a wholly descriptive, non-trade mark character”. 


I understand his ground for imposing this requirement to be 
that if trade mark matter be inserted in the space the identity of 
the mark, as a trade mark, is likely to be changed, so that unless 
the condition be imposed there is uncertainty as to what mark is 
being registered. I can see the logic of that, but nevertheless 
the requirement presents real difficulty in cases, by no means 
uncommon, in which the proprietor of a distinctive label wishes in 
practice that it should bear one or other of a number of his word 
marks, which may themselves be registered. Even additional regis- 
trations of the label bearing each of the word marks will not neces- 
sarily get over the difficulty unless registration of the “basic” 
label be omitted (with possible consequential loss of protection 
against infringers), since use of the label bearing one of the word 
marks might be held to be a breach of the condition attached to 
the registration of the basic label. 

I believe the Registrar’s view to be pretty firm about this, so 
that unless someone can devise a formula to get over the diffi- 
culty, or unless the Courts on appeal can be persuaded to take 
a different view, the difficulty will remain. 

The last type of mark to which I am going to refer is the 
slogan. This is something which is clearly a “mark”, but which is, 
I think, regarded in this country as not usually being a “trade 
mark”. I am not considering the registrability of composite marks 
which include slogans, of which examples are certainly to be found 
on the British Register, and of which the registrability without 
disclaimer of the words presumably depends upon the slogan- 
content being sufficiently subordinate. I am referring to a slogan 
standing on its own. 

As far as I can recall, there is no British reported case specifi- 
cally on the question of registration of a slogan as a trade mark. 
I understand the Patent Office view to be that advertising slogans 
are not marks used for the purpose of indicating, nor so as to 
indicate origin, and thus not being within the definition of “trade 
mark” are not registrable by themselves, at any rate in the normal 
ease. In addition to this objection, I believe that the Registrar 
would in the exercise of his discretion, and even if the slogan 
contained some distinctive and separately registrable matter, 
scrutinise registrability very closely from the point of view of 
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embarrassment to other traders desiring to use ordinary words of 
the language. Nevertheless I do not think it would be denied 
that it is possible for a slogan to be so used ds in time to acquire 
a distinctive trade mark significance. 

In theory I presume this British position to be similar if not 
identical to the position in the United States, with the obvious 
exception that we have in this country no Supplemental Register 
on to which a slogan can be put even though it does not function as 
a trade mark. But in practice I suspect that the British Registrar, 
and the Courts should the question arise, would be more reluctant 
than their counterparts in the United States to see a trade mark 
function in a mark that started life as a mere advertising slogan. 
Additionally, I believe it must be conceded that the trend of British 
legal authority warrants greater reluctance than in the United 
States towards the grant of registrations, on the basis of acquired 
distinctiveness, which would have the effect of restricting other 
traders in the use of ordinary words of the language. 

In the result I think it must be accepted that unless there is a 
considerable change in sentiment in this country many slogans and 
phrases which, if I am correctly informed, have got on to the 
Principal Register in the United States would have no hope of 
getting registered in the United Kingdom. 

May I, by way of conclusion, make a brief reference to the two 
Parts, A and B, of the British Register? The similarity in the 
term “capable of distinguishing”, which is a qualification for regis- 
trability in Part B as for registrability in the U.S. Supplemental 
Register, suggests analogy between the two Registers. I think, 
however, that it is becoming increasingly recognised by American 
trade mark owners that the analogy in reality goes but a little way, 
and that the value of registration in Part B is out of all proportion 
to the value of registration in the Supplemental Register. Indeed 
it is my view—for reasons which time does not permit me at the 
moment to develop—that since the decision of the Court of Appeal 
in the KLEENOFF, KLEENUP” case no very great disadvantage at all 
attaches to Part B, as opposed to Part A, registration in the 
majority of cases. As for registrability, the position in this coun- 
try, as the authorities stand, is that many marks to which there is 
inherent objection, such as descriptive words, surnames or geo- 
graphical names, are often appreciably easier to register in Part 


15. Bale and Church Ltd. v. Sutton Parsons, (1934) 51 R.P.C. 129. 
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“Tt is a condition of registration that the blank space shown in 
the mark shall, when the mark is in use, be occupied only by mat- 
ter of a wholly descriptive, non-trade mark character”. 


I understand his ground for imposing this requirement to be 
that if trade mark matter be inserted in the space the identity of 
the mark, as a trade mark, is likely to be changed, so that unless 
the condition be imposed there is uncertainty as to what mark is 
being registered. I can see the logic of that, but nevertheless 
the requirement presents real difficulty in cases, by no means 
uncommon, in which the proprietor of a distinctive label wishes in 
practice that it should bear one or other of a number of his word 
marks, which may themselves be registered. Even additional regis- 
trations of the label bearing each of the word marks will not neces- 
sarily get over the difficulty unless registration of the “basic” 
label be omitted (with possible consequential loss of protection 
against infringers), since use of the label bearing one of the word 
marks might be held to be a breach of the condition attached to 
the registration of the basic label. 

I believe the Registrar’s view to be pretty firm about this, so 
that unless someone can devise a formula to get over the diffi- 
culty, or unless the Courts on appeal can be persuaded to take 
a different view, the difficulty will remain. 

The last type of mark to which I am going to refer is the 
slogan. This is something which is clearly a “mark”, but which is, 
I think, regarded in this country as not usually being a “trade 
mark”. I am not considering the registrability of composite marks 
which include slogans, of which examples are certainly to be found 
on the British Register, and of which the registrability without 
disclaimer of the words presumably depends upon the slogan- 
content being sufficiently subordinate. I am referring to a slogan 
standing on its own. 

As far as I can recall, there is no British reported case specifi- 
cally on the question of registration of a slogan as a trade mark. 
I understand the Patent Office view to be that advertising slogans 
are not marks used for the purpose of indicating, nor so as to 
indicate origin, and thus not being within the definition of “trade 
mark” are not registrable by themselves, at any rate in the normal 
ease. In addition to this objection, I believe that the Registrar 
would in the exercise of his discretion, and even if the slogan 
contained some distinctive and separately registrable matter, 
scrutinise registrability very closely from the point of view of 
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embarrassment to other traders desiring to use ordinary words of 
the language. Nevertheless I do not think it would be denied 
that it is possible for a slogan to be so used ds in time to acquire 
a distinctive trade mark significance. 

In theory I presume this British position to be similar if not 
identical to the position in the United States, with the obvious 
exception that we have in this country no Supplemental Register 
on to which a slogan can be put even though it does not function as 
a trade mark. But in practice I suspect that the British Registrar, 
and the Courts should the question arise, would be more reluctant 
than their counterparts in the United States to see a trade mark 
function in a mark that started life as a mere advertising slogan. 
Additionally, I believe it must be conceded that the trend of British 
legal authority warrants greater reluctance than in the United 
States towards the grant of registrations, on the basis of acquired 
distinctiveness, which would have the effect of restricting other 
traders in the use of ordinary words of the language. 

In the result I think it must be accepted that unless there is a 
considerable change in sentiment in this country many slogans and 
phrases which, if I am correctly informed, have got on to the 
Principal Register in the United States would have no hope of 
getting registered in the United Kingdom. 

May I, by way of conclusion, make a brief reference to the two 
Parts, A and B, of the British Register? The similarity in the 
term “capable of distinguishing”, which is a qualification for regis- 
trability in Part B as for registrability in the U.S. Supplemental 
Register, suggests analogy between the two Registers. I think, 
however, that it is becoming increasingly recognised by American 
trade mark owners that the analogy in reality goes but a little way, 
and that the value of registration in Part B is out of all proportion 
to the value of registration in the Supplemental Register. Indeed 
it is my view—for reasons which time does not permit me at the 
moment to develop—that since the decision of the Court of Appeal 
in the KLEENOFF, KLEENUP” case no very great disadvantage at all 
attaches to Part B, as opposed to Part A, registration in the 
majority of cases. As for registrability, the position in this coun- 
try, as the authorities stand, is that many marks to which there is 
inherent objection, such as descriptive words, surnames or geo- 
graphical names, are often appreciably easier to register in Part 


15. Bale and Church Ltd. v. Sutton Parsons, (1934) 51 R.P.C. 129. 
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B than in Part A. I think, however, that it would be difficult if 
not impossible to conceive of any case, in which registrability 
turned on any of the questions I have been considering in this 
paper, and in which the answer would be any different as between 
Part A and Part B. In other words, in contrast to the position of 
the Principal and Supplemental Registers, nothing can be regis- 
tered in this country which does not fall within the definitions of 
“mark” and “trade mark”, and in the U.K. Act these definitions 
apply equally to Part A and Part B. 
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A DISCUSSION 
By Beverly W. Pattishall* 


Following Mr. Shaw’s address Mr. Pattishall presented his 
comments which are printed below with the kind permission of 
the author. 


From the start, in attempting to discuss the fine paper Mr. 
Shaw has given us, I find myself beset with two difficulties. The 
foremost is that I have been unable to find anything with which 
to disagree. The other difficulty that confronts me this morning 
is one of historical precedent. 

We will recall, I believe, that sometime in the latter part of 
the 18th century we Americans took the position that we were 
dissatisfied with the attention being given to our affairs in Parlia- 
ment here in London, and we virtually went so far as to disclaim 
any further interest in the activities of that body. In fact, it might 
well be urged that our, shall we say, “positive” action taken at that 
time rather estops us now even to speak as to any Act or inaction 
of the Houses of Parliament. So it is only by the leave of our 
good colleagues that I dare to discuss the British Trade-Mark Act 
of 1938 and its current failure to provide for the registration of 
service marks. Indeed, we Americans, seeking to register service 
marks in the United Kingdom, had best count our blessings when 
we hear, as we have this morning, that a distinguished member of 
the British bar is inclined to favor at least the substance of this 
little statutory development of ours, for that may indicate that we 
could finally be getting a bit of that recognition in this island 
which we once complained was lacking. 

Seriously, I think I can say that we do commend to you, our 
British colleagues, the desirability of incorporating into the next 
revision of the United Kingdom Trade-Mark Act a provision for 
service mark registration. I will not, however, urge upon you any 
extreme breadth of definition of what may constitute a service 
mark, although I do favor liberality in this connection, and I 
believe our Patent Office and courts have, in practice, encountered 
little difficulty because of the breadth of our definition. But, in any 
event, we do believe that you would be pleased with the results of 


* Member of the Illinois Bar; partner of the firm of Woodson, Pattishall & 
Garner, Chicago. 
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some form of service mark registration should you move your 
Parliament to enact it into your law. 

Actually, we are delighted to find ourselves possessed of some- 
thing we can urge upon you in the trademark field, for (and I can 
think of no better occasion than this to admit it) the history 
of our United States common and statutory law on the subject 
reveals that we have almost wholly followed the lead of Parliament 
and the British courts. A few years ago I had occasion to look 
at most of our early reported decisions on trademark law. When 
I say “early” I mean those between 1850 and 1900, because prior 
to that time in our reports such decisions are almost non-existent. 
I was struck by the fact that in nearly all of these cases the 
authorities cited are predominantly British decisions. This really 
should not be surprising when we recall that the British economy 
became, long before our own, a thoroughly sophisticated one which 
was confronted with these problems, and so, where else would our 
judges turn for guidance and precedent? The same is historically 
true of our registration statutes. The Acts of 1881, 1905 and 1946 
each followed the guidance of the prior British statute. Particu- 
larly is this true of the present Act of 1946 of which the concept of 
incontestability is certainly the principal feature. That concept 
was entirely derived from the British statute and, in fact, the 
precedent of the British statute was frequently cited in the Con- 
gressional hearings leading to its passage. 

The British “registered user” arrangement is, I believe, a 
practical expedient devised to cope with the theoretical anomaly 
of use of a mark by a party other than the source. As commerce 
matured and developed, some such expedient became a business 
necessity. Our present statute seeks to clear the same hurdle in a 
similar manner with its “related company” provisions. I suggest, 
however, that the “registered user” arrangement of the United 
Kingdom Act really makes better sense and practice, because it 
faces up squarely to the licensing problem and provides for it 
clearly and precisely. 

Mr. Shaw has spoken of the Aristoc v. Rysta stockings case 
in which the Learned Lords held that confusion would be likely to 
result from the use of rysta as a goods and as a service mark, 
although they made no mention of the phrase “service mark”. I 
suggest that this decision is, in effect, a judicial recognition of the 
need for service mark registration. If confusion of source can 
result through the use of a service mark, then can it be denied 
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that such a mark can perform the function which the registration 
system of trademarks seeks to protect? 

Configuration marks and slogans I will not attempt to discuss 
fully because of shortage of time but more especially because I 
think our own law and practice is presently in an evolutionary 
state concerning them. Suffice it to say that slogans are now held 
to be registrable on the Principal Register if distinctiveness can 
definitely be shown. Configuration marks are presumably entitled 
to the same dignity, although I don’t know that any decision has 
yet so held. Of course, registration is only the means, not the end, 
which is protection for commercial identification. Just how far 
our courts will go, or even should go, in implementing these new 
forms of registration largely remains to be determined. 

Mr. Shaw has mentioned once or twice that in the end result 
the protectioy. granted in Great Britain may be virtually the same 
as in the United States for some of these new frontier areas of 
commercial identification. I completely agree, and this enables me 
to stress as the last item of our “discussion”, that I believe the 
British and American rationale for what I like to call trade identity 
law is still one and the same. It is one of protection for the trade 
and the trader who seeks to identify his wares or services with 
himself. That, I suggest, is the beginning and end of it for both 
of us. It is not for either of us a matter of state conferred 
monopolies. The breadth of the protection for both of us is just 
so far as it is needed, and no further—that is, just so far as con- 
fusion may be likely. We took that fundamental concept from this 
island, and it is with us today unchanged. Our present statute is 
far from perfect, and some of the provisions of it, such as provid- 
ing registrability for service, configuration and slogan marks, are 
perhaps liberal. But I suggest that they are nonetheless logical, 
evolutionary developments of the doctrine formulated many years 
ago by the wise and learned judges of England to provide a funda- 
mental protection for the daily commercial enterprise of free men. 
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INTERLOCUTORY PRACTICE AND PROCEDURE IN 
TRADEMARK CASES IN THE PATENT OFFICE* 


By Francis C. Browne** 


The Trademark Act of 1946 provides in Section 41 that the 
Commissioner of Patents may prescribe rules of practice, not 
inconsistent with law, for the conduct of proceedings relating to 
trademarks in the Patent Office.» The proceedings have been 
characterized by the terms “ex parte” and “inter partes” to desig- 
nate, respectively, (a) those proceedings conducted before the 
Trademark Division prior to publication of a mark under Section 
12(a) of the Act and (b) those instituted by the Examiner of 
Trademark Interferences (ordinarily only after publication of a 
mark in the Official Gazette under Section 12(a), or after a regis- 
tration has issued). 

This discussion is concerned only with those proceedings which 
take place after publication of a mark under Section 12(a) or after 
the registration has issued, i.e., inter partes proceedings. The 
article will discuss principally the practices and procedures util- 
ized in the interlocutory stages of so-called inter partes proceed- 
ings. This will include, however, motions or other interlocutory 
procedures which are employed before the decision of the Ex- 
aminer of Interferences becomes final, as well as proceedings 
conducted before the Trademark Division which are incident to 
the “contested” proceedings over which the Trademark Inter- 
ference Division has original jurisdiction.’ 

The Trademark Rules, in general, prescribe procedures in 
contested cases which correspond to those employed in the conduct 
of a civil action under the Federal Rules of Civil Procedure. In 
fact, Rule 2.117 provides that the practice and procedure shall 
follow the Federal Rules of Civil Procedure “wherever considered 
applicable and appropriate” and “except as otherwise provided” 
in the Trademark Rules. 

Rule 2.117(e) states that the “taking of depositions during the 
assigned testimony periods corresponds to the trial in court pro- 


* Reprinted by permission from “Reprints of Papers Presented at the Trademarks 
in Action Conference”, Copyright 1957 by The John Marshall Law School. 
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1. 15 U.S.C. 1123. 

2. This would include motions to dissolve interferences (Rule 2.94) and referral 
of an application to the Examiner of Trademarks under Rules 2.130 and 2.131. 
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ceedings.” Since there is no single “Motion Period” in the Trade- 
mark Rules corresponding to the “Motion Period” defined in 
Patent Rule 231 in patent interferences, and since it is necessary 
to follow the Federal Rules of Civil Procedure and specific Trade- 
mark Rules such as Rule 2.120(g) (Motion to produce documents, 
etc.) and Rule 2.94 (Interference Motions), the attorney should 
be constantly alert to the possibility of bringing an appropriate 
motion or otherwise seeking termination short of final hearing, 
even after the “trial” period has begun. Nearly three-fourths of 
the inter partes cases instituted are disposed of before final hear- 
ing,* the majority being terminated by entry of default judgment, 
voluntary withdrawal or settlement, but a small percentage of 
cases are terminated as a result of the granting of motions. 

There have been relatively few published decisions and very 
few writers have commented on interlocutory procedure in the 
Patent Office. One reason for the dearth of published decisions on 
procedural points is the fact that the rulings of the Examiner 
of Interferences (formerly referred to as “Manuscript Decisions” 
and cited as M.S. Dec.) are not published as a matter of course and 
are only rarely published, for example in the event an extremely 
significant ruling is made. In those cases, the decision may be 
printed in The Trademark Reporter, or some other publication by 
special request. Of course, if an appeal or petition is taken to the 
Commissioner from a ruling by the Examiner of Interferences, the 
Commissioner’s decision may be published in the normal manner 
but most decisions on petitions are unreported. 

It is hoped that the discussion which follows will serve not 
only as an explanation of some of the interlocutory procedures 
employed but also will result in more frequent use of those pro- 
cedures which will either terminate the contest before final hearing 
or result in a better record for consideration by the Examiner of 
Interferences. 


The Pleadings 


Trademark Rule 2.117(c) analogizes the “Notice of Opposi- 
tion” filed pursuant to Section 13 of the Trademark Act and the 
“Petition for Cancellation” filed pursuant to Section 14 of the 
Act to the “Complaint” as that term is employed in Rules 3, 4 and 
5 F.R.C.P. and similarly treats a request for affirmative relief in 


3. Leeds, Should Trademark Procedures be Changed? 37 J.P.0.8. 523 Chart VI, 
45 TMR 1052. 
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interferences, under Rule 2.97, and the “Notice” served by the 
Examiner of Interferences in concurrent use proceedings, under 
Rule 2.99(b). 

Whereas F.R.C.P. Rule 8(e) requires each pleading to be con- 
cise and direct and F.R.C.P. Rule 12(e) permits a motion for more 
definite statement, Trademark Rules 2.104 and 2.112 require that 
notices of opposition and petitions for cancellation, respectively, 
“must allege facts tending to show why the opposer (petitioner) 
would be damaged by the registration...” and “state the specific 
grounds” for opposition or cancellation. This broad rule is often 
interpreted by attorneys as meaning that it is sufficient to state 
mere conclusions as the “grounds.” In practice, however, motions 
for more definite statement are favorably considered particularly 
in the cases of ambiguous pleading, in order that the defendant 
may clearly ascertain the case he may be required to meet at the 
trial. The necessity for such motions, however, is not too frequent. 

Although Rules 2.105 and 2.113 provide that a notice is for- 
warded to the parties, “designating a time, not less than thirty 
days from the mailing date of such notice, within which answer 
must be filed” in oppositions and cancellations, it is not uncommon 
for the defendant to bring a motion under one or more of the 
grounds included in Rule 12 F.R.C.P., such as a “Motion to Dismiss 
for Failure to State a Claim upon Which Relief Can Be Granted.” 

Such motions are not specifically provided for in the Trade- 
mark Rules but are entertained under Rule 2.117(a) wherever the 
Examiner of Interferences considers them “applicable and appro- 
priate” and were probably contemplated to be within the scope 
of Rule 2.127(a). The time for filing answer is automatically 
altered by the filing of an interlocutory motion under Rule 12(b) 
F.R.C.P. as provided in Rule 12(a) F.R.C.P. In view of the time 
limit specified in Rule 2.127(a), the Examiner ordinarily does not 
eall for a reply brief on motions to dismiss and as to certain other 
motions. The Examiner may, however, enter an order to show 
cause if it appears that there has been any oversight on the part 
of the party who fails to file a reply brief within the period pre- 
sented in the rule. 

After due consideration, a decision is rendered on the motion 
and the Examiner of Interferences sets a new date, usually twenty 
days from the date of the decision on the motion, by which answer 
must be filed, appeal may be taken, or other appropriate action be 
taken, depending upon the substance of the decision. If a petition 
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for reconsideration or modification is filed within ten days of the 
decision or within the limit of appeal as provided by Rule 2.127(c), 
there is no specific rule providing that the time for filing answer is 
automatically vacated. In practice, however, the Examiner sets 
a new date for answer when he renders his decision on reconsidera- 
tion. 

Motions to amend the pleadings in oppositions are seldom 
given favorable consideration. In other proceedings, amendments 
to the pleadings which would be acceptable under Rule 15 F.R.C.P. 
will be favorably considered by the Patent Office. The Patent 
Office under certain special circumstances may even treat pleadings 
as if they were amended to conform to the evidence, without the 
necessity for entering an actual amendment to the pleadings. 

There is some question as to the right of a party to amend a 
notice of opposition more than thirty days after the mark has been 
published in the Official Gazette since there is a statutory period 
prescribed for the filing of the notice of opposition. It may be 
argued, however, that if the original notice of opposition states 
a claim for which relief may be granted, there should be no reason 
why additional grounds for relief should not be considered and 
incorporated in the pleadings so as to make a complete record for 
subsequent review. To the extent that there is no statutory bar 
which would preclude the amendment of a responsive pleading in 
the nature of an answer, there is no reason why motions to amend 
should not be entertained for this purpose except where the amend- 
ment would present for the first time a claim for affirmative relief 
which might have been barred had such claim been presented as 
an independent action. 


Appeals 


Review of appealable decisions of the Examiner of Inter- 
ferences on interlocutory matters may be had, Rule 2.127(c)* pro- 
viding that the appeal must be taken, however, within the limit 
of appeal set by the Examiner in his decision, or within twenty 
days thereof if he has set no limit of appeal. It is understood that 
this rule was intended to expedite appeals to the Commissioner 
where they arise out of an interlocutory judgment, in order that 
the case can be remanded for prompt resumption and early deter- 
mination of the proceedings if the Examiner’s original decision 


4, Michel Cosmetics, Inc. v. Daggett & Ramsdell, Inc., 103 USPQ 325, 45 TMR 484. 
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was reversed. Only those decisions which are final in the sense 
that they terminate the proceeding are normally appealable. 

In Fourco Glass Company v. Libbey-Owens-Ford Glass Com- 
pany, Oppositions Nos. 34,449-34,452, however, it was held that 
an appeal from a decision granting a motion for summary judg- 
ment is timely if filed within sixty days after the Examiner’s 
decision under Rule 2.143 rather than within twenty days under 
Rule 2.127(c).° It is therefore not clear to which appealable deci- 
sions on motions Rule 2.127(c) applies unless the ruling of the 
Assistant Commissioner in the Fourco case is construed to mean 
that it is applicable only to motions to dissolve interferences under 
Rule 2.95. 


Petitions to the Commissioner 


Although petitions to the Commissioner may be filed under 
Trademark Rule 2.146(a) (3) for the purpose of obtaining a review 
of interlocutory rulings of the Examiner of Interferences, such 
petitions are not favored and will ordinarily not be granted except 
for serious reasons. Since there is no appeal from interlocutory 
rulings which do not constitute a final disposition of the proceed- 


ing, the rulings of the Examiner of Interferences are virtually 
final and may be reversed, or modified, if at all, only in the deci- 
sion on final hearing on the merits or on appeal from a decision 
on the merits. 


Specific Motions 


A great many of the pleas in abatement and pleas in bar 
provided in the Federal Rules have been invoked in the Patent 
Office at one time or another. In addition, some motions peculiar 
to trademark cases have been presented. The motion most fre- 
quently. brought is the motion to dismiss for failure to state a 
claim under Rule 12(b)(6), F.R.C.P. These motions frequently 
fail since Sections 13 and 14 of the statute provide that any 
person who “believes that he is or is likely to be damaged” by 
registration of a mark or that he is or is likely to be damaged 
by a registration, may oppose an application or seek cancellation 
of a registration. These motions may be granted, however, where 
the goods or services of the parties are widely divergent or where 
the marks are radically different or where the plaintiff fails to 


5. A civil action against the Commissioner, under The Administrative Procedures 
Act, is pending in the District Court for the District of Columbia on this point. 
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plead an interest which is superior to that of the defendant and 
therefore would not be likely to be damaged by the registration 
sought to be obtained or retained by the defendant. 

Upon cursory examination of the initial pleading (notice of 
opposition or a petition for cancellation) the Examiner of Inter- 
ferences may detect the existence of a statutory bar, such as the 
filing of a notice of opposition more than thirty days after pub- 
lication of the mark in the Official Gazette or the filing of a peti- 
tion for cancellation of a trademark registration under the 1946 
Act more than five years after the registration has issued. In 
these instances, the party filing the paper is advised of the defec- 
tiveness of the pleading and the proceeding is, in effect, dismissed 
by virtue of the refusal of the Examiner to institute the proceed- 
ings as provided under Rules 2.105(b) and 2.113(b). This elimi- 
nates the necessity for the defendant to file a motion to dismiss. 

To the extent that there is a non-observance of a statutory 
requirement by the pleader or an attempt to evade payment of all 
required statutory fees, the Examiner of Interferences may, sua 
sponte, dispose of the matter without the necessity of a formal 
motion. This does not, however, relieve the respective attorneys 
of the burden of looking into these matters and bringing a timely 
motion in the event a deficiency, overlooked by the Examiner of 
Interferences, is discovered in the pleadings. 

Frequently, one of the parties files a motion to strike some 
part of the pleadings of the other party. Motions to strike purely 
evidentiary matters will ordinarily be granted as will motions 
to strike insufficient defenses which the plaintiff does not wish 
to be called upon to rebut and which have no bearing on the issues 
in the proceeding. Third party registrations and uses are fre- 
quently the subject of motions to strike. If the third party matters 
are segregatable they are usually stricken as being merely evi- 
dentiary. 

Motions to strike are also filed with a fair degree of frequency 
in connection with depositions of the parties. However the deposi- 
tions are not stricken on the grounds usually presented, namely, 
incompetency, irrelevancy or lack of pertinency of the testimony 
of the witness or of the particular exhibit sought to be introduced 
but such matters are left for agreement at the final hearing on the 
merits. If, however, the motion to strike is directed to the entire 
deposition of a party and there appears to be good ground for 
the motion (such as lack of notice), the motion will be ruled upon 
promptly. 
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Motions to quash notices of taking testimony, likewise, are 
ruled upon promptly and such motions must be brought imme- 
diately upon the occurrence of the situation which calls for the 
motion. For example, a motion to quash a notice of taking testi- 
mony on the ground that it does not afford the counsel adequate 
time to reach the place of examination should be filed immediately 
since the Examiner of Interferences will ordinarily deny such 
motion if they are not filed until the deposition has been taken. 
Even so, it is seldom that the Examiner may act in time to prevent 
the taking of the deposition. In that event an attempt is made to 
work out some arrangement which will avoid the necessity for 
retaking the testimony. The best advice is for counsel to try to 
work out, in advance of formal notice, a mutually agreeable time 
for taking testimony. 

Where there are a plurality of proceedings between the same 
parties involving the same mark but different registrations or 
applications it is to the advantage of the Patent Office and usually 
to the advantage of the parties to consolidate the proceedings for 
the purpose of taking testimony and for hearing on the merits. 
Normally, consolidation may be effected by a stipulation and only 
in rare instances would the Patent Office object to the consolida- 
tion. In the event the parties do not stipulate, it is possible for 
the party desiring the consolidation to file a motion and such 
motions are frequently granted, even over the opposition of the 
adverse party if it is shown that there is no reasonable basis for 
maintaining separate proceedings. 

The greatest difficulty in consolidation arises where one of 
the proceedings has almost reached the final hearing stage and the 
subsequent proceeding has just been instituted. In these circum- 
stances, the earlier filed proceeding may be suspended until the 
later filed proceeding has reached the same stage as the earlier 
filed proceeding and thereafter the two may be consolidated. It 
would appear that the effect of this procedure would be to give 
the parties new periods for discovery. However, the Patent Office 
usually will not reopen the discovery period in the earlier case 
unless the parties agree. It is possible that one or the other of 
the parties might move to employ in the later proceeding the 
record made in the earlier proceeding as provided in Trademark 
Rule 2.123(a)(1) (under the Patent Rule 283) and thereby save 
time and expense. Reliance on these rules will not, however, 
preclude either party from taking additional testimony or making 
a further record in the later filed case. 
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Motions for suspension of proceedings on the ground that 
there is a civil action pending in connection with the subject mat- 
ter of the Patent Office proceeding are normally granted on the 
theory that the issuance of an injunction by the Court might 
resolve the right of one of the parties to obtain or maintain a 
registration. However, as indicated in Squirrel Brand Company 
v. Barnard Nut Company, 112 USPQ 365, 47 TMR 659, there 
may still remain for determination the question of the right to a 
registration wherein injunction did not issue in the civil action. 

Motions for summary judgment are normally denied since, 
by definition, a motion for summary judgment lies only where there 
is no genuine issue as to any material fact and the matter may 
be decided solely on the legal questions involved. It is rarely 
found that the record, at any stage, contains undisputed facts 
sufficient to justify the granting of a motion for summary judg- 
ment or even serious consideration thereof. 

Motions for judgment on the pleadings or motions for judg- 
ment, which are equivalent to a motion for a directed verdict, will 
not ordinarily be granted except on grounds of (1) res judicata 
or (2) other grounds which render it self-evident that the moving 
party is entitled to judgment as a matter of law on the basis of 
an outright admission by the adverse party or other incontro- 
vertible fact. 

The more troublesome situation arises where a motion for 
judgment is brought under Rule 2.132 on the ground that the party 
having the burden of moving forward with proofs has taken no 
testimony and has offered no other evidence outside that set forth 
in Rule 2.122. If a motion is filed under Rule 2.132(a), the moving 
party will be granted judgment in his favor unless good cause is 
shown for a reopening and the Examiner reopens upon that show- 
ing. If a motion for judgment is filed under Rule 2.132(b) and 
the moving party has prematurely filed matter under Rule 2.123(c), 
such matter will usually be disregarded and judgment will be 
rendered in his favor. If, however, the matter prematurely intro- 
duced by the moving party is sufficiently significant with respect 
to the merits of the case, the proceeding may be allowed to go to 
final hearing on the matter thus presented. 

The difficulty arises in the wording of Rule 2.132(b) which 
states that the defendant may move for judgment if the plaintiff 
introduces no evidence “other than Patent Office records”. To 
the extent that the plaintiff may rely upon “Patent Office records” 
it would appear that the defendant is entitled to a determination 
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of the merits of the case at that point without proceeding with his 
own case-in-chief. The Assistant Commissioner on February 5, 
1957, in Mercantile Stores Co., Inc. v. The Joseph & Feiss Co., 
112 USPQ 298, 47 TMR 647, held that the opposer, in merely 
relying upon the pleaded registrations, although such registrations 
are “Patent Office records” and thus established a prima facie 
showing of opposer’s right to relief, would not shift to the applicant 
the burden of going forward with its proofs. The Assistant Com- 
missioner affirmed the Examiner of Interferences in dismissing 
the opposition, on the theory that an ex parte determination of 
registrability had been made by the Examiner of Trademarks 
under Section 2(d) of the statute and in the absence of evidence 
other than “Patent Office records”, the applicant was not under 
burden to go forward with its proofs where the applicant had 
denied the opposer’s allegations of use of its marks and probable 
damage. 

In interferences instituted under Rules 2.91 to 2.93, either 
party may move to dissolve the interference within the period 
and under any one or more of the grounds specified in Rule 2.94. 
This type of motion is equivalent to a motion to dismiss for failure 
to state a claim for which relief may be granted. However, where 
matters outside the pleadings are employed to support the motion 
and argument, it is more nearly like a motion for summary judg- 
ment. 

It is appropriate to mention at this point that motions to shift 
the burden of proof are not ordinarily entertained in trademark 
eases. To the extent that motions may be entertained under Rule 
2.94 or 2.98 to add applications, or parties to an interference,* the 
Examiner will automatically shift the burden of proof if the deci- 
sion on the motion results in a change in the respective positions 
of the parties. Thus, it does not become necessary to file a formal 
motion to shift the burden of proof in those cases. 

Frequently, the applicant or registrant will file a motion to 
amend the contested application or registration but such motions 
are subject to the limitations of Rule 2.133 and action on motions 
will ordinarily be deferred until after termination of the proceeding 
on its merits. Where the parties have reached an agreement as 


6. While the rules do not specifically refer to motions to add registrations to an 
interference, there is no specific reason why the interference could not be reformed or 
reconstituted under Rule 2.91 (a) with the addition of a registration, particularly in 
view of the liberality provided under Rule 2.98 for the addition of another “case” or 
new party. 
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to the basis for settlement of a proceeding, the Examiner of In- 
terferences retains initial jurisdiction to consider the propriety 
of amendments proposed under such agreements. In those cases 
where the propriety of the amendment is doubtful (for purely 
ex parte or administrative reasons) the matter may be referred 
to the Examiner of Trademarks informally for further considera- 
tion. 

The Patent Office is strongly in favor of amicable settlement 
of contested cases but is constantly alert to the public interest. 
If the basis for settlement appears, on its face, to violate a provi- 
sion of the Statute, the aid of the Patent Office cannot be invoked 
to effect such settlement. 

Frequently, it is the desire of the parties to effect settlement 
contingent upon the Patent Office’s acceptance of an amendment 
reflecting the agreement of the parties. In practice, the proposed 
amendment may be submitted for consideration with the provision 
that the proceeding will not be terminated subject to entry of the 
amendment. In this way, it is possible to bring about an early 
termination of the proceedings with a large degree of assurance 
that the proceeding will not be terminated adversely to the wishes 
of the respective parties merely because of the refusal of the 
Patent Office to honor an amendment which has been agreed to 
by the parties. If the amendment is not permitted, the proceed- 
ings are reinstated and the matter is allowed to go forward from 
that point. 

Stipulations to suspend proceedings pending negotiations for 
settlement are ordinarily given favorable treatment by the Patent 
Office. Even in those cases where there are no settlement proceed- 
ings pending and good cause is shown for an extension of time, 
favorable consideration will ordinarily be given to a timely motion 
for that purpose. In some instances, the Patent Office may call 
for a verification of the showing of good cause for the extension 
requested but it is only in a few instances where such showing 
will be required. 

Motions to reopen, on the other hand, are seldom granted. 
There must be compelling reasons, such as newly discovered evi- 
dence or true legal surprise, to warrant the granting of a motion 
to reopen after the testimony periods have closed and, more par- 
ticularly, after a final hearing and decision on the merits by the 
Examiner of Interferences. Mere substitution of new counsel is 
not sufficient cause for reopening a contested proceeding for the 
introduction of additional evidence. 
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Certain ex parte matters may be brought to the attention of 
the Examiner of Interferences and if the ex parte matter is one 
on which the Examiner of Trademarks has already made a ruling, 
the Examiner of Interferences will ignore the efforts of the ad- 
verse party to raise the ex parte point. If, however, other matters 
come to the attention of the Examiner, such as the fact that the 
application or registration includes goods as to which there has 
been no use of the mark, the Examiner may rule ex parte that the 
applicant or registrant is not entitled to registration because of 
attempted fraud (in a clear case). Alternatively, the applicant 
may be given an opportunity to explain the error or defect and 
amend the application pursuant to Rule 2.131. 


Discovery Procedure 


One of the most frequently discussed and most misunder- 
stood aspects of interlocutory practice and procedure in the Patent 
Office is that of discovery under Rule 2.120. The principal point 
of discussion and misunderstanding revolves around the differ- 
ence between the relatively broad scope of discovery permitted 
by the Federal Rules of Civil Procedure and the more limited 
scope permitted by the Patent Office under Rule 2.120. 

Whereas discovery under the Federal Rules is so broad that 
it permits everything that may reasonably lead to the discovery 
of admissible evidence, the Trademark Rules begin with the prem- 
ise that no discovery whatever is permitted and the rules permit 
departure from that basic premise only to the extent that limited 
discovery is allowed as prescribed in Rule 2.120 (b), (d), (e) 
and (g) with respect to interrogatories, discovery depositions, 
admissions of fact and genuineness of documents, and production 
of documents or other tangible things for inspection and copying.’ 

One of the outstanding limitations on discovery procedure 
in the Patent Office is that which permits the interrogatories, dis- 
covery depositions and motions to produce documents, to pertain 
only to matters which relate “‘to the claim or defense of the inter- 
rogating party” or may reasonably be calculated to lead to the 
discovery of admissible evidence “in support of such claim or 
defense”. In Federal discovery practice, one may inquire into 
matters relating to the claims or defenses of the interrogated 
party and thus the discovery may be employed to advantage in 


7. See Heli-Coil Corp. v. Sonnet Tool Co. & Mfg. Co., 108 USPQ 283, 46 TMR 486. 
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anticipating the points which will require rebuttal after the inter- 
rogated party has put in its evidence. 

It is understood that the limitations — on interrogatories 
and production of documents in Trademark Rules 2.120(b) and 
(g) were incorporated in the rules for the purpose of applying 
discovery procedure to the very limited statutory issues which 
may properly be raised in contested proceedings in the Patent 
Office and thus to also enable the Patent Office to keep within 
bounds of administrative practicability the volume of objections 
which would be subject to consideration if unlimited discovery 
was permitted. 

Since Rule 2.120(b) clearly defines the five categories of 
matters into which inquiry may be made by interrogatory and 
with respect to which motions to produce documents will lie under 
Rule 2.120(g), no useful purpose would be served in making a 
detailed discussion of each of the categories. It would be desirable, 
however, to know what is the use (or lack of use) of the informa- 
tion ascertained as a result of the discovery under the Trademark 
Rules. 


Items 1, 4 and 5 of Rule 2.120(b) may produce responses 


which will constitute admissions against interest and which may 
be critical in a determination on the merits. To the extent that a 
critical admission against interest is discovered under one of 
these points, it would be proper to bring a motion for judgment 
but, in so doing, it must be shown that the moving party itself is 
entitled to judgment as well as showing that the interrogated 
party is not entitled to maintain its position. 

Items 2 and 3 of Rule 2.120(b) are frequently inquired into 
with no subsequent use being made of the information derived 
from the interrogated party. This may be attributable to the dif- 
ference between the Federal Rules of Civil Procedure relating to 
discovery and production of documents (F.R.C.P. Rule 34) and 
Trademark Rule 2.120(g). Under F.R.C.P. Rule 34, it is normally 
expected that a demand is first made by the inquiring attorney 
of the adverse party to produce certain specified documents but in 
order to serve a specific demand, the inquiring attorney must 
ascertain the nature, location and description of the document or 
other tangible thing sought to be produced. This is normally done 
during oral examination of the witnesses and if the witness, after 
identifying the document or thing, refuses to produce it, the in- 
quiring party must resort to a motion under Rule 34. 
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In trademark practice, it is not unusual for the interrogating 
party to ask the interrogated party to attach to the answers to 
the interrogatories copies of documents or other tangible things 
to which the interrogatory pertains. Although this practice is 
not prescribed in the rules and a failure to produce a copy of the 
document or tangible thing would not be considered as an incom- 
plete response to the interrogatory, the interrogating party may 
thereafter file a motion to produce the properly identified docu- 
ment under Rule 2.120(g). So long as the existence, location and 
description of the thing has been established and if it comes 
within the scope of matters which may be inquired into by inter- 
rogatory, the Patent Office will normally require the interrogated 
party to make available for inspection and copying the specified 
document or other tangible thing upon the filing of a proper motion 
under Rule 2.120(g). 


Oral Examination of Adverse Parties 


Examination of adverse parties may be effected either during 
the “discovery” period under Trademark Rule 2.120(d) or during 
the “trial” period under Trademark Rule 2.123. In either case, the 
deposition is subject to the adverse party rule so far as the present 
policy of the Patent Office is concerned. As pointed out above, 
however, the scope of discovery depositions is limited to the same 
extent as interrogatories under Rule 2.120(b). There is no pro- 
vision, however, for compelling an adverse party to attend the 
taking of a deposition at a specified place in the absence of a 
subpoena from the Federal District Court having jurisdiction of 
the party. 

The detailed procedure for placing in evidence the matters 
obtained by discovery are set forth in Trademark Rule 2.120 and 
therefore require no detailed explanation here. The question of 
admissibility of matters inquired into on discovery are more prop- 
erly the subject of another discussion in this symposium. 


Conclusion 


There are many peculiar interlocutory matters other than 
those mentioned above which have arisen in the Patent Office 
and there are still others which have not, as yet, been raised. The 
object here has been to bring out those which arise most frequently 
and to explain the circumstances under which they are raised. The 
lack of published decisions in point is attributable, in large man- 
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ner, to the fact that relatively few of these matters ever reach 
the appeal or petition stage. The tendency to urge appeals un- 
doubtedly is further stifled by the reasoning of the decision of 
the majority of the Court of Customs and Patent Appeals in 
The Masters, Wardens, etc. v. Sheffield Steel Corp., 103 USPQ 
54, 44 TMR 1431, when they refused to review, on the merits, 
the decision of the Commissioner of Patents which reversed the 
decision of the Examiner of Interferences granting a motion for 
summary judgment dismissing a petition for cancellation.* 

The lack of a right of appeal from interlocutory rulings of 
the Examiner of Interferences and the compelling showing re- 
quired to support a petition to the Commissioner to exercise 
supervisory authority should serve to encourage the use of inter- 
locutory procedures. In view of the aforementioned fact that 
about three-fourths of the contests are terminated before final 
hearing, it behooves us to do everything possible to bring about 
an early termination or, in any event, to narrow the issues to be 
tried at final hearing in contested cases. 


8. Judge O’Connell, in a strong and thoroughly cited dissent, argued that the 
appeal should have been entertained. 
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THE SIGNIFICANCE OF THE WASHINGTON (1956) A.I.P.P.I. 
CONGRESS TO WESTERN HEMISPHERE COUNTRIES 


By Cyril Drew Pearson* 


The following address will be read at the forthcoming X Inter- 
American Bar Association Meeting at Buenos Aires in November. 
It is supplemental to the papers prepared by Mr. Pearson as 
Chairman of the Subcommittee on Trademarks for the VIII Con- 
ference held in Sao Paulo in March 1954 and the IX Conference 
held in Dallas, Texas in April 1956. Both papers were published 
in The Trademark Reporter, 44 TMR 465 and 46 TMR 696. 

The Editorial Board gratefully acknowledges the permission 
given by the author to include his address in our journal.—Eb. 


Between May 28th and June 2, 1956, there was convened in 
the United States of North America at Washington, D. C., one of 
the most significant Meetings relating to the Protection of Indus- 
trial Property ever held in the Western Hemisphere. It was the 
Biennial Congress of the Association Internationale pour la 
Protection de la Propriété Industrielle (A.I.P.P.JI.). Perhaps it 
is not too much to say that because representatives in large num- 
bers from both hemispheres participated, the Washington Con- 
gress of the A.I.P.P.I. was the forum of greatest magnitude ever 
conducted in the history of the Protection of Industrial Property. 

What is the A.I.P.P.1.? 

The A.I.P.P.I. is a private international organization world- 
wide in scope interested in the adequate protection of patents, 
designs, trademarks, trade names and other rights of industrial 
property in the countries of the World and the elimination of 
unfair competition in international trade. Whereas, the Paris 
Union is in the nature of an Official Convention between 45 nations, 
the A.I.P.P.I. is a purely unofficial international association. 
However, there is a close relationship between the Paris Union and 
the A.I.P.P.I. as will be shown in a moment. 

This Congress of the A.I.P.P.I. at Washington was of very 
special importance because recommendations were formulated to 
be made to the Diplomatic Conference to be held in Lisbon in 1958 
for the Revision of the Paris Convention (1883) for the Protection 


* Trademark Counsel, Esso Standard Oil Company. Member of the Bars of the 
Supreme Court of the United States and of the State of New York. 
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of Industrial Property. The last Revision was made at London in 
1934. The principal agency through which beneficial revisions of 
the Paris Convention have been proposed and prepared is the 
A.I.P.P.I. Major amendments to the Convention have generally 
been adopted as the result of recommendations made by the 
ALP FA. 


It was, therefore, a source of great satisfaction when on 
March 6, 1956, the President of the A.I.P.P.I. through the Depart- 
ment of State of the United States of North America extended a 
special invitation to the Governments of: 


Argentina Guatemala 
Bolivia Haiti 
Brazil Honduras 
Canada Mexico 
Colombia Nicaragua 
Costa Rica Panama 
Chile Paraguay 
Cuba Peru 
Dominican Republic Uruguay 
E] Salvador Venezuela 
Ecuador 


to attend the Washington, D. C. Congress of the A.I.P.P.I. even 
though only 5 of the above countries are members of the Paris 
Union. 


Pursuant to this invitation there were in attendance at Wash- 
ington, Patent Office Officials from thirteen American Republics 
and unofficial representatives from eighteen North and South 
American Countries. 


It was a source of pleasure to all concerned at the Washington 
Congress when the following unique Resolution was unanimously 
adopted at the Congress: 


“The Congress expresses its pleasure at the presence at this 
Congress of representatives of the Spanish American Repub- 
lies and of other countries which are not party to the Inter- 
national Convention for the Protection of Industrial Property. 
It expresses the hope that these countries will adhere to the 
Convention in the near future. It requests the Director of the 
International Bureau of Berne to issue an invitation to the 
Governments of these countries to accede to the Union for 
the Protection of Industrial Property.” 





THE TRADEMARK REPORTER Vol. 47 T.M.R. 


The actual participation of the Western Hemisphere coun- 
tries, particularly the Spanish American Republics, in the 
A.I.P.P.I. Congress at Washington would seem to be a most 
significant step with respect to possible adherence by non-member 
countries to the Paris Union. J reiterate the truth of this because 
the chief purpose of the A.I.P.P.I. Meeting at Washington was 
to formulate recommendations for the Diplomatic Conference at 
Lisbon for the Revision of the Paris Union. Since 1897 there have 
been twenty-two Congresses held to formulate recommendations 
for Revisions but until Washington (1956) not one such Congress 
was ever held in the Western Hemisphere. The first Congress for 
Revision was held at Vienna in 1897. There have been Congresses 
held at London, Paris, Berlin and other European capitals but 
until 1956 none was held on this side of the Atlantic. 

For purposes of discussion, let us assume the protective 
features of the Paris Union were in the beginning directed in large 
measure towards the Protection of Industrial Property in the 
industrial nations of the old world. Perhaps in the general nature 
of things, this feature has had a tendency to cause certain countries 
of the new world—particularly countries in which industry has not 


been fully developed—to hesitate about or not even ‘seriously 
consider joining the Paris Union. However, if one will take the 
trouble to look more closely into the situation one will find that 
over the years a number of countries of the less industrialized 
type have found it worthwhile to join the Paris Union. Among 
these are— 


Bulgaria Lebanon 
Ceylon Morocco 
Egypt Poland 
Greece Portugal 
Hungary Roumania 
Indonesia Syria 
Israel Tunis 


Possibly here we can find an analogy in principle at least with 
the situation that existed regarding the establishment of the 
League of Nations at Geneva after the first World War which was 
so vigorously urged by President Woodrow Wilson, but to which 
the United States of North America, itself, refused to accede. 
How differently the history of mankind might have been written 
had the United States and all the countries of the new world vigor- 
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ously participated in the establishment of the old League of 
Nations at Geneva as they now have done in the present United 
Nations Organization! But, alas, experience is a dear teacher. 

In 1955 I had the privilege of visiting 21 countries of Latin 
America as far south as Argentina and Chile. In these countries 
I discussed with Governmental authorities and lawyers the thesis 
put forward by Doctor José Real Idiarte of Uruguay at the VII 
Conference of the Inter-American Bar Association at Montevideo 
in 1951— 


“* * * to drop the idea of an Intra-American Convention 
and to openly and frankly adhere to the Union of Paris (1883) 
instead.” 


Forty-five nations have confirmed their interest in the Pro- 
tection of Industrial Property world-wide by adhering to the Paris 
Union established in 1883. In the Western Hemisphere, Brazil, 
Canada, Cuba, Dominican Republic, Haiti, Mexico, United States 
of North America as well as the Dutch, French and British terri- 
tories in the Americas, belong to the Paris Union with head- 
quarters at Berne, Switzerland. 


At this point, let us make it clear that adherence to the General 
Paris Convention (1883) for the Protection of Industrial Property 
is not concerned with the International Registration of trade- 
marks at Berne under the Arrangement of Madrid (1891). Brazil, 
Cuba and Mexico, still members of the Paris Convention (1883) 
for the Protection of Industrial Property, were formerly also 
members of the Madrid Arrangement (1891) for the International 
Registration of Trademarks at Berne. This used to mean that 
if a national of any country belonging to the Madrid Arrangement 
made an international trademark registration at Berne, the trade- 
mark would be entitled to protection in Brazil, Cuba and Mexico 
as well as some twenty countries in the Eastern Hemisphere. The 
disadvantages to Brazil, Cuba and Mexico were such that each of 
these countries has denounced its adherence to the Arrangement 
of Madrid and has withdrawn. Neither Great Britain nor the 
United States of North America is a member of the Arrangement 
of Madrid though both are members of the Paris Union. 

The meaning of this is that even though a nation adheres to 
the Paris Union, that nation retains full freedom to continue with 
its own national trademark registration system at its own Patent 
Office and all foreigners whether nationals of member countries 
of the Paris Union, the Madrid Arrangement or otherwise must 
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continue to deal with the Patent Office in the country in question 
under local law without any restrictions by or even contact with 
Berne. 

Spain, the mother country of most of the Latin-American Re- 
publics, is a member of the Paris Union. In my paper “A Proposal 
for Adherence By Other American Republics to the Paris Conven- 
tion,” presented at the IX Conference of the Inter-American Bar 
Association held in Dallas in 1956, I pointed out that the Paris 
Union already contains many countries whose basic law, like those 
of the Latin-American Republics is the civil law. In my Dallas 
paper I attempted to demonstrate that the adherence of additional 
Latin-American Republics would be of considerable assistance in 
making Western Hemisphere influence felt in the affairs of the 
Paris Union. I drew a parallel between the steps that have been 
taken to establish the Universal Copyright Convention (Geneva 
1952) for the protection of intellectual property and what might 
be done if the Western Hemisphere non-member countries were to 
adhere to the Paris Union for the Protection of Industrial Prop- 
erty. It is significant that Article 16 of the Universal Copyright 
Convention is worded as follows— 


“This Convention shall be established in English, French and 
Spanish. The three texts of the Convention shall be signed 
and shall be equally authoritative.” 


It is significant also that after the large attendance of the 
Latin-American Republics at the Washington Congress (1956), 
recommendation was made that Article 19 of the Paris Industrial 
Property Convention (Acts of London, 1934) shall be amended at 
Lisbon so that the last sentence will read— 


““* * * Official texts of the present Act shall be established by 
the conferences of Revision in English and Spanish.” 


This recommendation will undoubtedly be adopted in Lisbon in 
1958. 

Argentina, Brazil, Canada, Chile, Costa Rica, Cuba, Dominican 
Republic, Ecuador, Guatemala, Haiti, Honduras, Mexico, Nica- 
ragua, Peru, El Salvador, Uruguay and the United States of North 
America have already signed or adhered to the Universal Copy- 
right Convention (Geneva). When this Copyright Convention went 
into force on September 16, 1955, it was a source of world-wide 
acclaim of a difficult project that was begun in 1947 at a first meet- 
ing in Paris. It is hoped that the signing of this Geneva Copyright 
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Convention is a happy augury of what portends to the proposal 
that the non-member Latin-American Republics join the Paris Con- 
vention for the Protection of Industrial Property. 

The Vice President of the United States of North America, 
the Honorable Richard M. Nixon, who has traveled much in Latin- 
America, made a significant address on May 28, 1956, welcoming 
the A.I.P.P.I. Congress to Washington. 


Thereafter, Dr. Jacques Secretan, the Director of the Inter- 
national Bureau at Berne for the Protection of Industrial Prop- 
erty, the Executive concerned with central administrative features 
of the Paris Union, said in part in his address— 


“The fact is that over a number of years one must recog- 
nize that the drive of the International Union for the Protec- 
tion of Industrial Property was inadequate; moreover, the 
geographical extension of the Union is subject to serious 
threats. On the one hand, our membership stops on the West 
at the borders of Latin America and on the East at the borders 
of Asta, with the exception of Japan, Indonesia, and Ceylon. 
We do to some extent recover our authority in the Pacific with 
the membership of our old friends Australia and New Zea- 
land. ** #9) 


“«* * * It is in the general interest of civilization and of the 
basic rules of commerce and industry that patents and trade- 
marks should benefit in all the countries of the world from 
the protection which is assured to them by the Paris Con- 
vention. * * *” 


Dr. Secretan then made the following statement— 


“Turning to the participation, within the Union of the 
States of Latin America, I have taken note of the recent 
Resolution adopted by the Inter-American Bar Association at 
their meeting at Dallas on the 14th of April 1956 which is as 
follows: 


‘Considering, the Resolutions adopted at Sao Paulo in 
1954 by the VIIIth Conference of the Inter-American Bar 
Association ; 


Considering, that the Diplomatic Conference for Revision 
of the Paris Union which is to convene in Lisbon in 1957 
(later postponed till 1958, Ed.) offers a singular oppor- 
tunity for the American Republics to participate in, sug- 
gest revision for and gain the benefits of the Paris Union; 
and 
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Considering, that no similar opportunity for such partici- 
pation is likely to arise again for another period of ten- 
to-twenty years; 

‘RESOLVED: That the Secretary-General shall re- 
quest the Director of the International Bureau of the 
Union for the International Protection of Industrial 
Property, at Berne to extend a formal invitation to each 
of the Governments of the American Republics, who are 
not now party to the Paris Union for the Protection of 
Industrial Property, to take the required steps for adher- 
ence to the Union and, in any case, to attend the Diplo- 
matic Conference of Revision of the Paris Union, which 
is to convene in Lisbon in 1957.’” (Postponed till 1958, 
Ed.) 


For the convenience of those interested the following are the 
Preamble and Resolutions adopted at the VIII Conference of the 
Inter-American Bar Association at Sao Paulo in 1954 referred to 
in Dr. Seeretan’s above quotation— 


“Considering the necessity of assuring a reciprocity of 
protection to industrial property rights among the American 


Republics, and the usefulness and convenience of such protec- 
tion on a world-wide plan provided for by the Convention of 
the Paris Union (1883) revised at London (1934) ; 

Considering that in the Western Hemisphere the follow- 
ing nations participate of the Paris Union: Brazil, Canada, 
Republic of Cuba, United States of America, Mexico, Domin- 
ican Republic, as well as the French, English and Dutch 
possessions in this Continent, constituting the greater terri- 
torial and populational portion of the Americas; 

Considering that the accession to the Paris Union does 
not imply adhesion to the Madrid Agreement of April 14, 1891, 
for the International Registration of Trade Marks; 

Considering that the unification of the legal provisions 
governing the subject on an international plan is a world-wide 
aspiration ; 

Considering that the International Convention for the 
Protection of Industrial Property constituted at Paris (1883) 
and revised at London (1934) is an international instrument 
regulating industrial property rights which unites the greatest 
number of nations both of the Oriental and of the Western 
Hemisphere, and has shown its viability during more than 70 
years of service to mankind in this branch of law: 


The VIII Conference of the Inter-American Bar Association 
hereby resolves: 
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1. To suggest that the American Republics which have 
not yet adhered to the Convention for the Protection of the 
Industrial Property of the Union of Paris (1883), revised at 
London (1934), to take into consideration the convenience of 
adhering thereto for the purpose of extending the standardiza- 
tion of the international provisions governing industrial prop- 
erty. 


2. That the Secretary-General, in compliance with the 
decision taken at Montevideo (1951), should continue the con- 
sultations started with the legal organizations of the Inter- 
American Bar Association, which have not yet expressed their 
feeling on the subject.” 


It is of interest that Dr. Secretan in his Washington address in 
1956 alluded to a feature that has been a stumbling block in the 
way of causing a good many countries to give thorough and serious 
consideration to adherence to the Paris Union. Dr. Secretan’s 
statement was: 


“«* * * There is a tendency in some quarters to consider that 
patents and trademarks constitute monopolies in favor of 
powerful industrial countries, which would be prejudicial to 


the development of countries where industry and commerce 
have not yet achieved the same degree of progress. 

This is wrong thinking as profound as it is regrettable. 

The protection of patents and trademarks has not been 
established for the purpose of setting up monopolies and 
privileges for the benefit of property owners. This protection 
has for origin, in the same way as the rights of authors, the 
necessity for an inventor and for the creator of a trademark 
to have the advantage of a certain standard of security, which 


will permit him to work for the good of the greatest number 
* * # 


This statement by Dr. Secretan complements some of the 
following remarks of Dr. José Real Idiarte in his excellent address, 
“Possibilities of an Inter-American Convention on the Matter of 
Industrial Property” presented at the VII Conference of the 
Inter-American Bar Association at Montevideo in 1951. Dr. Real 
in the first part of his presentation reviewed the unsuccessful 
attempts made to establish various Conventions solely of Inter- 
American sponsorship beginning with the Montevideo Meeting in 
1889 to which 21 American Republics were invited, 7 attended and 
4 ratified ; viz., Argentina, Bolivia, Paraguay, and Uruguay. Like- 
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wise with respect to the Convention at Mexico City in 1902, only 
the countries of Central America ratified. 

At the 1906 Inter-American Conference held in Rio de Janeiro 
a Convention was signed for the organization of two Inter-Ameri- 
can Registration Offices (La Habana and Rio de Janeiro) subject 
to ratification by two-thirds of the signatory countries. The two- 
thirds requirement was never fulfilled. Likewise in 1910 at Buenos 
Aires, steps were taken again to establish the Registration Offices 
at La Habana and Rio de Janeiro but these steps did not mate- 
rialize in a practical way. 

Passing over to the Inter-American Convention of 1929 in 
Washington, the Bureau at Rio de Janeiro was eliminated from the 
plans with the understanding a sole Inter-American Registration 
Office would be located at La Habana. The Washington Conven- 
tion of 1929 was ratified by Colombia, Cuba, Guatemala, Haiti, 
Honduras, Nicaragua, Panama, Paraguay, Peru and the United 
States of North America. But the Office at La Habana does not 
seriously function. 

The following are direct quotations from Dr. Real’s presenta- 
tion at Montevideo in 1952: 


“* * * That practice and that experience is clamorously point- 
ing to a painful fact: the failure of almost all the endeavours 
made, to harmonize the law on industrial property, either 
through Congresses, Covenants or Treaties, (Inter-American, 
Ed.) * * * 9) 


«* * * These are in a condensed and uncomplete synthesis the 
evolution and the main stages of Inter-American legislation in 
the matter of industrial property: many Congresses, many 
Conferences and many Conventions or projects of conventions 
which were either never signed or once signed were never 
ratified, or that once ratified were denounced later. * * *” 


“* * * The history of the failures told in a previous paragraph, 
introduces us to examine another possibility which has been 
frequently insinuated: to drop the idea of an Inter-American 
Convention and to openly and frankly adhere to the Union of 
Paris instead. * * *” 


«* * * The Argentine representative Dr. Estanislao Zeballos 
(at the 1910 Pan American Conference, Ed.) stressed the 
advantage of adhering to the Union of Paris (1883) thus pro- 
moting the trend towards uniform definitions and conceptions 


in a matter that goes beyond the national boundaries * * *.” 
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“«** * In the 6th Pan-American Conference held at La Habana 
(1928) the Argentinian Delegation again stated the failure of 
the five previous conferences and the non-ratification of the 
Conventions projected ‘not through indifference but for lack 
of interest in ratifying an instrument prepared without a suffi- 
ciently conscientious study; without taking into account the 
national interests involved and, which, finally were not 
prompted by any need imperiously felt by the signing coun- 
tries’, and finally emphasized the convenience of adhering to 
the Union of Paris. 


The Mexican Representative again stated that his country 
would go on belonging to the Union of Paris and would not 
adhere to any Inter-American Convention. * * *” 


“* * * Upon stressing that Brazil, Cuba, The Dominican Re- 
public, Mexico and the United States belong to the Union (to 
which we must add the favorable trend of Argentina), it ends 
with the proposal that a resolution be adopted recommending 
the adherence of all the American countries to the Vaten of 
Paris—if they have not already done so * * *.” 


“«* * * Sixty years of useless efforts mark the failure of all the 
tentatives made to elaborate an Inter-American Conference 
on the matter of Protection for the Industrial Property * * *.” 


One might ask, why then have not the non-member Latin- 
American Republics yet joined the Paris Union? These Republics 
might answer in a general way that it has not yet been demon- 
strated that the advantages to them are sufficient to warrant their 
adherence. Or perhaps they could suggest that the following com- 
ment of the Honorable Arthur Fisher, U. S. Register of Copy- 
rights, in lauding the enactment of the Universal Copyright 
Convention is in point: 


“The success of this effort after many earlier disappointments 
was due not only to the soundness of the principles developed 
but to the procedures followed. From the start confidence was 
built on the basis of the gathering of facts and the assurance 
that recommendations would be made and decisions reached 
only after full consultation and exchange of views between all 
interests affected.” (Emphasis supplied.) 


Recently, His Excellency, President Eisenhower, was asked if 
he were going to adopt the more positive methods of some of his 
predecessors in persuading the Congress of the United States of 
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North America to enact certain legislation which he favored. Mr. 
Eisenhower replied: 


“Well, I think I will just have to pursue what is natural for me. 
I believe that anyone who does something that is unnatural 
and artificial for himself is not effective.” 


On the basis of my conferences in 1955 with Patent Office 
Officials and lawyers in the countries of Latin-America, it has 
occurred to me that if President Eisenhower’s sage maxim is 
slightly revised and reversed it may have sound application here. 
I would say it this way: 


“In seeking to persuade the non-member Latin-American 
Republics to adhere to the Paris Union (1883) for the Protec- 
tion of Industrial Property, the proponents will have to 
pursue a course which is natural for them (i.e. the Latin- 
American Republics); something that is unnatural and arti- 
ficial for them is not effective. The wholehearted and enthusi- 
astic participation from all over Latin-America in the 
Washington Congress is a step which was natural for them 
and not artificial.” 


I think this idea is fundamental and goes somewhat deeper than 
simple politeness and custom. The Latin-American Republics in 
question are today among the most enthusiastic members of the 
United Nations organization because that project is a natural one 
for them and not artificial. As previously stated, the Latin-Ameri- 
ean Republics and other countries of the Western Hemisphere 
have signed the Universal Copyright Convention. As the U.S. 
Register of Copyrights, Mr. Fisher, so well put it: 


“The success of this effort after many earlier disappoint- 
ments was due not only to the soundness of the principles 
developed but to the procedures followed. * * *” (Emphasis 
supplied.) 


To go back to the comparison with the League of Nations 
established at Geneva after the first World War without the full 
participation of the countries of the Western Hemisphere (to say 
the least), the non-adherence of non-member American nations to 
the Paris Convention for the Protection of Industrial Property 
only leaves a vacuum which demands being filled even though the 
filling has been by the bona-fidely conceived but unsuccessful 
Inter-American Conventions. Nevertheless, the good results of the 
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Washington Congress in 1956 of the A.I.P.P.I. portend the day 
will come when the non-member western countries will join the 
Paris Union for the Protection of Industrial Property even as 
these countries have found it very much worth-while to enjoy 
membership in the United Nations Organization. 

In my paper presented at the IX Conference of the Inter- 
American Bar Association at Dallas in 1956, I indicated that the 
demands for International Protection of Intellectual Property had 
resulted in the coming into force of the Universal Copyright Con- 
vention at Geneva (1952). As stated previously, the efforts to 
accomplish this began in a first meeting in Paris in 1947 and to 
repeat for our purposes here the relevant language of Mr. Fisher, 
the U. S. Register of Copyrights: 

“The success of this effort after many earlier disappointments 


was due not only to the soundness of the principles developed 
but to the procedures followed. * * *” 


“The procedures followed” meant that representatives from 
civil law countries, common law countries and others sat down 
together from time to time over a five year period and in a spirit 


of good fellowship, the greatest good to the greatest number and 
an understanding of the other person’s problems, achieved an 
acceptable Convention. With regard to proposed adherence to 
the Paris Union for the Protection of Industrial Property, the 
world already has a text which has not been violently opposed by 
non-member countries. At the forthcoming Diplomatic Conference 
in Lisbon in 1958 for the revision of the Paris Union, the non- 
member Latin-American Republics will have a splendid oppor- 
tunity to participate in the discussions. Participation in such 
Congresses of the A.I.P.P.I. as that at Washington and as Ob- 
servers at Lisbon at the Diplomatic Conference for the Revision 
of the Paris Union are typical steps which will bring into grand 
focus the values of having in very deed a “‘one-world” Convention 
for the Protection of Industrial Property to complement the Uni- 
versal Copyright Convention relating to Intellectual Property. 
Perhaps the pictorial device of the Washington Congress will 
be symbolic of things to come. A dominant feature of the device 
is a pair of twin gear wheels intermeshed. Within the right wheel 
is a map of the Eastern Hemisphere and within the left, the 
Western. The South American continent and Central America up 
to the Rio Grande—homelands of the earliest pioneers to the new 
world—are depicted. These lands are now the location of a large 
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majority of the Republics of the Western Hemisphere. It is be- 
lieved participation by these nations in the Washington Congress 
of 1956 has already caused these nations to recognize more fully 
the beneficial effects which would accrue from adhering to the 
Paris Union. It is hoped proper procedures will continue to be 
followed in our dealings with our Latin-American associates which 
will add to the excellent results of the Washington Congress. 

The 45 nations which are already members of the Paris Union 
are looking forward with much interest to the anticipated at- 
tendance by representation of the non-member Latin-American 
Republics which are invited by the Director of the International 
Bureau at Berne to attend the Diplomatic Conference at Lisbon 
in 1958. The participation in the discussions by these representa- 
tives and the nature of the reports of the proceedings they make 
back to their respective governments will be of considerable inter- 
est, too. It is hoped also that these representatives will urge their 
governments to adhere to the Paris Union. 
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COMMON NAMES FOR PESTICIDES 


The International Committee for Common Names for Pesti- 
cides, International Organization for Standardization Technical 
Committee 81, met in London, England, September 18-20. Dele- 
gates to this, the second meeting, were from seven countries— 
Canada, France, Germany, India, Netherlands, United Kingdom 
and United States. Observers were present from New Zealand, 
Switzerland, WHO and International Bureau for the Protection 
of Industrial Property. The U. S. representative was Dr. H. L. 
Haller, Assistant Director, Agricultural Research Service, U. S. 
Department of Agriculture and Chairman of the American Stand- 
ards Committee K62—Common Names for Pest Control Chemicals, 
of which The United States Trademark Association is a member. 


The name of the committee was changed from “Common 
Names for Pest Control Chemicals” to “Common Names for 
Pesticides”. It was agreed that the common name would apply 
only to the 100% chemical; any product less than 100% pure 
would be preceded by the word “Technical”. This resulted in 


considerable discussion concerning “dieldrin” and “aldrin” which 
are widely used as 85% and 95% pure products, respectively. 

A number of proposed common names were considered and 
accepted. In some cases the name was a registered trademark in 
some countries. In many cases the owners of trademarks agreed 
to release the marks. The International Bureau for the Protection 
of Industrial Property operates under the Madrid Agreement 
which covered 21 countries and was able to make simultaneous 
national applications in all signatory countries after a name had 
been accepted in any one country. The representative saw two 
difficulties before the committee: (1) where registered trademarks 
were in conflict with the proposed common names, and (2) the 
need to ensure in each country that trademarks were not subse- 
quently registered which were similar to the common names. On 
the first point it was only possible to ask companies to waive their 
rights. In the second case, however, he will discuss with his 
Bureau as to whether arrangements can be made to ensure that 
the national registers do not accept names I.8.0. has advised are 
accepted common names. 

Delegates described procedures existing in their countries: 
U. K., Canada and India were able to give full protection, Germany 
and Austria were endeavoring to make suitable arrangements. 





1202 THE TRADEMARK REPORTER Vol. 47 T.M.B. 


France, Netherlands and Switzerland were unable to ensure full 
protection. 

As in the first meeting held in London, November 14-17, 1955, 
a great deal of discussion centered around the requirement that 
common names be derived if possible from a combination of 
syllables from the scientific chemical name. This would make it 
difficult to use a coined name with no relation to the chemical name. 

The USA group will continue to work with 1.8.0. in an effort 
to accomplish the objectives outlined above. 


Grorce W. Fiero 

U.S.T.A. Delegate to 

A.S.A. Committee on 
Common Names for Pesticides 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Belgium 
Recordal of Assignments 

In an infringement action, defendant alleged and the Court 
agreed that the plaintiff, a German Company, could claim no right 
in its Belgian registration as the assignment thereof had been 
improperly recorded. The facts were these: The registration was 
granted in 1902. On March 21, 1914, a document was executed and 
notarized assigning the entire business of the original registrant 
to the assignee (plaintiff’s predecessor in title). On June 22, 1914, 
a further document was executed under private seal, purporting 
to assign the registration from the same assignor to the same 
assignee and alleging that “the present assignment has been 
agreed upon under the terms of a previous contract between the 
parties”. On May 20, 1916, an application was made for recordal 
of the assignment of the registration from the same assignor to 
the same assignee, accompanied only by the un-notarized document 
of June 22, 1914. 

The Court held that, in the circumstances, the original regis- 
trant had lost its rights as a result of the assignment; and the 
assignee gained no rights from the assignor, as against third par- 
ties, since the assignment was in violation of Article 7 of the 
Belgian Trademark Law, which provides that “an assignment has 
effect, as against third parties, only after deposit of an extract 
from the instrument which constitutes the same”. 

Apparently, the decision was based on the fact that the wrong 
assignment document was filed with the Registrar and a different 
result would presumably have been reached if the notarized As- 
signment of March 21, 1914 had been filed. One of the elements 
of the decision was the Court’s statement that the manner in which 
the assignment was effected did not permit third parties to verify 
its regularity. 

The Court also held that the plaintiff’s international registra- 
tions were invalid in Belgium, inasmuch as they were anticipated 
by the Belgian registration to which the plaintiff could lay no 
claim in view of the defective recordal of the assignment thereof. 
Decision of the Commercial Court of Brussels of March 3, 1954. 
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Colombia 
Descriptive Marks 

A Colombian firm applied for registration of sI-ESCAFE as a 
trademark in respect of powdered coffee in the food class. 

Protests against this application were filed with the Depart- 
ment of Industrial Property by a private citizen on the basis that 
the mark was descriptive and by The Nestle Company Inc. on the 
basis that it was confusingly similar with its registered trademark 
nescaFE. After hearing evidence from The National Federation 
of Coffee Growers to the effect that, in its opinion, there was noth- 
ing distinctive about the expression sI-ESCAFE, which means merely 
“Yes—This Is Coffee”, the Department rejected the application 
on the ground that the mark was descriptive and held that there 
was no need to consider the protest filed by The Nestle Company. 

An interesting feature of the decision was that it recognized 
the standing of the private citizen to file the protest based on con- 
siderations of the public good, although, not being an attorney, 
and not being represented by an attorney, he lacked standing to 
enter a formal opposition. Decision of the Department of Indus- 
trial Property—Ministry of Development, dated June 18, 1957. 


Protection of Well-Known Trademarks 


In two recent decisions, the Colombian Trademarks Office 
rejected applications for stUDEBAKER and TopoFoRD in respect of 
‘Commercial Establishments for the Sale of Automobile Spare 
Parts” in Class 14, which covers Commercial Names and Signs 
of Establishments. 

There were prior registrations on STUDEBAKER in the Automo- 
bile and Tire Class and on Forp in eight classes, including Class 14. 
Although the decisions could simply have been based on the prior 
registrations in the automobile class and, in the case of Topororp, 
on the prior rorp registration in the Commercial Names Class, 
the decisions put the Colombian Trademarks Office on record as 
recognizing the international jurisprudence with respect to the 
wide scope of protection to be accorded to well-known trademarks 
and held that such marks should be protected even with respect 
to dissimilar goods. 


Germany 
Adoption of Infringing Mark by Injured Party 


Plaintiff, who owned a registration on MaxkisBLitTz for photo- 
graphic flash equipment and was using the mark on such goods, 
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brought an action for infringement against defendant, who was 
using the mark MEcaBLItTz on the same kind of goods. Defendant 
countersued for an order rejecting an application filed by plaintiff 
for registration of the trademark MecaBLiTz and restraining plain- 
tiff from using that mark. 

Both suit and counter-suit prevailed, the first on the ground 
of confusing similarity between the two marks and the second on 
the ground that the adoption of the defendant’s mark by the plain- 
tiff, after the defendant had built up a good will in the mark, 
would be prohibited by the Unfair Competition Law as being 
against good business morals and would go beyond the scope of 
damages to which plaintiff was entitled as a result of defendant’s 
past infringement. Decision of the State Court of Hamburg of 
February 24, 1955. 


Indications of Origin 


Plaintiff, a German company owning a registration in respect 
of razor blades covering a label including the word HavaNa, 
brought an action for damages and an injunction against defen- 
dant, also a German company which was selling razor blades 


under the designation HABANA. 

The courts of first and second instance granted the suit. With 
respect to the defense that plaintiff’s mark was inherently unregis- 
trable as consisting of an indication of origin and being deceptive, 
the two lower courts held that, since German industry was famous 
for its steel products and the city of Havana was not, there was 
no occasion for deception and the registration was valid. 

The Supreme Court agreed, but went on to point out that 
both lower courts had overlooked the effect on the case of the 
Agreement of March 22, 1954 between the West German Federal 
Republic and the Republic of Cuba, Article 13 of which provides 
that the use in commerce of the name of a locality situated within 
the borders of either contracting party is to be considered a false 
indication of origin if the goods on which the name is used do not 
originate in whole or in part in such locality. The Supreme Court 
further held that, since the Agreement provides that trademarks 
registered or used at the time of its coming into force shall remain 
valid for a period of six years, plaintiff’s mark would continue 
to enjoy protection only until January 20, 1961, six years after 
the effective date of the Agreement. The fact that the main con- 
cern of the Cuban Government in connection with the Agreement 
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was the regulation of designations for tobacco products did not 
deter the Supreme Court from a strict application of Article 13 
of the Agreement. Decision of the German Supreme Court, 
dated March 15, 1957. 


Dilution 

The Court of Appeals of Diisseldorf granted a suit by the 
owners of the world-famous Solingen Twin DEvIcE used in respect 
of cutlery for an injunction restraining defendant from using in 
respect of work clothes a similar device showing a schematic 
reproduction of a pair of twins. 

Although the decision could probably have been based on the 
plaintiff’s registration in Class 42, the “collective” class covering 
all goods, the court based its decision solely on paragraph 1 of 
the Unfair Competition Law, which broadly prohibits any un- 
ethical competitive act. The court distinguished carefully between 
“possibility of confusion”, which applies only to similar goods 
and is covered by the Trademark Law, and “danger of dilution”, 
which applies to dissimilar goods and is covered by the Unfair 
Competition Law. Only extremely well-known marks, such as 
the plaintiff’s, are entitled to protection against dilution, on the 
theory that the use of similar marks in respect to any goods sets 
up a conscious or unconscious connection in the purchaser’s mind 
between the imitator and the owner of the well-known mark and 
lets the imitator benefit from the good will enjoyed by the well- 
known mark, at the same time weakening the distinctiveness of 
the latter. The Court was unimpressed by evidence introduced 
by the defendant to the effect that a considerable number of 
TWIN DEVICES were registered and in use, on the ground that none 
of these other marks had acquired the notoriety of the plaintiff’s 
mark. 


The Netherlands 
Service Marks 

The Dutch Trademark Law does not provide for the registra- 
tion of service marks. Pan American World Airways, Inc. brought 
a cancellation action against a certain registration on the basis 
of its prior registration on CLIPPER in respect of “articles, devices, 
and accessories used in the transportation of passengers and 
freight by aircraft, including airplanes, time tables, tickets, table- 
ware, uniforms ete.” 
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The court of first instance dismissed the cancellation action 
on the basis that plaintiff’s registration was really a registration 
for a service mark in disguise and therefore did not give rise to 
any rights. The Court of Appeals of the Hague reversed, holding 
that, “While it may be correct that the appellants do not manufac- 
ture or deal in a number of those goods, it has not been disputed 
that the appellants use all of the aforesaid commodities, marked 
with the word cuiprer, within the framework of—and in direct 
connection with—the transport undertaking operated by them, 
which comprises inter alia the hiring out of aircraft with appur- 
tenances for so-called ‘charter flights’”. The cancellation of the 


offending registration was ordered. Decision of January 9, 1957. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Argentina, 


Patents and Trademarks. Procedure. Requirements for Powers of Attorney. 
(Patent and Trade Mark Review, v. 55, no. 11, August 1957, pp. 334-335.) 


Diamond Match Co. 
Who Needs Matches? (Tide, September 27, 1957, pp. 33-35.) 
Diamond Match Co. developing new products and its advertising program. 


Diamond, Sidney A. 
Why Agencies Must Understand the Right of Privacy. (Advertising Agency 
Magazine, September 27, 1957, pp. 16-17.) 


Honduras. 

Patents and Trademarks. Decrees amending Patent and Trademark Law of 1919. 
Effective February 4, 1957. (Patent and Trade Mark Review, v. 55, no. 11, August 
1957, pp. 332-334.) 

How One Agency Helped Create “New Look” to Boost Sales. (Advertising Agency 
Magazine, September 13, 1957, pp. 42-43.) 

Fitzgerald Advertising teams up with Wesson Oil and Snowdrift Sales Company 
devise new multiple-use label. 


Iraq. 
Trademarks. Trademark Law No. 21 of 1957. (Patent and Trade Mark Review, 
v. 55, no. 12, September 1957, pp. 358-364.) 


Iraq. 
Trademarks. New Classification of Goods. (Patent and Trade Mark Review, 
v. 55, no. 12, September 1957, pp. 365-367.) 


Jacobson, Alan J. 
The Corporate Image Becomes Marketing Spearhead. P. I. Report on Advertising 
Trend. (Printers’ Ink, September 13, 1957, pp. 21-23.) 


Kaywoodie Pipes, Inc. 
Kaywoodie Links Fashion and Pipe Smoking, Expands Distribution to Men’s- 
Wear Stores. (Printers’ Ink, September 6, 1957, p. 24.) 


Mankiewicz, Rene H. 

France: Effect of Seizure of oLyMpIA Trademark in East Germany on Rights to 
Trademark in France. (American Journal of Comparative Law, v. 5, no. 4, Autumn 
1956, pp. 636-639.) 


McAuliffe, Jeremiah D. 
Trademarks in Foreign Commerce. (Exporters’ Digest, September 1957, p. 9 ff.) 


Seamless Rubber Co. 
At Seamless, Company Image Wraps Diverse Ads in One Package. (Printers’ 
Ink, September 6, 1957, pp. 30, 32, 37, 40, 44, 49.) 


Turkey. 
Trademarks. Procedure. Compulsory Registration. (Patent and Trade Mark Re- 
view, v. 55, no. 12, September 1957, pp. 357-358.) 


Webster Electric Co. 

The “Man from Webster” Introduces his Company. (Industrial Marketing, v. 42, 
no. 9, September 1957, pp. 42-43.) 
Building “company identity” when company has five separate divisions seldom con- 
nected with each other, in the minds of the public. 


World Trade Information Service. 

Part 2: Operations Reports. Trademark Information is included in the following 
reports: No. 57-69: Marking and Labeling Requirements of the United Kingdom. 
No. 57-70: Pharmaceutical Regulations of the Netherlands. No. 57-78: Pharma- 
ceutical Regulations of Mexico. No. 57-79: Patent and Trademark Regulations of 
Japan. No. 57-80: Pharmaceutical Regulations of Chile. No. 57-81: Patent and 
Trademark Regulations of Norway. Washington, D. C., Dept. of Commerce, Bureau 
of Foreign Commerce. 


* Copies of these articles are available for reference in the Association’s library. 
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CELESTE FROCKS, INC. v. CELESTE OF MIAMI, INC. 
No. 6790-M—D. C., S. D. Florida, Miami Div. — April 17, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIFF—SIMILARITY OR DISSIMILARITY OF GOODS 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
The mark CELESTE, used by defendant in connection with ladies’ dresses, in- 
fringes plaintiff’s registered mark CELESTE previously used by it on ladies’ and 
children’s clothing. Injunction restrained use of word either as trademark or trade 
name. 


Action by Celeste Frocks, Inc. v. Celeste of Miami, Inc., for trade- 
mark infringement and unfair competition. Judgment for plaintiff. 


Phillips, Nizer, Benjamin & Krim, of New York, N.Y., and Herbert 8. 
Sawyer and Evans, Mershon, Sawyer, Johnston & Simmons, of Miami, 
Florida, for plaintiff. 

Samuel Rubin, of Miami Beach, Florida, for defendant. 


Cuoate, District Judge. 

This cause having come on for trial the 5th day of March, 1957, before 
the Court sitting without a jury and the Court, having considered the 
evidence received at the trial together with the other matters of record 
herein, does find and hold as follows: 


Finpincs or Fact 


(1) The Plaintiff, Celeste Frocks, Inc., a New Jersey corporation, has 
its executive office and showroom in New York, New York. 


(2) The Defendant, Celeste of Miami, Inc., a Florida corporation, has 
its principal office and place of business in Miami, Florida. 


(3) The Plaintiff, engaged in the business of manufacturing, distrib- 
uting and selling ladies’ and children’s clothing and apparel in interstate 
commerce under the trade name of CELESTE for at least ten years, has ex- 
pended large sums of money in national advertising of its product offered 
for sale and sold under the trade name of CELESTE. 


(4) The Defendant has manufactured or caused to be manufactured, 
offered for sale and sold, or caused to be offered for sale and sold, ladies’ 
dresses, and is now offering for sale and selling ladies’ dresses, under the 
trade name of CELESTE with practically the same label as the trademark of 
the Plaintiff, and has been so doing since its incorporation in July of 1955. 


(5) The Plaintiff registered its trademark cELESTE (see Exhibit 1 to 
Complaint filed March 6, 1956) in the United States Patent Office on July 


1209 
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12, 1949, Registration No. 512, 106 (registered pursuant to application 
Serial No. 533,268, filed September 4, 1947), and the Plaintiff has con- 
tinuously employed the trademark CELESTE in connection with and as iden- 
tifying its product since 1945. 


(6) The script writing of the name CELESTE as employed by the De- 
fendant on its principal place of business at 2505 N.W. 5th Avenue, Miami, 
Florida (Exhibit 2 to Complaint filed March 6, 1956), and the script writ- 
ing of the name CELESTE on the label on the clothes manufactured, sold, 
distributed, etc., by the Defendant, are similarly styled to the signature 
shown on the Plaintiff’s trademark and trade name employed by the Plain- 
tiff for the past many years in labelling and advertising its own products. 


(7) The defendant’s use of the said name, trademark and signature 
is calculated to cause and has caused and does now cause confusion in the 
trade and in the public mind respecting the source of manufacture of the 
merchandise of the respective parties hereto. 


(8) The Defendant’s use of the said name, trademark and signature 
has constituted, and now constitutes, unfair competition, to the detriment 
and damage of the Plaintiff. 


(9) The Defendant’s use of the said name, trademark and signature 
constitutes an infringement of the right of the Plaintiff to enjoy exclu- 
sively the use and benefit of its said name, trademark and signature with 
respect to wearing apparel for women and children. 


ConcLusions oF Law 


(1) The Court has jurisdiction of the parties and the subject matter 
herein. 


(2) The Court having entered Findings of Fact (7), (8), and (9), 
does hereby permanently enjoin the Defendant, its agents, officers, servants, 
employees and successors from: 


(a) Further using the name CELESTE, or any combination of words 
including the word CELESTE, as its corporate name. 

(b) Further using the name CELESTE, or any combination of words 
including the word CELESTE, in its labels on wearing apparel for women 
or children manufactured, or caused to be manufactured, or sold, or 
caused to be sold, by it. 

.(e) Further advertising in any newspapers, magazines, or other 
media of advertising, its business a8 CELESTE OF MIAMI, INC., or any 
wearing apparel for women or children under the name of CELESTE, or 
any combination of words using the word CELESTE. 

(d) Exhibiting any signs, large or small, on the premises of its 
business at 2505 N.W. 5th Avenue, Miami, Florida, or any other place 
or building, owned, managed, occupied or operated by it, or any of 
its agents, officers, servants, employees or successors, showing the name 
CELESTE, or any combination of words including the word CELESTE. 
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(e) Using the name cELESTE, or any combination of words includ- 
ing the word CELESTE, on any of its stationery, letterheads, wrapping 
paper, packages, paper bags, or in any other manner. 


(3) The Court retains jurisdiction of this cause only for the purpose 
of making any further orders as may be necessary to protect the Plaintiff 
against any use contrary to the decision of this Court herein by the Defen- 
dant, or any of its agents, officers, servants, employees or successors, of the 
name, trademark, or signature CELESTE, or any combination of words in- 
cluding the word CELESTE. 


INDUSTRIAL PLANTS CORPORATION v. INDUSTRIAL 
LIQUIDATING COMPANY, INC. et al. 


N. Y. Sup. Ct., App. Div. — May 21, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
It is unnecessary to determine whether prohibited word INDUSTRIAL has ac- 
quired secondary meaning in view of defendant’s intent to deceive public and trade. 


Action by Industrial Plants Corporation v. Industrial Liquidating 
Company, Inc. and Max Kallor, trading as Industrial Liquidating Com- 
pany for unfair competition. Defendants appeal from New York Supreme 
Court, Special Term, New York County from judgment for plaintiff. 
Affirmed. 

Case below reported at 47 TMR 348. 

See also 46 TMR 103. 


Seymour Stone (Philip Novick on the brief) of New York, N.Y., for 
appellants. 
Irving Fox, of New York, N.Y., for respondent. 


Per CurRIAM. 

By the judgment herein, in addition to other relief, the plaintiff is 
granted an injunction restraining the defendants from the use of the 
word INDUSTRIAL in the corporate defendant’s name. 

The record amply demonstrates that the learned trial court at Spe- 
cial Term correctly concluded, 111 USPQ 464, 466 (47 TMR 348, 350), 
that “it is convincingly evident that the acts of defendants were calculated 
to deliberately simulate and imitate plaintiff’s trade practices and tech- 
niques so as to give the trade and the public the impression that the 
defendants and the plaintiff were the same or affiliated with each other.” 

It is our view that upon the established facts it is unnecessary to 
determine whether the prohibited word rnDUSTRIAL has acquired a sec- 
ondary meaning. The action comes within the exception to the restric- 
tion placed upon injunctive relief predicated upon the use of geographical 
or descriptive word. See Eastern Constr. Co. v. Eastern Eng. Co., 246 N.Y. 
459 (18 TMR 122). In that case, the Court of Appeals stated (p. 465), 
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“If inference could be drawn that the defendant had chosen the name 
of Eastern Engineering Company with intent to derive benefit from it at 
the expense of the plaintiff, our conclusion might be different. Courts of 
equity are loathe to hold that a knave may carry out a dishonest plan 
from which he anticipates benefit.” Here the defendants deliberately 
copied a slogan used by the plaintiff, simulated its advertising, and 
adopted a corporate name as closely identical to that of the plaintiff as 
possible. All of these acts were either committed or continued after the 
plaintiff had given notice, in some form, of its objection to such unfair 
competitive practices. The defendants’ intent to deceive the public and 
the trade is manifest. 

Under the circumstances the judgment should be affirmed. 

Peck, Presiding Justice, BoTEIN, FRANK, VALENTE and McNALLY, Jus- 
tices, concur. 


RUSSELL v. CAROLINE-BECKER, INC.; CAROLINE- 
BECKER, INC. v. TUFF OAK TOP LIFT 
COMPANY, INC. 


Mass. Sup. Jud. Ct.— June 4, 1957 


COMMON LAW TRADEMARKS—NATURE OF RIGHTS 
CoMMON LAW TRADEMARKS—TITLE 
Plaintiff, who while an officer, director and employee of a corporation, origi- 

nated and permitted the corporation to make sole use of a mark consisting of 
the words TUFF OAK surrounding crossed acorns, obtained no independent rights 
in the mark since he made no use of it in his individual capacity during the period 
of the corporation’s use. Neither did he acquire any rights by working for the 
defendant corporation which commenced use of the mark after purchasing the 
moulds and dies therefor upon dissolution of the original corporation. His sub- 
sequent attempt to use the mark in connection with another corporation engaged 
in the same business after termination of this latter employment constituted an 
infringement upon the exclusive rights of such other corporation. 


Actions for trademark infringement and unfair competition, one by 
Abraham Russell v. Caroline-Becker, Inc., and one by Caroline-Becker, Inc. 
v. Tuff Oak Top Lift Company, Inc. Russell and Tuff Oak Top Lift Com- 
pany, Inc. appeal from Massachusetts Superior Court decrees for Caroline- 
Becker, Inc. Affirmed. 


Harry J. Shapira, of Brockton, Massachusetts, for appellants. 
James H. Fitzgerald, of Brockton, Massachusetts, for appellee. 
Before Wiikins, Chief Justice, and Ronan, Spaupinec, CoUNIHAN, and 
CUTTER, Justices. 
CouNIHAN, Justice. 
These are two suits in equity which were heard together. They arise 
out of a controversy over the ownership and use of a trade name and trade- 
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mark known as TUFF OAK to describe a certain type of top lift or heel plate 
for men’s shoes. 

The plaintiff Russell in the first suit is the president and one of the 
principal stockholders in Tuff Oak Top Lift Company, Inc., hereinafter 
called Top Lift, a corporation manufacturing top lifts. Top Lift is the 
defendant in the second suit. Caroline-Becker, Inc., hereinafter called 
Becker, a corporation also engaged in the manufacture of top lifts and 
leather findings, is the defendant in the first suit and the plaintiff in the 
second suit. 

The plaintiff in each suit alleges the exclusive ownership and right to 
use the trade name and trademark of TurF OAK in the manufacture and sale 
of top lifts. This trade name and trademark consisted of two crossed acorns 
with the word Tturr above them and the word OAK below. Each plaintiff 
alleges an infringement in the use of this trade name and trademark. Each 
sought a declaratory decree, injunctive relief and damages after an ac- 
counting. 

The suits were referred to a master who after a hearing filed a single 
report. Upon motion this was recommitted for further specific findings. 
The master filed a supplemental report in which he made such findings. 
The judge in each case denied a second motion to recommit and ordered 
the entry of an interlocutory decree overruling the exceptions of Russell 
and Top Lift and confirming the master’s reports. 

In the first a final decree was entered adjudging “1. That the plaintiff 
does not possess and has never had any property rights in the trademark 
and trade name TUFF OAK. 2. That the trademark and the trade name TUFF 
OAK and bearing the emblem of two crossed acorns are the property of the 
defendant who had the exclusive right to the use of the same in connection 
with the promotion, manufacturing, selling and distribution of its top lift 
products bearing said trademark and name. 3. That the plaintiff’s bill of 
complaint be and is hereby dismissed.” It awarded costs to the plaintiff. 
In the second suit a final decree was entered declaring that “the plaintiff 
corporation has the exclusive property in and to the trade name TUFF OAK 
as applied to the manufacture and sale of top lifts.” It also restrained the 
defendants in that case from using the words TUFF OAK in connection with 
any manufacture and sale of top lifts or as part of its corporate name. 
It awarded damages and costs to the plaintiff Becker. Russell and Top 
Lift each appealed from the interlocutory and final decrees. 

Apparently through an inadvertence the final decree in the first suit 
dismissed the bill and awarded costs to the plaintiff. This was error be- 
cause the first and second paragraphs of that decree declared the rights of 
the parties in the trade name and trademark so that the bill should not have 
been dismissed. See Foley v. Springfield, 328 Mass. 59; Jacobson v. Jacob- 
son, 334 Mass. ——-, ——-. Because the defendant prevailed it was en- 


1. Mass. Adv. Sh. (1956) 1201, 1205. 
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titled to costs rather than the plaintiff. These matters will be corrected in 
the manner suggested in the rescript. Outside of this there was no error. 

The master found the following facts. In 1946 Russell was employed 
as a salesman by W. S. Jelly Inc., also known as W. S. Jelly Company, and 
hereinafter called Jelly. This was a corporation also engaged in the manu- 
facture and sale of top lifts and leather “findings.” He was clerk, assistant 
treasurer and a member of the board of directors of Jelly. In 1947 while 
so employed he originated and designed the trade name and trademark of 
TUFF OAK hereinbefore described. Jelly paid all the expense of procuring 
the necessary moulds, dies and other equipment for producing the trade- 
mark. During the period of his employment by Jelly, Russell acted solely 
as a salesman and was never a jobber or an independent agent in his own 
right. He never made an assignment of his rights, if any, in the trade name 
or trademark to Jelly which used them exclusively in connection with the 
manufacture and sale of top lifts while it was in business. Russell never 
registered the name or trademark with Federal or State authorities. Becker 
knew of the trade name and mark for several years because it sold leather 
to Jelly. 

On October 17, 1952, Jelly made an assignment for the benefit of its 
creditors of which Becker was one. Just before this Russell unsuccessfully 
tried to effect a merger between Jelly and Becker. After the assignment 
he talked with one Gersten, the president and general manager of Becker, 
about getting a job with Becker. It was orally agreed that if Gersten could 
purchase the moulds and dies of the trademark at an auction sale to be 
held by the assignee of Jelly, he would bring them to Brockton and set 
up a separate division of Becker for the manufacture of TuFF oak top lifts. 
In this event Gersten would give Russell a job as a salesman. Gersten 
through a straw on November 10, 1952, purchased the moulds and other 
equipment at the auction sale and paid for them with the money of Becker, 
which received a bill of sale for such goods from the assignee. Subsequent 
to the auction Jelly discontinued its business. 

Shortly thereafter Russell went to work for Becker as a salesman to sell 
former accounts of Jelly and the “findings” trade generally and to provide 
service for them. On two occasions at least Russell endeavored to get 
Gersten to enter into a written agreement with him relative to the terms of 
his employment. This agreement contained a provision that Russell was 
the owner of the trademark Turr 0aK which he agreed to permit Becker 
to use during the period of his employment. Gersten declined to execute 
any such agreement on behalf of Becker. Russell continued to work for 
Becker until December 24, 1953, when he was discharged. 

From the time Becker acquired the moulds and dies of the trademark 
it has carried on the manufacture of top lifts under the name of TUFF oak. 
Russell knew or should have known that it- was doing so. 
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In December, 1954, Russell and others organized Top Lift and began 
to manufacture and sell top lifts under the trade name of Turr oak. As a 
result there was confusion in the “findings” trade on account of the use of 
TUFF OAK by both parties. 

The appellants in attacking the decrees appealed from contend that 
Russell never assigned, transferred, waived or abandoned his rights in the 
use of the trade name and trademark which he originated. They assert 
that he only lent the use of the name and trademark during his employment 
by Jelly and later by Becker and that after the termination of Russell’s 
employment he was free to resume their use to the exclusion of others in 
the absence of an express agreement to the contrary. They overlook, how- 
ever, the real issue as to whether Russell ever acquired any property rights 
in the name and trademark of Turr OAK which he could sell or lend. The 
mere fact that he originated the name and trademark did not, without more, 
confer a right in him to prevent their use by others. Jenney Manuf. Co. v. 
Leader Filling Stations Corp., 291 Mass. 394, 398, 26 USPQ 185, 187 (25 
TMR 521), and cases cited. The right to a trademark grows out of a use, 
not mere adoption. Trademark Cases, 100 U.S. 82, 94. Hanover Star Milling 
Co. v. Metcalf, 240 U.S. 403, 413 (6 TMR 149). 

A trademark or trade name “can have no existence in gross, uncon- 
nected with some business in which it is used.” Jackman v. Calvert-Distil- 
lers Corp. of Massachusetts, 306 Mass. 423, 426, 46 USPQ 287, 289 (30 TMR 
444), and cases cited. 

It is undisputed that Russell never was in business for himself either 
as a manufacturer or as a jobber. The situation in the cases at bar is not 
similar to one in which it might have appeared that the product was manu- 
factured solely for Russell and in accordance with his directions. He did 
not hold himself to be responsible to purchasers as if he had been the manu- 
facturer. Nelson v. J. H. Winchell & Co., 203 Mass. 75, 82. 

We are of opinion that while it was in business Jelly was the owner of 
the Turr OAK trademark and that had Russell severed his connection with 
that corporation the name and trademark would have continued to be the 
property of Jelly. When it made the assignment for the benefit of creditors, 
the assignee acquired the name and trademark. He later sold to Becker the 
moulds, dies and equipment used in the manufacture of the trademark 
which inferentially carried with them the exclusive rights to use the name 
and trademark. Moreover, by discontinuing doing business Jelly could have 
been found actually to have abandoned such rights. “In such a case the 
conditions are similar to those existing when one, having a trademark or 
trade name, abandons it, and leaves the name open to a future acquisition 
of rights in it, as if it never had been appropriated. There is no doubt 
that an abandonment paves the way for future possession and property in 
another person.” Cohen v. Nagle, 190 Mass. 4, 11. This would appear to be 
the situation in the instant cases so that Becker, by adopting and using the 
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name and trademark of Turr OAK for a substantial length of time before 
these suits were instituted, acquired the exclusive right to use them. 

Becker is therefore entitled to an injunction restraining Top Lift from 
using the words TUFF OAK as a trademark or part of its corporate name. 

The appellant Russell has not argued the question of damages in the 
brief so we deem it to have been waived. Rule 13 of the Rules for the Regu- 
lation of Practice before the Full Court (1952), 328 Mass. 698. 

It follows that in each case the interlocutory decrees are affirmed. In 
the first case the final decree is modified by striking out so much of the 
decree as ordered dismissal of the bill and awarded costs to the plaintiff, and 
by providing for costs to be awarded to Becker. As so modified both final 
decrees are affirmed with costs of these appeals to Becker. 

So ordered. 


SEARS, ROEBUCK & COMPANY et al. v. ALL STATES 
LIFE INSURANCE COMPANY 


No. 16291 —C. A. 5— June 10, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
REGISTRABILITY—CONFUSINGLY SIMILAR Marks 

ALL STATES LIFE INSURANCE COMPANY, used in connection with life insurance 
policies does not infringe ALLSTATE used in connection with sale of automobile 
tires, parts and accessories. 

Fact that litigants are not in competition is not decisive factor as to likelihood 
of confusion, nor is complete dissimilarity of articles in whose sale mark is used, 
nor different type of relationship that results from sale of article of small value 
on one side and sale of insurance policy on the other; it is clear, however, that 
all these circumstances are relevant to determination of whether there is any real 
likelihood of confusion. 

EFFECT OF REGISTRATION—IN GENERAL 

Trademark Act of 1946 carries no statutory presumption of registrant’s ex- 
clusive right to use except as to the goods actually specified in each certificate of 
registration. 

REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In case of non-competing products it is a question of fact whether there is 
likelihood of confusion even when there is an identity or colorable imitation of 
names; it should be noted that the Lanham Act requires that confusion, mistake 
or deception be “likely” not merely “possible”. 

ALLSTATE for automobile insurance is not infringed by ALL STATES LIFE INSUR- 
ANCE COMPANY for life insurance; determination of state and administrative tri- 
bunals is of great relevance and given great weight. 

REMEDIES—INFRINGEMENT—EVIDENCE 

Survey held inadmissible as hearsay because it was offered to prove what 
interviewers said they were told by the persons questioned, and because of con- 
struction of questions and methods of interrogation. 

REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—IN GENERAL 

Judgment of trial court does not foreclose future action if in fact appellee 

should so conduct its life insurance business as to mislead prospective customers. 
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Action by Sears, Roebuck & Company and Allstate Insurance Company 
v. All States Life Insurance Company for trademark infringement and un- 
fair competition. Plaintiffs appeal from District Court for Northern Dis- 
trict of Texas from judgment dismissing complaint. Affirmed. Jones, 
Circuit Judge, dissenting with opinion. 
Dave Kendall, of Dallas, Texas, for appellants. 
Frank G@. Newman, Paul Carrington, and Otis B. Gary, of Dallas, Texas, for 
appellee. 


Before HutcHeson, Chief Judge, and TuTrLE and Jongs, Circuit Judges. 


TUTTLE, Circuit Judge. 

This is an appeal from a judgment of the trial court, sitting without 
a jury, denying relief to appellants in an action for injunction and dam- 
ages for trademark infringement under the Lanham Act and for alleged 
unfair competition. 

Appellant Sears, Roebuck & Co. is the owner of appellant Allstate 
Insurance Company. Sears has, since 1927, used the name ALLSTATE to iden- 
tify numerous of its products, all articles of merchandise, principally 
automobile tires, parts and accessories, sold in interstate commerce, and 
had a registered mark in connection with each class of such articles. All- 
state Insurance Company was organized by Sears in 1931 and has since 
that time continuously engaged in the sale in all the states of the United 
States of policies of automobile and general casualty insurance. Under 
the laws of Texas it could not engage also in the life insurance business. 
It was first qualified to do business in the state of Texas in 1936. It reg- 
istered service marks under the Lanham Act as to (1) the name ALLSTATE 
and as to (2) a design showing an automobile held in two hands, with the 
legend. “You’re in good hands with aLisTaTE.”’ Each of these service marks 
was specified to relate to “automobile insurance (fire, theft, property dam- 
age, personal liability, etc.) in Class 102.” 

ALL STATES LIFE INSURANCE COMPANY, having no connection with the 
appellants, was chartered by the state of Texas on July 1, 1955, to engage 
in a life insurance business. To the time of the filing of this suit in De- 
cember 1955 it was engaged in the sale of its common stock to the public. 
It had not yet undertaken to sell any life policies. 

The incorporation of insurance companies and the granting of their 
right to engage in the insurance business in Texas is a function of the 
State Board of Insurance Commissioners. The Board is charged with the 
duty, among others, to determine whether the applicant for a license has 
selected a name that is not “so similar to that of any other insurance com- 
pany as to be likely to mislead the public.” A review from this and all 
other administrative rulings of the Board is provided for by the Texas stat- 
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ute. The appellants made formal protest to the Board on October 31, 1955, 
asserting the grounds later alleged in this suit, and requested the Board 
“to require ALL STATES LIFE INSURANCE COMPANY to change its name and 
select some other name which does not infringe upon and constitute un- 
fair competition with Allstate Insurance Company * * * .” 

The Board denied this relief by order dated November 8, 1955, reciting 
that the action was taken at an official meeting of the Board.? No appeal 
was taken to the District Court of Travis County or to any other court 
from this ruling of the Board. 

In 1928, a life insurance company was organized in Alabama under 
the name All States Life Insurance Company. By 1931, the year the appel- 
lant Allstate Insurance Company was organized, it was doing business in 
four states, and by 1946 in thirteen states and the District of Columbia. It 
was licensed to do business in Texas during part of 1937 and 1938. In July 
1955 appellee first commenced negotiations with this company for its pur- 
chase, and later, after commencement of this suit, the ALL STATES LIFE INSUR- 
ANCE COMPANY transferred all right and interest in and to its name and 
mark in Texas to appellee, and its principal stockholder also contracted to 
sell a majority of the stock of the company to appellee, which also bound 
itself to buy all the remaining shares of the stock. 

Appellants urged on the court below and vigorously insist here that 
their registered trademarks and service marks under the Lanham Act® 
protect them against the use by appellee of the name ALL STATES LIFE INSUR- 
ANCE COMPANY and that independently of that statute the use of the name 
of appellee amounts to unfair competition at common law, diversity of 
citizenship giving jurisdiction to the Federal courts to enjoin the use and 
to award damages for past injuries. 

The trial court made brief findings of fact and conclusions of law.‘ 


1. Article 21.44 of the Insurance Code of Texas provides as follows: 


“Except where otherwise provided for under the provisions of the Insurance 
Code, if any insurance company or other party at interest be dissatisfied with any 
decision, regulation, order, rate, rule, act, or administrative ruling adopted by 
the Board of Insurance Commissioners, such dissatisfied company or party at 
interest after failing to get relief from the Board of Insurance Commissioners, 
may file a petition setting forth the particular objection to such decision, regu- 
lation, order, rate, rule, act, or administrative ruling, or to either or all of them, 
in the District Court of Travis County, Texas, and not elsewhere, against the 
Board of Insurance Commissioners as defendant. Said action shall have precedence 
over all other causes on the docket of a different nature * * *.” 

2. After reciting the contentions of the parties the order concluded: “Now, there- 
fore, premises considered, the Board finds that it is without jurisdiction to grant the 
relief requested by complainant and complainant’s request is hereby denied.” 

3. 15 U.S.C.A. ¢. 22. 

4. In view of their brevity we think it appropriate to quote them in full: 

“THE CourT: This case was filed on December 6, 1955, and summons was 
returned executed on December 7. From that time on, various pleadings were 
filed by both the defendant and the plaintiff consisting of answers and amend- 
ments, interrogatories, and the Rules of Procedure is pretty much covered and 
exhausted by these various pleadings. On May 14, the Defendant’s Amended 
Motion to Dismiss was filed, and on May 21, that motion was acted on by the 
Court and overruled. The grounds of that motion to dismiss was that there was 
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Appellants present the following four questions which they say are 
posed by the judgment of the trial court. They are: 


“(1) Did the trial court err in holding that All States had not 
infringed Sears’ registered trademark ALLSTATE? 


“(2) Did the trial court err in holding that All States had not 
infringed Allstate’s registered service mark ALLSTATE? 


“(3) Did the trial court err in holding that All States had not 
unfairly competed with Sears and ALLSTATE in the use of its name? 

“(4) Did the trial court err in excluding from the evidence the 
impartial survey made to determine what, if anything, the public as- 
sociated with ALLSTATE?” 


For convenience these questions will be answered in the order in which 
they were stated. Although appellants do not clearly distinguish at all times 
in their brief between alleged infringement of the registered marks and 
the alleged commission by appellee of acts of unfair competition, they do 
present issues separately in their questions, and we shall endeavor to treat 
them separately. In doing so we shall put aside for the moment two argu- 
ments put forward by appellee, but shall indicate the proper disposition 
of them later. These two arguments are: (1) The action seeks to require 


no jurisdiction in this Court because the State Court, the State law, gave a forum 
to which the plaintiffs might go if they desired relief as to the name which had 
been granted to the defendant and its assignors by the Insurance Commissioner. 
The motion was overruled because the Court could not recognize a State Statute 
which would take away from the Courts its federal jurisdiction for litigation grow- 
ing out of a diversity of citizenship. 

“The Court has been somewhat surprised by the continuous fattening of the 
record by the parties, especially the plaintiffs, and has done its best to keep 
that record down, but has not succeeded very well. Forty-two different witnesses 
and exhibits have been presented by the plaintiffs; exhaustive briefs have been 
filed by both sides consisting of original briefs and amendment briefs and all 
sorts of briefs which I now hand to the Clerk for inclusion with the papers in 
the case. 

“From this exhaustive and somewhat tiresome trial and brief reading, keeping 
in mind the necessity of the Court’s retaining that which was applicable to the 
issues involved, I find as facts, gentlemen, that the plaintiffs, Sears, Roebuck 
and Company, and the Allstate Insurance Company, are engaged, and have been 
engaged, in the use of the word ALLSTATE upon insurance which was neither fire 
nor life insurance, but was accident and casualty insurance; that the name ALLSTATE 
has been used by the Sears, Roebuck and Company upon a multiplicity of mer- 
chandise which it sells in its various stores through the northern and central 
and southern portions of the United States, such as automobile tires, and auto- 
mobile accessories, and that the business in which it is engaged, or in which 
both plaintiffs are engaged, is in no sense the business in which the defendant 
is engaged; the defendant ALL STATES INSURANCE COMPANY is named under the 
permission of the State Insurance Commissioner, who, under the State law, has 
that right; that the name ALL STATES was presented; the plaintiffs objected; the 
Commissioner overruled that objection, supported by the Attorney General of the 
State of Texas, and ALL STATES was granted as the name for the defendant com- 
pany; that it is engaged only in the life insurance business, and is not engaged in 
any way in the sale of merchandise. 

“T further find as a fact that there is no confusion nor reason for confusion, 
between what the defendant is engaged in, and what the plaintiffs are engaged in. 

“As a conclusion of law, gentlemen, I can see no equity whatever in favor 
of the plaintiffs. It would be most inequitable, and the chancellor would have 
both eyes and ears and heart closed if it would find that any relief in this case 
is entitled to the plaintiffs.” 
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appellee insurance company to change its name, and this being a matter 
confided by the state of Texas to the Board of Insurance Commissioners 
its unappealed action adverse to the plea of appellants cannot be relitigated 
here; (2) the Lanham Act has no efficacy as to the regulation of an insur- 
ance company in a state whose statutes undertake such regulation (and the 
approval of a name is an act of regulation) because of the limiting terms of 
the McCarran Act.° 

The first question is: Did the trial court err in holding that All States 
had not infringed Sears’ registered trademark ALLSTATE? 

We conclude that this question must be answered in the negative. 
Strictly as a matter of infringement of the many registered trademarks of 
Allstate owned by Sears, it is clear that as to the proposed life insurance 
policies in connection with which appellee intended to use the name ALL 
STATES LIFE INSURANCE COMPANY there was no similarity of products. Fur. 
thermore there was no competition between Sears and appellee. Nor was 
there any real similarity between the registered marks of Sears, taken as 
a whole, and the name of appellee.* In the ordinary sense of the terms the 
name ALL STATES LIFE INSURANCE COMPANY is not a “reproduction, counter- 
feit, copy, or colorable imitation” * of the single word ALLSTATE or the word 
ALLSTATE imprinted on an outline map of the United States.* Is it such a 
colorable imitation in the peculiar sense in which it is used? No new defi- 
nition of colorable imitation is contained in the Lanham Act. It simply 
prohibits the use in commerce of a colorable imitation “in connection 
with the sale, offering for sale or advertising any goods or services on or in 
connection with which use is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of such goods or service.” 

Even if we are to assume that it is not necessary under this law either 
to prove that the sale of life insurance policies proposed by appellee is a 
use or sale in commerce (defined by the statute as interstate commerce)® 
or to demonstrate, without reference to likelihood of confusion, that the 
accused mark or name is in fact a counterfeit, copy or colorable imitation, 
neither of which do we decide, there is still the requirement that the ac- 
cused name be one the use of which is “likely to cause confusion or mis- 
take.” 

The fact that the litigants here are not in competition is not the deci- 
sive factor as to the likelihood of confusion. Nor is the complete dissim- 
ilarity of the articles in whose sale mark is used—automobile tires, bat- 


5. “No act of Congress shall be construed to invalidate, impair or supersede any 
law enacted by any State for the purpose of regulating the business of insurance.” 
15 U.S.C.A. §1012(b). 

6. The registered marks outstanding and valid at the time appear to have been 
the single word ALLSTATE in block letters. 

7. 15 U.8.C.A. §1114(1)(a) (The Lanham Act). 

8. Although expired marks show the word superimposed on such an outline, these 
marks appear not to be in use at the time of trial. 

9. On this point, however, see Pure Foods v. Minute Maid Corp. (5 Cir.), 214 F.2d 
792, 102 USPQ 271 (44 TMR 1408). 
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teries, and accessories and the like on the one hand, and life insurance 
policies on the other. Neither is the different type of relationship that 
results from the sale of an article of merchandise of small value on the 
one side and the sale of a policy of life insurance on the other—a dif- 
ference somewhat like a difference between two classes of purchasers. But 
it is clear that all of these circumstances are relevant to the determination 
of whether there is any real “likelihood” of confusion or mistake. Philco 
Corporation v. F. & B. Mfg. Co. (7 Cir.), 170 F.2d 958, 79 USPQ 376 (39 
TMR 23), cert. denied, 336 U.S. 945, 81 USPQ 573; Brown & Bigelow v. 
B.B. Pen Co. (8 Cir.), 191 F.2d 939, 91 USPQ 171 (41 TMR 1066). For 
a case in which this Court found that the allegedly infringing mark was 
“but a colorable imitation of the head and shoulders of the plaintiff’s picture 
of JOHNNIE WALKER, and which, though the imitation was used on a dif- 
ferent article of merchandise (cigars instead of Scotch whiskey) it was 
held to be a question of fact whether or not there was likelihood of con- 
fusion as to the source or origin, see John Walker & Sons v. Tampa Cigar 
Co. (5 Cir.), 197 F.2d 72, 98 USPQ 392 (42 TMR 539); after the trial 
court had then determined that there was indeed likelihood of confusion, 
we affirmed, 222 F.2d 460, 105 USPQ 351 (45 TMR 825). For another case 
in which this Court held that the mere fact that the second use was in 
connection with a different article (wine, as contrasted with jams and 
jellies) does not as a matter of law excuse the infringement when the mark 
(BAMA) is actually copied, see Chappell v. Goltsman (5 Cir.), 186 F.2d 215, 
88 USPQ 1 (41 TMR 129), and see the same case at 197 F.2d 837, 94 
USPQ 40, in which after trial and a finding of fact by the trial court 
that there was no likelihood of confusion, largely because of the difference 
in articles, we affirmed notwithstanding the identity of the names of the 
two products. Moreover, it may be appropriate to call attention to the 
restrictive effect given to the certificates of registration of the several 
marks of the appellant Sears because of the language of the statute itself. 
Section 1057(b) provides: 


“§ 1057. Certificates of registration—Issuance and form. * * * 


“(b) A certificate of registration of a mark upon the principal 
register provided by this chapter shall be prima facie evidence of the 
validity of the registration, registrant’s ownership of the mark, and of 
registrant’s exclusive right to use the mark in commerce in connection 
with the goods or services specified in the certificate, subject to any 
conditions and limitations stated therein.” (Emphasis added.) 


15 U.S.C.A. § 1057(b). 


Considering here only the narrow question whether there was infringe- 
ment of Sears’ trademarks, we do not come to the question whether there 
were other elements of unfair competition. As to the question of infringe- 
ment, the statute itself seems to distinguish between cases in which the 
alleged infringer uses the mark with a different product and those in which 
he uses it on a competing article, for the marks as such do not carry the 
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statutory presumptions of registrant’s exclusive right to use except as to 
the goods actually specified in each certificate of registration. None of 
these included insurance. They all related to articles of merchandise. 

We conclude that in the case of noncompeting products it remains a 
question of fact whether there is a likelihood of confusion, even where there 
is an identity or a colorable imitation of names. It should be noted that the 
Lanham Act provision quoted above requires that confusion, mistake, or 
deception be “likely,” not merely “possible.” Here the trial court found 
as a fact, after hearing oral testimony and on consideration of the condi- 
tions prevailing in the insurance industry (including, no doubt, the fact 
that Sears had made no contention in 1937 or 1938, at which time it had 
already registered its ALLSTATE mark and was doing business in Texas, that 
the entry of the ALL STATES LIFE INSURANCE COMPANY of Alabama on the 
Texas scene was likely to cause confusion, and the fact that Sears had made 
no objection to the later entry in twelve other states in which it was using 
the mark aLLsTaTE of the All States Life Insurance Company) that “there 
is no confusion nor reason for confusion between what the defendant is 
engaged in and what the plaintiffs are engaged in.” Consistent with our 
views expressed in the above cited cases and in accord with one of the 
best established principles of appellate procedure, we may not reverse 
findings of fact by the trial court unless clearly erroneous. This finding 
was supported by substantial evidence and is not clearly erroneous. 

The second question is: Did the trial court err in holding that All 
States Life Insurance Company had not infringed Allstate’s service mark 
ALLSTATE ? 

The parties have not discussed in their briefs the circumstance that the 
service marks registered by ALLSTATE were dated February 21, 1956, several 
months after the incorporation of appellee. It does appear that the ap- 
plications for them were filed in March 1952. No cross-claim is filed here 
seeking a cancellation of the marks, so we treat them as having all the vigor 
that such registration infuses into them. See section 1057(b), supra. 

Again it is noted that ALLSTATE makes no effort to point out how any of 
the presumptions of the statute inure to its benefit as to the underwriting of 
life insurance, since both service marks specify that they relate to the under- 
writing of automobile insurance only. It would seem from the terms of 
the Act itself that none of the presumptions as to the validity of the mark, 
e.g. that it is not geographical in nature or that it has not been too long in 
general use to be the subject of protection as the property of appellant, 
arise in a contest with a user of the same name in connection with differ- 
ent service. Assuming, however, that this is too narrow a construction 
of the Lanham Act, we think that appellant Allstate’s contention here is 
subject to the same weakness as is that of its owner, Sears, as to the likeli- 
hood of confusion. 

We first give consideration to the action of the Board of Insurance 
Commissioners of Texas. Assuming that appellants are correct in their 
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contention that no finality or conclusiveness attaches to the Board’s action 
in approving the name, it must be conceded that in the case of an official 
state administrative body whose duty it is to regulate an industry the find- 
ings and decisions of such a body in the field of its responsibilities is per- 
suasive and certainly relevant in the determination of the same fact by a 
trial court. Moreover, it cannot be seriously contended that the insurance 
board did not have the duty to pass on this precise matter. The statute 
specifically stated that the name of an applicant insurance company must 
not be one “likely to mislead the public.” *° 

After some objection had been made to two other names, and some 
also as to the one finally approved, the Board certified appellee with the 
explanation that the difference in lines of insurance of ALLSTATE and All 
States Life would distinguish the companies. Appellee sought to bolster 
this decision of the Board by tendering in evidence a list of insurance com- 
panies that had been certified to do business in the state of Texas. On ob- 
jection to the relevancy and materiality of this evidence it was ruled out 
by the court. No objection was made as to its authenticity or form. It was 
brought up by stipulation. We think it was both material and relevant. 
Since it supports the finding of fact by the trial court and the effect of 
holding that it should be admitted would be merely to add weight to what 
the trial court did, we shall consider it as in evidence. Moreover, appel- 
lants in their brief refer to it as though it were in evidence. Its relevance 
lies in the fact that it clearly discloses that in the insurance business ‘in 
Texas a great similarity in the names of different companies is not con- 
sidered a cause of confusion so long as the companies are not competing 
in the same line of insurance or so long as the names indicate different 
lines from those already certified. Thus, for instance, there are in Texas 
twelve insurance companies operating under a name of which the dominant 
and initial word is “American.” There are eleven companies selling insur- 
ance whose principal title word is “State” or “States”; three wholly uncon- 
nected companies with the name “Atlas”; four called “Northwestern”; four 
“Phoenix”; nine “Southwest” or “Southwestern”; and six “Standard.” 
The list shows seventy groups of insurance companies in which each group 
contains two or more companies with names identical or at least as similar 
aS ALLSTATE and ALL STATE. 

The language of the district court in Standard Accident Insurance Co. 
v. Standard Surety and Casualty Co. (S.D.N.Y.), 53 F.2d 119, 10 USPQ 86 
(21 TMR 551), is pertinent to the inquiry as to the propriety of the use 
of similar names of insurance companies even when they are in direct 
competition. The court said: 


“The defendant * * * proved that the insurance commissioners in 
the forty-three states where it applied for licenses under its present 
name unanimously granted them notwithstanding the plaintiff had 


10. V.A.T.S., Insurance Code, Art. 2.02. 
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previously been granted a license in each of the states. There were 
thus uniform rulings by the forty-three insurance departments that 
the two names were not so similar as to result in unfair competition. In 
several of the states the rulings were made over the active opposition 
of the plaintiff. While these determinations are of course not binding 
on the court, they are of weight because they express the opinion of 
disinterested public officers whose duty it was to prevent the alleged 
wrong, and who, presumably, were familiar with the business.” 53 
F.3d at 121, 10 USPQ at 89 (21 TMR 551). 


Undoubtedly the Texas Insurance Commission was justified in considering 
the apparently universal practice in the insurance industry of distinguish- 
ing between companies by differentiating between the lines of insurance 
carried. That a determination by such an administrative tribunal is of great 
relevance and should be given great weight in a regulated industry, see also 
Central Mutual Auto Ins. Co. v. Central Mutual Insurance Company, 275 
Mich. 554, 267 N.W. 733. 


In addition to the weight to be given to the determination by the Board 
there was affirmative evidence to support the trial court’s finding that 
there was no likelihood of confusion as to the source of the insurance 
policies to be sold by appellee. It was undisputed that appellant Allstate 
took no action to prevent confusion when All States Life Insurance Com- 
pany of Alabama entered thirteen states in which Allstate was already sell- 
ing its lines of insurance. When asked on cross-examination as to whether 
he received a sufficient number of misdirected letters to cause him to protest 
or to complain to the Alabama corporation, the Director of Allstate Insur- 
ance Company, who was called by appellant to testify as to its business, an- 
swered: There was nothing we could protest to them; it was not their fault ; 
we merely forwarded them on.” (Emphasis added.) He further stated 
that his company had never protested the licensing of the Alabama cor- 
poration in the various states where it had been licensed. 

The President of the Alabama corporation testified that during all the 
years when it and Allstate had both operated in several states concurrently 
there had been only one occasion of confusion with which he was familiar. 
In that instance a court summons directed to appellant Allstate had been 
erroneously served on his company. 

Appellants produced a number of witnesses whose testimony was to 
the effect that when they heard of the sale of All States Life Insurance 
Company stock they associated this activity in their minds with appellants. 
In each instance, however, they did no more than inquire as to whether 
there was any real connection. There was some testimony that stock sales- 
men of the underwriter selling the stock had at least impliedly represented 
that the appellee was connected with appellant. This was the act of the 
individual representative of an independent contractor and not anything 
inherent in the name itself. The court apparently found that such sporadic 
acts were not chargeable to the appellee. The possibility of confusion cer- 
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tainly existed, but we believe it permissible for the trial court to have 
rejected the contention that confusion was likely. Moreover, no proof 
was offered to indicate that any single transaction testified to resulted in 
any ultimate loss or danger of loss to appellants. We think it clear, as we 
did in Chappell v. Goltsman, supra, that the similarity of the names even 
with the inclusion in appellee’s name of the word LIFE, together with the evi- 
dence introduced on the trial, would have been sufficient to authorize a 
finding by the trial court of the possibility and perhaps even of the like- 
lihood of confusion. This is quite different, however, from our being justi- 
fied in reversing the findings of the trial court made on ample evidence, 
including the actions of the State Insurance Board, as clearly erroneous. 
We conclude that no error was committed by the trial court in finding that 
there was no infringement of appellant Allstate’s service marks. 

The third question is: Did the trial court err in holding that All States 
Life Insurance Company had not unfairly competed with Sears and All- 
state in the use of its name. In answering this question we need not an- 
swer the threshold question as to whether the Lanham Act itself created 
a new federal right of action for unfair competition unless we conclude that 
such a federal right would differ from the Texas common-law action for 
unfair competition, and that if both causes of action exist this still remains 
an area in which the state law would be applied under the rule of Erie 
R.R. v. Tompkins, 304 U.S. 64. We pretermit these interesting and com- 
plicated questions? because we conclude that there was sufficient evidence 
on which the trial court could find as it did that there was no confusion or 
reason for confusion between the activities of the two insurance companies 
which would satisfy the concept of unfair competition asserted by appel- 
lants. A fortiori, we do not need to consider whether appellants made out 
a case of fraudulent action by defendants, which appellee contends is re- 
quired to establish unfair competition in Texas. 

In spite of the frequent confusion in the treatment of trade or service 
mark infringement cases and those involving unfair competition all parties 
to this litigation recognize that in addition to the right to protection against 
the infringement of their trade or service marks appellants also have the 
right to protect themselves from acts of the defendant by which the latter 
would “unfairly” appropriate to itself any of the good will that belongs as a 
species of property to the appellants in the state of Texas. Whether an 
accused party is so appropriating or attempting to appropriate, with likeli- 
hood of success, such valuable property of the complainant is, of course, 
a question of fact. Chappell v. Goltsman, supra; John Walker & Sons v. 
Tampa Cigar Company, supra. The finding by the trial court “that there 
is no confusion, nor reason for confusion, between what the defendant is 


11. Discussed at some length in Comment: “Erie Limited: The Confines of State 
Law in the Federal Courts,” 40 Cornell L.Q. 561, 571-74, and in the cases and writings 
there cited. 
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engaged in, and what the plaintiffs are engaged in” undercuts completely 
any contention that there exists any unfair competition if such finding is 
adequately supported in the record, for if there can be no confusion under 
the facts of this case then, of course, there can be no trading by appellee 
on appellants’ good will. We think the facts heretofore outlined in con- 
sidering the previous questions demonstrate that the trial court’s findings 
are so adequately supported as to make it impossible for us to hold that its 
decision was clearly erroneous. 

We next come to the fourth question: Did the trial court err in 
excluding the document tendered as an impartial survey made to deter- 
mine what if anything the public associated with aLustaTe. Tendered in 
support of its contention that the use of appellee’s name was likely to con- 
fuse the public as to the source of insurance policies to be issued by it, 
the survey was excluded by the trial court on its own motion on the 
ground that it was hearsay. Its author testified that he had caused ten 
interviewers to telephone 100 impartially selected telephone subscribers 
each and ask them a series of questions. The questions were: 


“(1) What comes to your mind when I say the brand name 
WESTINGHOUSE ? 

(2) What does the brand KoDAK mean to you? 

(3) What does ALLSTATE mean to you? 

(4) If you wanted ALLSTATE insurance, where would you go? 

(5) Have you ever heard of ALL STATES LIFE INSURANCE COMPANY? 

(6) Who would you say owns ALL STATES LIFE INSURANCE COM- 
PANY? 


Of course, this survey if otherwise admissible was not excludable as 
hearsay merely because the 1000 interviewed persons were not themselves 
testifying since it was not intended to prove the truth of the statements 
made by them. However, it was inadmissible as hearsay because it was 
offered to prove what ten interviewers say they were told by the persons 
questioned. Appellants do not take exception here to the refusal of the 
trial court to let them put “several” of the interviewers on the stand to 
explain how they conducted the survey. They complain only of the action 
of the court in ruling the survey inadmissible. A casual glance at the survey 
itself shows it to contain self-serving statements in the summaries when it 
includes. Furthermore, although this was not the ground on which the 
court rejected it, it appears that it would be inadmissible on the ground 
of irrelevance, as not fairly presenting the name ALL STATES LIFE INSURANCE 
COMPANY until after two questions had been asked which if correctly and 
properly answered called to mind Sears, Roebuck & Company. We think 
it not truly illustrative of what the public thinks to permit one party 
to propound questions chosen on its behalf, however fairly attempted, with 
no opportunity given to the other party to test the answers given by 
the persons interviewed. Most of the witnesses produced by appellants at 
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the trial itself to give their impressions as to likelihood of confusion were 
cross-examined by appellee; this resulted in bringing before the court a 
much clearer picture of what their reactions really were. We think it was 
not error for the trial court to rule out this survey. 


It will now become apparent that we conclude that the judgment of the 
trial court must be affirmed without the necessity of passing on the two 
points raised by appellees as to the binding effect of the Board’s action and 
as to the limiting effect on the Lanham Act of the McCarran Act. However, 
we think it appropriate to state our views as to these matters. We do not 
think the entire cause of action alleged by appellants derived primarily 
from federal statutes, can be controlled by the determination of the Board 
of Insurance Commissioners, as is suggested by appellees. We also con- 
clude that there is nothing in the McCarran Act that limits the right of 
the owner of a trade or service name to seek redress in the federal courts 
merely because the approval of the name of the infringing insurance com- 
pany is part of the duties of the state board. The real purpose of the Mc- 
Carran Act is too well known to permit us to extend its prohibitions to 
this situation: 


“Respondents, on the other hand, seek to derive support for re- 
liance on the Louisiana statute from the McCarran Act * * * . Suf- 
fice it to say that even the most cursory reading of the legislative 
history of this enactment makes it clear that its exclusive purpose 
was to counteract any adversed effect that this Court’s decision, in 
United States v. South-Eastern Underwriters Association * * * might 
be found to have on State regulation of insurance.” 


Maryland Casualty Co. v. Cushing, 347 U.S. 409, 412-13. 


No matter what approach is taken to the questions presented for de- 
cision here, it is undisputed that infringement and unfair competition are 
matters of fact. They cannot be found to exist merely from the similarity 
in names, especially where the names are used in relation to different prod- 
ucts.. The record contains sufficient evidence of probative value to sustain 
the trial court’s finding that no infringement or unfair competition was 
proved. Of course the judgment of the trial court does not foreclose any 
future action if, in fact, the appellee should so conduct its life insurance 
business as to mislead its prospective customers into the belief that All 
States Life Insurance Company is backed by or is connected with Sears, 
Roebuck & Company. All that has been held thus far is that no such con- 
duct had occurred to the date of the trial below. 


The judgment is affirmed. 


Jones, Circuit Judge, dissenting. 


It seems to me that the findings of the district court come near to 
negativing its conclusion that there is no confusion or reason for confusion 
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between what the defendant is engaged in and what the plaintiffs are 
engaged in. To stress the slight difference in the name of the two insurance 
companies is to beg the question. To consider the similarity of names of 
other insurance companies is to invoke immaterial comparisons. I agree 
that whether an accused party is appropriating or attempting to appro- 
priate the good will and the good name of another is a question of fact. 
The excluded evidence of the results of the survey should, I think, have 
been admitted as bearing upon that issue. The reasons given by the majority 
for rejecting the evidence should, in my opinion, go to its weight and not 
to its admissibility. I respectfully dissent. 


HEATH et al., doing business as HEATH CERAMICS v. 
MONTGOMERY WARD & CO., 
INCORPORATED et al. 


No. 36289 —D. C., N. D. Calif., S. Div. — June 12, 1957 


CourTs—J URISDICTION 
Federal courts have jurisdiction of actions for unfair competition under the 
Lanham Act notwithstanding the absence of diversity of citizenship or the lack 
of a federal registration. 
tEMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Letters sent by plaintiffs to defendant’s customers advising them of the pend- 
ency of action against defendant and that they would be subject to suit for the 
sale of defendant’s ashtrays, were found to have been sent in good faith and 
defendant’s motion for a temporary injunction restraining such notices was ac- 
cordingly denied. 
COURTS—PRELIMINARY INJUNCTION 
Temporary injunctions should not be granted in doubtful cases and although 
plaintiffs had made a sufficient showing to avoid summary judgment they appeared 
to have little chance of prevailing upon the merits. For this and the additional 
reason that the hardship could better be borne by plaintiffs, no temporary injunction 
was allowed. 


Action by Edith Heath and Brian Heath, doing business as Heath 
Ceramics v. Montgomery Ward & Co., Incorporated, and Laurel Potteries 
of California for unfair competition. Plaintiff moves for preliminary. in- 
junction; Laurel Potteries of California moves to dismiss complaint and 
for preliminary injunction. Motions denied. 


Henry Gifford Hardy, of San Francisco, California, for plaintiffs. 

Sullivan, Roche, Johnson & Farraher, George Stockfleth, Townsend & 
Townsend, Stephen 8S. Townsend, and Charles E. Townsend, Jr., of 
San Francisco, California, for defendants. 


Murpnay, District Judge. 

In this unfair competition action there are three motions before the 
court. By plaintiffs there is a motion for a preliminary injunction pending 
final determination of the case. By defendant Laurel Potteries of Cali- 
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fornia there is a motion to dismiss for lack of jurisdiction and for failure 
to state a good cause of action. This defendant has also moved for an 
order enjoining plaintiffs from threatening Laurel’s customers with suit. 


A. Motion to dismiss. The first ground urged for dismissal is that 
there is no diversity jurisdiction and that neither is there jurisdiction by 
virtue of the Lanham Act because this is a case of unfair competition alone 
and involves no trademarks or trade names, registered or unregistered. 
It may be granted that there is not the requisite diversity for jurisdiction 
under 28 U.S.C., sec. 13832. But I cannot disregard the unequivocal lan- 
guage of this circuit in Stauffer et al. v. Exley, 184 F.2d 962, 87 USPQ 40 
(40 TMR 960) (9th Cir. 1950), and Pagliero et al. v. Wallace China Co., 
Litd., 198 F.2d 339, 95 USPQ 45 (42 TMR 839) (9th Cir. 1952) ; I there- 
fore hold that the Lanham Act is applicable in the instant action. 

The second ground for dismissal is that the complaint fails to state 
a good cause of action. Treated as a motion for dismissal, the motion would 
have to be denied, for the complaint does state a good cause of action. 
See Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261, 102 USPQ 
106 (S.D. Calif. 1954). But as the motion is accompanied by affidavits 
and exhibits, it must be treated as a motion for summary judgment. Fed. 
R. Civ. P. 12(b). Plaintiffs have also submitted affidavits and exhibits, 
and I find that there remains a question of fact as to whether plaintiffs 
have acquired a secondary meaning for their ashtrays. Therefore, sum- 
mary judgment cannot be granted. 

For the foregoing reasons, the motion to dismiss is denied. 


B. Defendant’s motion for injunction. Letters have been circulated 
among many of defendant Laurel Potteries’ customers to the effect that 
plaintiffs have instituted this action and that any store which purchases 
Laurel ashtrays is also subject to suit. There is no evidence that these 
letters have been sent in bad faith; and, as discussed above, there is at 
least sufficient merit to plaintiff’s claim to withstand a motion for summary 
judgment. Accordingly, the motion of defendant Laurel Potteries of Cali- 
fornia for an order restraining plaintiffs or their agents from sending 
these or similar letters is denied. 


C. Plaintiff’s motion for preliminary injunction. “The well-established 
rule in equity is that a preliminary injunction should not be granted in 
a doubtful case.” Anargyros & Co. v. Anargyros, 167 F. 753, 769 (9th Cir. 
1909). While plaintiffs have made a sufficient showing to withstand defen- 
dant Laurel Potteries’ motion for dismissal, from reading the affidavits 
and studying the exhibits, it appears that plaintiff has little chance of pre- 
vailing on the merits. I am also of the opinion that under the circum- 
stances of this action the denial of the preliminary injunction will work 
less of a hardship on plaintiffs than would granting of the injunction work 





1230 THE TRADEMARK REPORTER Vol. 47 T. M. RB. 


a hardship on defendant Laurel Potteries. Therefore, plaintiffs’ motion 
for a preliminary injunction is denied. 


THE UPJOHN COMPANY v. SCHWARTZ, doing business as 
BRYANT PHARMACEUTICAL COMPANY 


No. 288 —C. A. 2—June 21, 1957 


REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—IN GENERAL 
Notwithstanding absence of evidence of specific instances of palming-off, de- 
fendant’s dissemination to retail druggists of lists which facilitated substitution 
of defendant’s less expensive simulations for plaintiff’s more frequently ordered 
drugs constitutes unfair competition when practiced in connection with prescription 
sales. 
REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—DRESS OF GOODS 
Functional features of drug products are not capable of acquiring a secondary 
meaning and they may be copied by others so long as adequate precautions are 
tuken to prevent the substitution of one product for another and there is no 
inducement to dealers to engage in palming-off. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
SYROCOL and CHERACOL, used for liquid cough medicines of the same formu- 
lation, each of which looked, smelled and tasted like the other, were not likely 
to cause confusion among reasonably careful purchasers, the words being found 
not sufficiently similar in sound or appearance. 


Action by The Upjohn Company v. David Schwartz, doing business 
as Bryant Pharmaceutical Company, for trademark infringement and 
unfair competition. Both parties appeal from judgment of District Court 
for Southern District of New York for plaintiff in part, and defendant 
in part. Modified. 

Case below reported at 45 TMR 283. 


Kenyon & Kenyon (Ralph L. Chappell and Hugh A. Chapin of counsel), 
of New York, N. Y., for plaintiff. 

Arthur D. Herrick (Morton L. Leavy, of counsel), of New York., N.Y., 
for defendant. 

Before Cuagk, Chief Judge, LumBarp, Circuit Judge, and LEIBELL, District 
Judge, 


LEIBELL, District Judge. 

The Upjohn Company, a manufacturer and distributor of pharma- 
ceutical products, instituted this action for unfair competition and for 
trademark infringement against David Schwartz, doing business as 
Bryant Pharmaceutical Company. Jurisdiction of the District Court over 
the unfair competition claims was based upon diversity of citizenship, and 
the Federal Trademark Statute, 15 U.S.C. §1121, covered the other claims. 

The complaint sets forth fifteen causes of action. Eight drug prepara- 
rations of plaintiff and six registered trademarks under which they were 
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sold, are involved. Two causes of action are pleaded as to each of the 
drug preparations sold under the six registered trademarks: one alleging 
unfair competition and the other trademark infringement. The remaining 
three causes of action are based upon unfair competition; one with respect 
to Ferrated Liver in tablet form; another, Ferrated Liver with Folic 
Acid, also in tablet form; and the last alleging a claim of unfair compe- 
tition, collectively, as regards all of plaintiff’s eight drug products. 
Defendant’s corresponding eight drug products are: (1) CAPULETs; 
(2) Brycaps; (3) nr B & c; (4) Iron and Liver Capsules (Green); (5) 
Iron and Liver Tablets, Sugar coated Green; (6) Iron and Liver, with 
Folic Acid, Tablets, Sugar coated Red; (7) syroco.; and (8) NEUTRAPECT. 
A comparison of the physical appearance, size, shape and color of plaintiff's 
and defendant’s respective products in capsule or tablets form shows a 
close similarity (except UNICAP and CAPULETS) as the trial judge found. 
In each instance plaintiff had no monopoly of the formula used. It was 
generally known and any drug manufacturer could use it. Nor did plaintiff 


Name of plaintiff’s Plaintiff’s 
drug preparation Trademark 
UNICAP - UNICAP 
ZYMACAP . ZYMACAP 

CEBEFORTIS 

FERRATED LIVER 

(Capsule Form) 

FERRATED LIVER 

(Tablet Form) 

FERRATED LIVER 

(with Folic Acid) 
7. CHERACOL 5. CHERACOL 
8. KAOPECTATE 6. KAOPECTATE 

2. UNICAP—CAPULETS:—The drug formulas are not precisely the same. The 
amount of Vitamin D in CAPULETS is twice that of UNICAP; the Folic Acid in UNICAP 
is slightly higher. UNICAP capsules are almost spherical, smaller, and of a lighter shade 
than the CAPULETS which are ellipsoid, longer and of a darker brown. Substitution of 
CAPULETS for UNICAP in filling a prescription would be difficult. 

ZYMACAP—BRYACAPS:—The formulas are the same. Capsules of each are almost 
the same size. The BRYACAPS are a slightly darker red than the zyMacap. Both are 
very similar in appearance. Substitution of one for the other in filling a prescription 
would be easy. 

CEBEFORTIS—HI B & C:—The formulas are not precisely the same, but the ingredients 
are and so is the dosage. Tablets of each are the same size; but CEBEFORTIS tablets are 
a somewhat darker red than the HI B & C tablets. In filling a prescription substitution 
of one for the other, without detection, would be possible. 

FERRATED LIVER Capsules—Iron & Liver Capsules (Green) :—Formula contents of 
each are the same. Capsules of each look alike—are practically the same in color and 
in size. One could readily be substituted for the other in filling a prescription. 

FERRATED LIVER Tablets—Iron & Iron Liver Tablets (Sugar Coated Green) :—The 
formulas are almost the same with the exception that plaintiff’s tablets contain also 
Vitamin B-12 activity—2.0 mg. Defendant’s Iron and Liver Tablets are slightly larger 
and a deeper green than plaintiff’s tablets of FERRATED LIVER. But in filling a pre- 
scription substitution would be possible. 

FERRATED LIVER with Folic Acid, Tablets—Iron & Liver with Folic Acid, Tablets 
(Sugar Coated Red) :—Contents are the same, as the green above. Tablets of plaintiff 
and defendant are practically the same color red; however defendant’s Iron and Liver 
(Folic Acid) tablets are slightly larger than the plaintiff’s FERRATED LIVER (Folic Acid) 
tablets. Substitution of one for the other in filling a prescription would be possible. 

CHERACOL—SYROCOL:—Both are liquid cough medicines made from the same for- 
mula and each contains codeine. The medicines look alike and smell alike, and each 





1232 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


have any monopoly of a capsule or a tablet of a particular size, shape or 
color. They were functional features and could not acquire any secondary 
meaning. Essentially different drug preparations are put out in tablets or 
capsules of the same shape, size and color. The defendant could put up 
his drug preparations, using the same formula and even the same size 
and color for his capsules and tablets, if he took adequate precautions to 
prevent the substitution of his products for plaintiff’s, a result that was 
likely to happen due to the close similarity of the two products, and if he 
did not resort to any deceitful practices. 

The trial was held without a jury. The trial judge filed an opinion, 
in which he held for the defendant on all causes of action, except the 
eleventh which was for infringement of the trademark cHERACOL. As to 
that, the court found that “defendant’s tradename syroco. infringes plain- 
tiff’s registered trademark cHERACOL” holding that “while there are differ- 
ences in spelling, the two marks are strikingly similar in sound.” Accord- 
ingly judgment was rendered “permanently enjoining defendant from 
using the trade name syrocou for its cough syrup,” and dismissing all 
other claims of the plaintiff. 

As to the nine causes of action alleging unfair competition, the court 
below found that none of plaintiff’s products had acquired a secondary 
meaning; and that plaintiff had failed to show that the “make-up” of its 
products constituted a mark of distinction which identified their source 
as plaintiff. The court also found that the products of both plaintiff and 
defendant “though sometimes sold pursuant to a memorandum prescrip- 
tion,” could, under the law, be dispensed without a prescription; that “there 
is no doubt that as between plaintiff and defendant, plaintiff is the first 
comer, and that the similarity between plaintiff’s and defendant’s prod- 
ucts is not a coincidence but the result of defendant’s deliberate copying” ; 
and that since “defendant has not offered any valid excuse for so imitating 
plaintiff’s products,” it follows that “his purpose could only be to benefit 
by the demand that plaintiff has created for such products.” The trial 
court, however, refused to grant plaintiff any injunctive relief holding 
as matter of law, that in the absence of a showing that plaintiff’s products 
had acquired “secondary meaning,” the defendant could not be found to 
have engaged in unfair competition because there was no proof that “there 
were instances of actual palming-off of defendant’s products for plaintiff’s 
products by defendant or others”; and that evidence of a suggestion made 
by a defendant’s salesman to a druggist to whom defendanit sold its prod- 
ucts that defendant’s products could be substituted for plaintiff’s was not 
sufficient for injunctive relief. 


tastes like cherry. There exists the possibility of substitution of one for the other in 
filling a prescription. 

KAOPECTATE—NEUTRAPECT :—Each contains Kaolin and Pectin, in the same ratio, 
according to Ex. 61. Each liquid is of the same color; and presumably would have the 
same taste. There is a possibility of substitution when sold on prescription. 
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Both plaintiff and defendant have appealed from the judgment below. 
Plaintiff contends that the court below erred in misconstruing the New 
York law applicable to the facts of this case, and in dismissing the claims 
for unfair competition.* Defendant on its cross-appeal contends that the 
court below was in error when it held that defendant’s mark sSyYROCOL 
infringes plaintiff’s trademark cHERACOL. Defendant argues that the marks 
in issue are “unique and distinct and are not confusingly similar.” 

At the trial, defendant’s deliberate copying of the drug ingredients 
and of the appearance of plaintiff’s products was not challenged and many 
physical exhibits established that fact. The possibility of unauthorized 
substitution by druggists of defendant’s products for plaintiff’s products 
in filling prescriptions was equally apparent. There was also proof that 
defendant had cards printed (Exs. 16 and 62) listing its products, with 
a blank line alongside each, on which (Ex. 16) one of defendant’s salesmen 
(Gottlieb) had written the name of plaintiff’s corresponding products, 
which admittedly was an aid to a druggist in making substitutions; and 
that another salesman, Kass, had given another druggist a similar card 
(Ex. 62) for the purpose of making substitutions. Defendant’s products 
were sold to druggists at half the price of plaintiff’s products. The great 
difference in price would be an incentive to a druggist to substitute defen- 
dant’s products for plaintiff’s. On all the proof the plaintiff was entitled 
to some form of injunctive relief, to prevent the continuance of the unfair 
competition of the defendant, even though specific instances of palming-off 
in an actual sale by a druggist had not been shown. However, a sale by the 
manufacturer to a druggist, with the suggestion that the products sold 
could be substituted for a competitor’s products, is itself a “type of palming- 
off.” Defendant’s intent to compete unfairly and his use of deceitful prac- 
tices had been shown. 

The confusion of defendant’s products with plaintiff’s products was 
defendant’s work. His purpose was to benefit from the favorable repute 
which plaintiff had established for its products. The possibility of sub- 
stitution had been created by defendant. The suggestion of substitution 
had been made by defendant’s agent. To require that in addition it must 
be shown that the druggists did what defendant had made it possible for 
them to do, and had even suggested that they do, and which was to their 
profit to do, before a court of equity will intervene, runs counter to the 
inherent power of the court of equity to prevent an intended fraud from 
reaching its full fruition. Smith Co. v. American Pharmaceutical Co., 270 
N.Y. 184, 29 USPQ 93 (26 TMR 479), is a case involving suggested as well 
as active substitution of drug preparations. The court there held at page 
187, 29 USPQ at 94: “There is also proof that defendant’s selling agent 
wrote upon their printed price list ‘Ercot-aPioL Capsules Similar Packages 


3. To the causes of action for unfair competition, where jurisdiction is based upon 
diversity of citizenship, this appellate court will apply the law of New York, the State 
in which the acts of unfair competition were committed. Artype, Incorporated v. 
Zappulla, 2 Cir., 1956, 228 F.2d 695, 697, 108 USPQ 51, 53 (46 TMR 421) 
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to Smith’s’ and delivered it to a druggist.” The proof also indicated many 
instances of actual substitution of defendant’s product for that of plain- 
tiff. But the suggestion to the druggist of the possibility of substitution was 
a method of marketing adopted by the manufacturer that was itself unfair, 
since its purpose was to induce actual substitution by the druggist. 

Warner & Co. v. Lilly & Co., 265 U.S. 526 (14 TMR 247), is a leading 
case, involving drug preparations and their substitutions. Justice Suther- 
land writing for a unanimous bench, stated at pages 530-531: 

“That no deception was practiced on the retail dealers, and that 
they knew exactly what they were getting is of no consequence. The 
wrong was in designedly enabling the dealers to palm off the prepara- 
tion as that of the respondent. [Citing cases.} One who induces 


another to commit a fraud and furnishes the means of consummating 
it is equally guilty and liable for the injury.” 


In that case it fairly appeared “that petitioner’s agents induced the 
substitution, either in direct terms or by suggestion or insinuation.” 

At the trial of the case at bar, it was developed that both the plaintiff 
and defendant sell their pharmaceutical products in bottles of various 
sizes. The small bottles, holding 50 or 100 capsules or tablets, are for direct 
over-the-counter sale by the druggist in the original packages. Large 
bottles, containing 500 or 1,000 capsules or tablets, are used to supply the 
druggist with large quantities at somewhat lower prices and the druggist can 
draw on their contents in filling prescriptions or in repackaging for sale 
in small quantities without using any trademark or tradename for the 
product. 

As the District Court found, there was no likelihood of confusion or 
deception possible when the sales of the respective products are made over- 
the-counter in the original packages of the manufacturer. The labels of 
the manufacturers and the names of the products are distinctive. And if 
druggists used their own containers in making over-the-counter sales of 
the products of either party, and placed their own labels thereon, which 
did not identify the manufacturer or bear the trademark or tradename 
of the product, that would not give rise to any claim of unfair competition 
by one manufacturer against another. 

On this appeal we are mainly concerned with the so-called prescription 
trade which plaintiff contends constitutes an important segment of plain- 
tiff’s business. The evidence shows, as the court found, that plaintiff’s 
advertising program is mainly directed to physicians and not to the lay 
public. Plaintiff advertises its products in all medical journals of nation- 
wide circulation; by direct mail to physicians; and by having plaintiff’s 
salesmen (a very large staff) make personal calls upon the physicians. 
This is done in order to acquaint the physicians with the quality and type 
of plaintiff’s products so that the physicians may prescribe plaintiff’s 
products with confidence. Plaintiff’s salesmen leave with the physician 
samples showing the size, color and shape of plaintiff’s product, together 
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with literature describing their contents and use. The trial judge found 
“that except in a few instances defendant did not advertise and distribute 
samples to doctors.” 

There was evidence to the effect, and the court below so found, that 
some druggists or pharmacists do substitute pharmaceutical products of 
one drug manufacturer for those of another, where they look alike and 
the prices differ. But plaintiff was unable to prove that defendant’s prod- 
ucts were actually substituted by druggists for those of the plaintiff. 
The plaintiff tried to prove that to be the fact.* 

On the issue of suggesting a palming-off, the record shows that defen- 
dant’s salesmen, at least on two or three occasions, distributed printed 
cards® containing a list of defendant’s products with a space alongside each 
on which there were filled in the names of similar products manufactured 
by The Upjohn Company.*® 


4. In attempting to prove actual “palming-off” of defendant’s products as those 
of plaintiff’s, plaintiff subpoenaed six witnesses, each of whom was a registered pharma- 
cist and owned a drug store. While the attempt proved unsuccessful, it was not entirely 
due to any shortcomings of plaintiff’s counsel. The first witness identified a certain 
prescription box as his own, bearing his prescription number and label thereon. He 
testified that the prescription called for zyMacaP, but whether it was filled with zyMacap 
he was unable to state, the reason being that his clerk, and not he, had filled that 

rescription. The next witness identified a-certain bottle as his, bearing his pharmacy 
abel. He was asked whether he physically filled the bottle. The witness responded: 
“Tf it is what I put in there then I filled it.” A colloquy between counsel and the court 
ensued, 

Plaintiff’s attorney then asked the witness whether it was his practice to fill pre- 
scriptions calling for ZYMACAP with BRYACAPS. Before the witness could answer, the 
court remarked as follows:—Now, before he answers that question I am going to 
advise him that there may be an answer which possibly might incriminate him. However, 
he may answer if he did anything like that. Did you do anything like that?” The witness 
replied: “Not knowingly, your Honor.” The witness was thereafter excused. 

The trial court’s warning to the witness was warranted, but after it was given 
it could hardly be expected that any druggist witness would admit the substitution of 
a defendant’s product for a plaintiff’s product which had been prescribed by a phy 
sician. See N.Y. Penal Law § 1742, and the following cases which discuss that section. 
Hewit Pharmacies, Inc. vy. Aetna Life Ins. Co., 267 N.Y. 31, 35; People v. Greenwald, 
297 N.Y. 731. 

The answer of the witness, that he had not “knowingly” substituted defendant’s 
product Bryacaps for plaintiff’s product zyMacaP impliedly admitted that such a 
substitution was possible, because of the similarity of the two products in appearance 
and contents. 

The third witness testified that he filled a certain prescription calling for zyYMAcAP 
with zyMACAP and nothing else. He was excused. The next witness admitted that the 
label on an exhibit which was handed to him was his label and that the bottle was 
similar to bottles he uses. However, he said he did not dispense the bottle and that 
he wasn’t in the store when it was sold. He also was excused. The fifth witness identified 
a certain bottle and the label affixed thereto. However, he stated: “but the contents 
I wouldn’t know.” By virtue of that answer he was excused. The final witness ad- 
mitted that a certain prescription was filled at his place of business, but stated that 
it was filled by one of his clerks and not by him. He admitted he purchased defendant’s 
products. He was excused. Thus plaintiff failed to give direct proof of any instance 
of actual palming-off through those witnesses. 

5. Only two of the cards are in evidence as exhibits. One (Ex. 16) was distributed 
by defendant’s salesman Gottlieb on at least two occasions, and the other (Ex. 62) 
was given by another salesman, Kass, to a Mr. Curasi, a pharmacist employed by the 
owner of a drug store. 

6. On the card distributed by Mr. Gottlieb (Ex. 16) we find the defendant’s prod- 
ucts printed in the left column and the plaintiff’s corresponding products written out 
in longhand in the space provided to the right. 
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Mr. Curasi testified that while employed by the Robert Paul Chemists 
Company he was retained by the plaintiff to do certain investigative work 
on its behalf. In the early part of 1952, acting on instructions, he wrote 
several letters to drug firms requesting copies of their trade catalogs under 
the pretense that he was in the market for certain drugs. One of the letters 
was sent to the defendant’s company. Mr. Kass, a defendant’s salesman, 
answering the inquiry, made a personal visit to the Robert Paul Chemists 
establishment. There Mr. Kass introduced himself to Mr. Curasi, as a 
salesman of defendant company, at which time Mr. Curasi, acting on 
instructions, purchased some of defendant’s products. This course of 
dealing between Curasi and Kass continued over a period of several 
months. Mr. Kass did not display the card in question on his first visit, 
but he did on a subsequent visit, some time in the month of February or 
March of 1952. Mr. Curasi testified that at that time Mr. Kass informed 
him that he could use defendant’s products in place of other nationally 
known products, “because it is the same formula, the same taste, the same 
color, the same everything.” Having seen the card, Mr. Curasi requested 
that Mr. Kass leave one with him. Mr. Kass promised to get him one. 
Repeated requests were made thereafter. On May 29, 1952, Mr. Kass com- 
plied with the request. Mr. Curasi testified that on that day Mr. Kass 
visited him, turned over the card to him, and stated: “Put it away some 
place, keep it out of sight.” Defendant did not call Mr. Kass as a witness.’ 


HarD FILLED VITAMIN CAPSULES 
Iron and Liver FERRATED LIVER 
Cone. (Green) 
Sorr GELATIN CAPSULES 
BRYACAPS ZYMACAPS 
CAPULETS UNICAPS 
VITAMIN TABLETS 
HI-B AND C CEBEFORTIS 
























Iron and Liver 
Con. (Green) FERRATED LIVER 
Iron & Liver 
Con. with Folic FERRATED LIVER & 
Acid (Red) Folie Acid 
SYRUPS 
SYROCOL with Cod. CHERACOL 


MISCELLANEOUS 
NEUTRAPECT KAOPECTATE 


The card distributed by Mr. Kass (Ex. 62) is the same as Ex. 16, except that 
alongside defendant’s product CAPULETS, the name of plaintiff’s corresponding product 
UNICAP does not appear, probably because their similarity in color and shape was not 
considered by Mr. Kass as sufficiently close to permit of substitution without danger 
of detection. 

7. At the end of plaintiff’s case, defendant’s attorney after making a motion to 
dismiss because of a failure of proof, on which the court reserved decision, stated 
on the record:—‘We believe that, frankly and sincerely, no case has been proven, 
and on that premise, although I have a number of witnesses, the defendant will rest 
on the case.” As part of the record on appeal there has been included the deposition 
of Jack L. Kass. Whether such deposition was made part of the record before Judge 
Bondy we have no way of knowing. Assuming that it was, it contains nothing which 
directly refutes the statements made by Mr. Curasi as to the use of defendant’s products 
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Mr. Gottlieb testified however, that the card in question (Ex. 16) was 
used solely for price adjustment purposes. He-.claimed that of the 200 
accounts he had serviced, a few accounts were buying more cheaply from 
other concerns, and in order to retain their business he had to meet that 
competition by allowing those accounts sometimes 50 cents off on one 
item, 25 cents on another, and therefore he would record these special 
prices on the cards alongside the items so purchased. He further testified 
that he possessed only six or eight such cards which he destroyed, when 
he found that they could be used as guides for substitution. 

As noted previously the court below did not make any findings con- 
cerning this testimony other than that it did not “establish that there was 
any actual palming-off of defendant’s products for plaintiff’s products by 
the defendant, pharmacists or anyone else.” 

The court is of the opinion that the record herein supports the con- 
clusion that the cards in question when distributed to druggists and 
pharmacists were to be used as guides for substitution and that defendant 
intended such use. The explanation of “price adjustment purposes” 
offered by Mr. Gottlieb is not sufficient to overcome the very damaging 
notations contained in both exhibits before this court. Furthermore, his 
explanation is inconsistent with the court’s findings that “when he [Gottlieb] 
found that they [the cards] could be used as guides for substitution” he 
destroyed all of them. If the sole purpose of the cards was to record 
special prices granted on certain accounts there was no need to write 
thereon the names of plaintiff’s similar products and there was no need 
for their later destruction. 

In Zangerle & Peterson Co. v. Venice Furn. Novelty Mfg. Co., 133 
F.2d 266, 56 USPQ 351 (7th Cir. 1943), Judge Minton expressed a rule of 
unfair competition which is applicable to the facts of the case at bar. The 
law permits the copying of an article of merchandise that is not covered by 
a valid patent, if the copying party “does not represent the copies as the 
product of the party making the original and does nothing in the merchan- 
dising of the goods to induce [his] customers to engage in ‘palming off’ 
or to indicate to them how they may ‘palm off’ the copy as the product of 
the original maker.” The defendant in the case at bar could copy the plain- 
tiff’s pharmaceutical products, but he was not permitted to indicate to a 
customer, as defendant’s salesman Kass did, how the defendant’s products 
could be used in filling prescriptions or requests for plaintiff’s correspond- 
ing products, because of their similarity in appearance and contents. Ex- 
hibits 16 and 62 served that purpose. 


for plaintiff’s. Mr. Kass stated in his deposition that he told Curasi the substitution 
could be made with the prescribing physician’s permission. Then why the card and why 
should it be kept out of sight? 

8. An appellate court is in as good a position as a trial judge to interpret docu- 
mentary evidence. Kind v. Clark, 2 Cir., 161 F.2d 36, 46; Chas. D. Briddell, Inc. v. 
Alglobe Trading Corp., 2 Cir., 194 F.2d 416, 420, 92 USPQ 100, 103 (42 TMR 207); 
and M. Shafi Iravanti Mottaghi v. Barkey Importing Co., 2 Cir., decided March 29, 
1957, ——- F.2d ——. 
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In Smith, Kline & French Lab. v. Clark & Clark, 157 F.2d 725, 731, 
70 USPQ 382, 387, the Third Circuit held that defendant’s copying of 
certain distinctive features of plaintiff’s tablets would not of itself con- 
stitute unfair trade practice. But that there was a “type of palming off” 
when the “feasibility of substituting [defendant’s tablets for plaintiff’s]” 
without danger of detection “was brought to the mind of the druggist by 
the defendants’ salesman pointing out the identity of the two preparations 
and the enhanced profit to be made by selling the former in lieu of the 
latter.” That constituted unfair competition. 

An unfair course of dealing, even without proof of an established 
secondary meaning, constitutes unfair competition. The New York law of 
unfair competition has been broadened. Flint v. Oleet Jewelry Manufac- 
turing Co., 133 F.Supp 459, 464, 106 USPQ 69, 73 (45 TMR 1178), cited 
with approval in Joshua Meier Co. v. Albany Novelty Mfg. Co., 236 F.2d 
144, 148, 111 USPQ 197, 200. 

In Santa’s Workshop v. Sterling, 282 App. Div. 328, 98 USPQ 463, the 
Appellate Division, 3rd Department (July 1953) held that “The law of 
unfair competition no longer requires that plaintiff’s business and adver- 
tising shall have acquired a ‘secondary meaning.’” “ ‘The controlling ques- 
tion in all cases where the equity power of the courts is involved is whether 
the acts are fair or unfair, according to principles recognized in equity.’ ” 
Deceitful practices and fraudulent acts in pushing a product in competition 
with the owner of a similar product constitutes unfair competition. “In 
ordinary commercial affairs, ‘substitution by deception’ is wrongful, but, 
when in the healing art there is ‘substitution by deception,’ greed may 
reach the grade of malice.” Winthrop Chemical Co. v. Weinberg, 3 Cir., 60 
F.2d 461, 463, 14 USPQ 207, 209 (22 TMR 419). 

As stated in Warner & Co. v. Lilly & Co., supra, 265 U.S. 526, at 
page 531 (14 TMR 247, 250): “The charge of unfair competition being 
established, it follows that equity will afford relief by injunction to prevent 
such unfair competition for the future”; and Judge Learned Hand stated 
in Artype, Incorporated v. Zappulla, supra, 228 F.2d 695, at page 698, 108 
USPQ 51, 54 (46 TMR 421, 424) : “As always, a court of equity will shape 
the remedy so as to do as little injury to the defendant as is necessary 
in order to insure adequate protection to the plaintiff.” ° 

David Schwartz no longer does business under the name of BRYANT 
PHARMACEUTICAL COMPANY. But he is the manager and a stockholder of a 
successor corporation, engaged in the same business. The situation can be 
satisfactorily met by issuing an injunction against him personally. David 
Schwartz should be enjoined from either directly or indirectly, represent- 
ing or suggesting to any one selling any pharmaceutieal products similar 
in contents and appearance to plaintiff’s products that such similar prod- 
ucts may be substituted for the products of the plaintiff when the latter 


9. However, unlike the Artype case, supra, the record before us is not too meager 
to allow us to frame a proper judgment. The converse is true. 
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are prescribed or requested by a physician; and that on the sale of any 
such products he be required to attach to bottles or containers of a size 
not made for direct over-the-counter sale, a notice that the contents are not 
to be sold or dispensed as the product of the plaintiff. Warner & Co. v. 
Lilly & Co., supra, 265 U.S. 526, 532-3. 

The final question to be decided is whether the court below was correct 
when it enjoined defendant’s use of his tradename syRocoL because it in- 
fringed plaintiff’s registered trademark cHERACOL. We hold it was not. 
The two words do not look or sound enough alike to justify a holding of 
trademark infringement. The only similarity is in the last syllable, and that 
is not uncommon in the names given drug compounds. It cannot be said 
that the tradename syrocoL adopted by the defendant in the sale of his 
cough medicine is so similar to plaintiff’s registered trademark CHERACOL 
as to be likely to cause confusion among reasonably careful purchasers. 
La Touraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115, 117, 
70 USPQ 429, 431 (36 TMR 271), cert. denied 329 U.S. 771, 71 USPQ 
328. The close similarity exists only in the ingredients of each and in the 
fact that both constitute cough medicine preparations, look alike and 
taste alike. 

The judgment of the trial court is reversed on the unfair competition 
claims and the case is remanded for the issuance of an appropriate injunc- 
tion against the defendant, David Schwartz, in accordance with this opin- 
ion. The judgment is also reversed insofar as it held that plaintiff’s 
trademark CHERACOL was infringed by defendant’s use of the name syRocoL. 
The judgment is affirmed insofar as it held that the other trademarks of 
plaintiff had not been infringed. The costs and disbursements on this 
appeal shall be borne in equal amounts by the respective parties. 


THE YOUTHFORM COMPANY v. 
R. H. MACY & CO., INC. et al. 


No. 5386 —D. C., N. D. Georgia, Atlanta Div. — June 26, 1957 


CourRTS—J URISDICTION 

Since jurisdiction could be based on diversity of citizenship, it was not neces- 
sary to decide whether the Court had jurisdiction because of plaintiff’s asserted 
rights under the Lanham Act. 

CoMMON LAW TRADEMARKS—DESCRIPTIVE TERMS 
CoMMON LAW TRADEMARKS—SECONDARY MEANING MArkKs 

Plaintiff’s right to YOUTHFORM would be complete through actual use even 
though plaintiff had not registered same in the United States Patent Office. 

The trademark YOUTHFORM written in script form had become definitely iden- 
tified in the mind of the public with plaintiff’s products and consequently it 
acquired a secondary meaning even though it should otherwise be descriptive, yet 
this would not give plaintiff a monopoly which would preclude others from using 
the words YOUTH and FoRM in block letters. 
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REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF Goops 
REMEDIES—INFRINGEMENT—SCOPE OF RELIFF—TERRITORIAL LIMITATIONS 
REMEDIES—-INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

There is a probability of confusion between defendant’s slips sold under the 
trademark MISS YOUTH FORM or YOUTH FORM in script and plaintiff’s brassieres 
sold under youTHFORM, for although the parties are not in competition, advertise- 
ments show the female form clad in both a brassiere and a slip, which fact connects 
the two in the public mind and, moreover, such goods are largely sold in the same 
store. 

Notwithstanding that plaintiff had initially used its mark nationally, it is 
entitled to an injunction only in the Southeastern states, which is the only territory 
where plaintiff had proven current sales on a substantial basis. However, the in- 
junction would not prevent the defendant from national advertising which featured 
the words in script. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 

The defendant having actual knowledge of plaintiff’s prior use of YOUTHFORM 
in script, its deliberate use thereof constitutes bad faith and while plaintiff, be- 
cause of laches in areas other than the Southeastern states, cannot recover special 
damages for acts there performed, the evidence does not show laches in the South- 
eastern states and plaintiff is entitled to punitive and compensatory damages 
because of such bad faith. $2,500.00 is awarded plaintiff as compensatory damages 
in the nature of attorneys’ fees. 


Action by The Youthform Company v. R. H. Macy & Co., Inc., and 
Miss Youth Form Creations Corp. for unfair competition. Judgment for 
plaintiff. 

J. Ralph McClelland, Jr., Julius R. Lunsford, Jr., and Mathews & Mc- 

Clelland, of Atlanta, Georgia, for plaintiff. 

Philip H. Alston, Jr., and Alston, Sibley, Miller, Spann & Shackelford, 
of Atlanta, Georgia, Francis C. Browne and Mead, Browne, Schuyler 

& Beveridge, of Washington, D.C., and Leroy E. Rodman, of New 

York, N. Y., for defendants. 


Hooper, Chief Judge. 

The plaintiff is The Youthform Company, a Partnership located in 
Atlanta, Georgia. The principal defendant is Miss Youth Form Creations 
Corp. of New York, a manufacturer, and also, R. H. Macy & Co., Inc., 
doing business in Atlanta under the name of Davison Paxon Company. 
Where the word defendant is used it will refer to the former, and the latter 
will be referred to as Davison’s or as defendant vendee. 

The plaintiff and its predecessors since 1923 has been manufacturing 
ladies’ foundation garments, principally brassieres. The defendant and its 
predecessors since 1940 has been manufacturing ladies’ garments, prin- 
eipally slips. 

The plaintiff and defendant are not in competition with each other 
but confusion has arisen as to the source and origin of the goods of the 
respective parties, and plaintiff seeks to enjoin defendant from using in 
anywise any words which will cause confusion of goods of defendant with 
the goods of plaintiff, particularly confusion as to plaintiff’s trademark 
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YOUTHFORM written in script, and registered by plaintiff in the year 1946 
under the Act of 1920. 

The case was pre-tried but not with sufficient thoroughness, and on 
the trial of the case there was put in evidence huge amounts of periodicals, 
letters, invoices, and other papers, and the Court had great difficulty in 
mastering all of the details sufficiently to make accurate Findings of Fact. 

Counsel for both sides have stipulated as to a great many facts in 
the case, their stipulation having been filed of record on March 11, 1957 
and is made part of the Findings of Fact in this case, but additional Find- 
ings, particularly inferences from the facts in the record, are being made 
by the Court. 

As happens in most cases of this kind, the respective parties commenced 
business a long distance apart, the plaintiff in Atlanta and the defendant in 
New York, and for some years there was no conflict between the two, but 
each one gradually extended its own territory until there was a clash. 
Perhaps the things which brought on this litigation were certain confusion 
regarding advertisements recently run in the Atlanta newspapers by the 
defendant, and certain incidents regarding particular sales at Davison’s 
store of slips manufactured by defendant where allegedly representations 
were made by the clerks that the slips were manufactured in Atlanta by 
the plaintiff. The Court is ruling, however, that such incidents of confu- 
sion were so slight as not to require any injunction against defendant 
R. H. Macy & Co., Inc. The advertisements in question will be discussed 
hereinafter. 

The rights of respective parties can only be determined by a detailed 
and painstaking study of the evidence and by following the course of con- 
duct of each party from time when such party began business, up until 
the trial of this case. The Court fully appreciates the responsibility rest- 
ing upon the Court in making inferences from the facts in the record, for 
the case is very close on several points, particularly concerning the good 
or bad faith upon the part of defendant in the use of certain types of ad- 
vertising and labels. Huge sums expended by the defendant in promoting 
its business and the large volume to which defendant’s business has at- 
tained causes this Court to proceed with caution in enjoining the defendant 
from usages which have prevailed for some years, without injunction pro- 
ceedings having been brought by the plaintiff, but also done against the 
written objections made by the plaintiff by a letter in the year 1944. The 
ease is chock full of difficult questions, both of law and fact, which have 
required many days of research and study upon the part of the Court. 
A resume of the activities of both parties will now be given. 


(1) CoNCERNING THE PLAINTIFF 


In the year 1925 one Dr. Alford sold brassieres in Georgia, using a 
label containing the words YOUTH FORM written in script. Initially he con- 
ducted a mail order business practically all over the United States and for 
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the period of time from 1925-1939 inclusive, had gross sales of approxi- 
mately $41,000.00 (as shown by statement attached to plaintiff’s brief 
which is hereby made part of the record). From the foregoing it appears 
his average annual sales over the United States were about $2700.00 per 
year. 

The amount of plaintiff’s sales prior to 1940 and the location and ex- 
tent of plaintiff’s advertising prior to that year are very important in this 
case, as indicating whether or not defendant when it began business in 
1940 in the State of New York had actual knowledge of plaintiff’s business 
and plaintiff’s use of the word yourH FrorM. Reference to stipulated Find- 
ing of Fact #18 will disclose that in the year 1926 plaintiff expended for 
newspaper advertising in papers located in Georgia, Texas, Kansas, Ten- 
nessee, Louisiana and Florida, the sum of $2,200.00, and during that year 
plaintiff did a mail order business. In 1927 he spent about $9,000.00 in 
newspaper advertisements in the above states, plus states of Alabama, 
Kentucky, Washington, Michigan, Colorado, Ohio, Missouri, California, 
Virginia and Pennsylvania in sums ranging from about $25.00 in Virginia 
to about $2800.00 in Atlanta, Georgia. In 1928 he thus expended about 
$14,000.00, in 1929 about $5,300.00, in 1930 about $9,500.00, in 1931 about 
$7,700.00, in 1932 about $1,800.00 and in 1933 about $518.00. From the 
above it appears plaintiff’s newspaper advertisement since 1931 was stead- 
ily on the decrease. 

The amount of plaintiff’s sales were approximately as follows: 


1926 ee & 2,400.00 
ce BEd Se ee 
1928 16,000.00 
Fee ie 
1930 ; 8,400.00 
1931 8,900.00 
I eee 
ee ee 


As to magazine advertising there was a total expenditure of about 
$7,000.00 for the years 1927 through 1931, a period of five years, or an 
average of $1,400.00 per year. The sales for that period (apparently made 
by response to advertisements) totaled about $7,900.00. 

During the years 1934 to 1938 inclusive plaintiff’s advertising expendi- 
tures totaled about $4,600.00, confined to the states of Georgia, Florida, 
Tennessee, Alabama and North Carolina, the year 1937 being only. $147.00, 
1938 only $442.00, which shows a falling off from the 1934 advertising 
figure of $3,300.00, and indicates a contraction by plaintiff as to both adver- 
tising and territory. 

In 1939 the year before defendant commenced operation, the plain- 
tiff’s sales were $10,303.00, the plaintiff’s advertising $177.00. 

According to testimony of defendant’s witnesses the defendant did 
not know when it commenced business in the year 1940 that the plaintiff 
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was using the words YOUTH FORM and defendant then, or at subsequent 
times, began the use of the words Miss YOUTH FORM in script, also in block 
letters, and also used the words Miss YOUTH FORM, JR. (plaintifi’s Exhibit 
#58). Defendants testify they examined various trade journals and did 
not find where the words used by them (which they refer to as descriptive 
words) were listed. There is no direct evidence adduced by plaintiff to show 
knowledge by defendants of any infringement in the year 1940, nor does 
the Court believe that the extent of business being done by plaintiff, and 
advertising being done by plaintiff, through the United States sufficient to 
impute knowledge to defendant of the alleged infringement. 

Plaintiff’s Exhibit #54 consists of a stack of ledger cards some four 
inches high showing individual sales in the State of New York, in various 
communities therein, over a period from 1928 to 1935, and plaintiff’s coun- 
sel will have opportunity to total these amounts if desired by years and 
amounts, and the Court will add the summary to these Findings by a foot- 
note. Casual inspection will disclose, however, that they are sales made 
to individual purchasers in very small amounts (for the most part $2.00, 
$3.00 and $5.00) and that would not be sufficient to put defendants on 
notice concerning plaintiff’s mail order business and the trademark used 
therein. 


(2) OspsEecTIONS BY PLAINTIFF 


While the Court has held the evidence does not show defendant had 
knowledge prior to 1944 as to plaintiff’s use of its trademark, it does appear 
(Defendant’s Exhibit #3) that on June 15, 1944 plaintiff wrote defendant 
a letter stating plaintiff had used its trademark since April, 1925, and 
stated that the words YOUTH FORM were “registered as our tradename and 
trademark.” 

Defendant on June 21, 1944 (Defendant’s Exhibit #24) denied pre- 
vious knowledge of plaintiff’s alleged trademark, stating that defendant 
believed “that there are sufficient differences in our respective trademarks 
to permit each of our firms to continue to sell goods as we have for the 
past number of years.” The “differences” referred to by defendant perhaps 
had reference to the fact that plaintiff was using yYoUTHFoRM in script, 
but it is not entirely clear in what way defendant was using such words. 
There had appeared in the magazine “Women’s Wear Daily” in April and 
June of 1944 an advertisement in the Cincinnati Inquirer in May, 1944. 

Following receipt of the above letter from plaintiff defendant’s ad- 
vertisement in March, 1955 in Modern Screen carried in block letters the 
three words YOUTH FORM LINGERIE and similarly in other magazines. In 
September, 1945 the advertisement in the Columbus, Georgia, Ledger car- 
ried in block letters the two words YouTH FoRM these advertisements in- 
dicating defendant was not using any script resembling plaintiff’s script, 
but only using block letters and separate words. 
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However, in November, 1946 in Cosmopolitan magazine and in Life 
magazine defendant used in script the three words Miss YOUTH FORM and 
in December, the same in Woman’s Home Companion, followed by the same 
in July, 1947 in the National Home monthly, and its use on a huge electric 
sign at Times Square in New York. An advertisement in the New York 
Times of June 22, 1947 carried in block letters the two words YOUTH FORM. 
During 1947 in various local and national periodicals defendant’s adver- 
tisement appeared both in script and in block letters, and this continued 
into 1949 (in script, New Castle, Pennsylvania, News, Times Square sign, 
Sunday News rotogravure and Detroit News; in block letters, Milwaukee 
Sentinel, November, 1949). However, in May, 1949 there appeared one 
word YOUTHFORM in block letters in the Chicago Daily News. 

There appears in the record a lack of evidence concerning defendant’s 
advertisements from the year 1949 to 1956. Between February 2, 1956 
and April 2, 1956 there appeared in the Atlanta newspapers the three 
words in block letters MIss YOUTH FORM seven times, the same word in script 
one time, and on April 2, 1956 two words Miss YOUTHFORM in block letters. 

The most blatant violation, however, by defendant of plaintiff’s trade- 
mark is contained in Vogue magazine, February 1, 1955, p. 76, where there 
is written in script by defendant the combination word YOUTHFORM in a 
manner quite similar to plaintiff’s trademark. The same combination word 
in script had also been used by defendant on bill heads and written by 
hand in invoices back in 1941, but had evidently been discontinued. 

It therefore follows that the defendant, after having actual knowledge 
of the prior use by plaintiff of the combination word YOUTHFORM in script 
deliberately used it in a national magazine in 1955 and the Court must 
find the defendant did so in bad faith. 


(3) OrHER INFRINGEMENTS BY DEFENDANT 


As pointed out above, defendant knowingly infringed plaintiff’s trade- 
mark YOUTHFORM in script by using the same. It also appears that defen- 
dant in the Southeastern states used the same, or similar, words in script 
in such a way as to cause confusion among the trade as to origin of ‘goods. 
Defendant used the two words YOUTH FORM in connection with slips, adding 
in connection therewith “Reg. U.S. Pat. Off.” (see Plaintiff’s Exhibit #14), 
and the four words in script MISS YOUTH FORM, JR. (see Plaintiff’s Exhibit 
#58). See also advertisement by Sears Roebuck Company (Defendant’s 
Exhibit #62). Defendant seeks to excuse representation that the trade- 
mark was registered, stating the registration applied to some design patent. 

As the Court for reasons stated below is confining the rights of the 
plaintiff to certain Southeastern states, it must be determined whether the 
use by defendant in such states of the aforesaid words in script are likely to 
cause confusion. 
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(4) Conrusion As To OricIn or Goops 


As stated above, plaintiff and defendant are not competitors, as plain- 
tiff primarily sells brassieres and defendant primarily sells slips, ete. How- 
ever, as shown by many of the advertisements placed in evidence, both 
brassieres and slips show the female form clad in both a brassiere and a slip, 
which connects the two together in the public mind. Furthermore, each 
garment is sold largely in the same stores, though frequently at different 
counters. 


It is no doubt true as defendant contends, that plaintiff’s trademark is 
a weak trademark. On the other hand, the record contains many registered 
trademarks which have been issued by the Patent Office in connection with 
women’s clothes, which though similar have had enough differences to en- 
title them to registration. For example: 


February 10, 1953, Youthcraft, Defendant’s Ex. #6; 1936, Maiden 
Form, Defendant’s Ex. #18; 1934, Youthette, Defendant’s Ex. #9; October 
1937, Youth-Bra, Defendant’s Ex. #8. 


There is therefore, the probability of confusion between defendant’s 
slips sold under the tradename MISS YOUTH FORM or YOUTH FORM, especially 
under the one word in script YoUTHFoRmM as to plaintiff’s brassieres under 
plaintiff’s trademark. 

There is also the likelihood of confusion of defendant’s goods sold 
under the aforesaid words even written in block letters, though the likeli- 
hood of confusion is not as strong as when script is used. 


(5) Puarntirr’s AREA OF EXPANSION 


As plaintiff began business in Georgia in 1923 it is necessary to ascer- 
tain in what territory plaintiff established the use of its trademark to such 
an extent as to pre-empt defendant from infringement in such territory. 
As Dr. Alford in 1939, in selling to plaintiffs, received only about $3,500.00, 
out of which $2,000.00 covered machinery and good will, the value of the 
machinery being considerable, it appears very little was paid for good will 
and as pointed out above, Dr. Alford’s volume in sales and amounts paid 
for advertising at that time was quite low (Finding of Fact #18). How- 
ever, Dr. Alford had done a mail order business all over the United States. 
After plaintiffs purchased the business in 1939 (during which year their 
sales were $10,000.00, their advertising $177.00) there was a gradual in- 
crease in plaintiff’s sales which in 1944 reached some $61,000.00 but the 
advertising for that year was only $300.00, and in 1945-46 a lesser amount 
for advertising, but in 1946 sales jumped from some $80,000.00 to $109,- 
000.00. Somewhere along this date plaintiff put two salesmen on the road 
selling to retail trade in the following states of the southeast, to-wit: Ala- 
bama, Georgia, Florida, North Carolina, South Carolina, Tennessee, Ken- 
tucky, Mississippi, Louisiana, Arkansas, Oklahoma and Texas. 
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Some metropolitan centers in the above states were not covered, but 
the Court finds in said states plaintiff was continuing to work the trade 
and to develop more and more business and therefore, under the decisions 
hereinafter cited it could be said to have established its right to its trade- 
mark in such states. The record shows, however, as to other states in the 
union a perceptible falling off of sales and apparently a cessation in any 
states other than said thirteen’ states and therefore, the Court will hold 
that the plaintiff can not enjoin the defendant from making sales in out- 
lying states. 


(6) LacHEs or PLAINTIFF 


Defendant earnestly contends that plaintiff is guilty of laches amount- 
ing to an equitable estoppel against the plaintiff in this case by permitting 
defendant through the years to do the acts above complained of without 
earlier seeking an injunction. The material facts on that point are as 
follows: 

Defendant during the period 1944 to 1946 maintained a huge electric 
sign in Times Square, New York, advertising its slips under the name Iss 
YOUTH FoRM. Also, published pictures of such sign and same were dis- 
tributed generally. This was done after 1944 when plaintiff made objections 
to defendant’s alleged infringement. As defendant since 1940 had promoted 
its business in New York and expended large sums of money in advertising 
its products, and prior to 1944 had no knowledge of its alleged infringe- 
ment, and since plaintiff must have known of defendant’s advertisement in 
Times Square during the years 1946-1950, the Court finds that defendant 
has established its right to use of the three words MISS YOUTH FORM, or the 
two words YOUTH FORM in connection with defendant’s products outside 
of the thirteen states above named, but not the right to use the combination 
word YOUTHFORM at any place. 

The foregoing statement of facts is not inclusive of the entire record 
but is supplemented to stipulated Findings of Fact filed March 11, 1957, 
and other matters in the record. 

The question arises whether plaintiff is guilty of laches in permitting 
defendant to make sales in the southeastern states using the allegedly in- 
fringing trademarks. Record of defendant’s sales in the southeast and cir- 
cumstances bringing the same to plaintiff’s knowledge are rather incomplete. 
Defendant’s Exhibits #48 to #51 inclusive show sales to Atlanta mer- 
chants for the periods March to December inclusive, 1941, and there was 
a renewal of activity about 1956. However, during all this period of time 
the record is silent as to defendant’s advertisements in this area until 
those pointed out above in the Atlanta newspapers in connection with 


1. While plaintiff’s briefs refer to thirteen states, plaintiff by letter of Apr. 24, 
1957 sent to this Court a list of only twelve states, Virginia having been omitted, and 
said list was made a part of the record by order of this Court dated June 24, 1957. 
The decree will accordingly cover only twelve states. 
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defendant Davison-Paxon Company. The Court therefore finds plaintiff 
is not guilty of laches or estoppel in the Atlanta area, nor is there sufficient 
evidence to show plaintiff guilty of laches in any of the said thirteen states. 


ConcLusions or Law 


(1) This Court has jurisdiction of the case because of diversity of 
citizenship of the parties, and the requisite jurisdictional amount being 
involved. It is not necessary to decide whether or not, as plaintiff contends, 
the Court has jurisdiction because of the rights asserted by plaintiff under 
the Lanham Trademark Act. Essentially this action is based upon common 
law principles of unfair competition. 


(2) Plaintiff used the single word yOUTHFoRM written in script in 
connection with its products for many years prior to defendant’s com- 
mencement in business, plaintiff’s business covering to some extent the 
entire United States and being a mail order business accompanied by some 
national advertising. Regardless of whether plaintiff’s trademark youTH- 
FORM in script is a weak or a strong trademark, it did become definitely 
identified in the minds of the public with plaintiff’s product and conse- 
quently acquired a secondary meaning even though it should otherwise 
be descriptive. 

Very closely in point is the case of Sunbeam Lighting Company et al. 
v. Sunbeam Corporation, 183 F. 2d 969, 86 USPQ 240 (40 TMR 669) (9th 
Cir.), which points out that the word SUNBEAM is a descriptive word, “a 
meaningful word, a joyful word, a word of comfort, of life and of 
health.” Similarly it may be said that the words indicating a form or 
figure of youth carry a pleasant connotation which might cause some 
females to engage in wishful thinking and to purchase the same in the 
hope, however vain, that their own form clad in plaintiff’s products, might 
give the appearance of lithesome youth. There are many other cases like- 
wise holding that a descriptive word may acquire a secondary meaning 
such as the words BLUE RIBBON (284 F. 110) and the words GoLD MEDAL 
(7 F. 2d 304), and others. 


(3) Plaintiff’s right to this trademark would through actual use, be 
complete in this case even though plaintiff had not registered the same in 
the United States Patent Office as shown by the evidence. 

The mere fact, however, that plaintiff’s trademark yOUTHFORM writ- 
ten in script as one word, acquired a secondary meaning, and in the minds 
of the public became associated with plaintiff's products, would not 
mean that plaintiff obtained any monopoly in the use of such common- 
place words as YOUTH and FoRM, as such words written in block letters 
are only descriptive. It therefore follows that the plaintiff is not en- 
titled to an injunction preventing use by defendant in block letters 
of the two words YouTH FoRM or the three words MISS YOUTH FORM. 
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(4) As the trademark follows the trade and not vice versa, it is 
necessary to decide over what area the plaintiff established its right to 
use of its trademark so as to pre-empt defendant’s use therein. Plaintiff 
began its business in Georgia and for some years did a mail order business 
throughout the United States, in connection therewith doing a certain 
amount of national advertising. However, as pointed out in the Findings 
of Fact, plaintiff began to contract its area of expansion instead of increas- 
ing the same, and finally reached the point where plaintiff was doing 
business in thirteen states through retail outlets, sending its salesmen 
into these states. Since the advent of greater facilities in traveling and 
in publicity (including radio and television) some courts in recent years 
have been inclined to consider the individual state as the unit of area 
of expansion, and to conclude that when a business house goes into a 
state it will soon cover the whole state. Other courts, however, consider 
the facts and circumstances of each case in order to determine whether 
the plaintiff is sufficiently doing business in any particular area as to 
be entitled to enjoin the defendant’s infringement therein. The facts 
in the instant case do not enable this Court to apply any rule except as 
to the thirteen Southeastern states in which the plaintiff through its 
salesmen is selling to retail merchants. 

Many years ago plaintiff did a mail order business in practically 
every state in the Union, and did some national advertising. In recent 
years, however, its salesmen only cover the thirteen Southeastern states 
and it cannot be said that outside of those states plaintiff is doing suffi- 
cient volume of business as to pre-empt defendant’s use of the three 
words MISS YOUTH FORM written in script, and the two words YOUTH FORM 
written in script, in connection with defendant’s sales and advertisements. 
The plaintiff, therefore, will be entitled to injunction against the use of 
the same by the defendant, but the injunction will only cover territory 
embraced in the said thirteen Southeastern states. 

Defendant has not filed any cross-complaint in this case and the 
Court is expressly refraining from making any Findings of Fact or Con- 
clusions of Law as to the rights of the defendant, except insofar as the 
rights of plaintiff are concerned. Defendant will not be enjoined, how- 
ever, in using the aforesaid words in script in connection with national 
advertising even though it would carry over into the thirteen Southeastern 
states, for the reason that plaintiff has expended large sums of money 
in using such script in the electric sign at Times Square in New York, 
and in various national publications, and it does not seem equitable at 
this time to enjoin defendant from a continuation of such national ad- 
vertisements. However, defendant is restrained from using such words 
in script in said Southeastern states in connection with local advertise- 
ments and sales, and otherwise. 
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(5) Plaintiff is not entitled to recover special damages from defen- 
dant on account of the various acts of infringement by defendant in main- 
taining the electric sign at Times Square, bearing the words written in 
script MISS YOUTH FORM, or national advertising containing the same, 
for the reason that such use continued over a period of years without 
defendant taking any legal action. While plaintiff’s laches will prevent 
recovery of special damages during that period, however, it will not 
prevent plaintiff obtaining injunction as aforesaid. This ruling seems 
to be in accord with the great weight of authorities in this country. 
See Menendez v. Holt, 128 U.S. 514, and Hanover Star Milling Company 
v. Metcalf, 240 U.S. 403 (6 TMR 149). 


(6) While plaintiff is not entitled to recover special damages during 
the period of time that defendant maintained the electric sign and other 
advertisements in Times Square, using the words MISS YOUTH FORM 
written in script, it appears from the evidence that defendant, with full 
knowledge of plaintiff’s trademark and plaintiff’s use of the combination 
words YOUTHFORM in script, did use the same in at least one occasion 
in its national advertising and also, used the same at other times and 
places. Defendant also ran advertisements in the Atlanta newspapers 
using the words MISS YOUTH FORM in script, in connection therewith show- 
ing the female form clad in both brassieres and slips. Subsequently 
defendant in connection with such advertisements under an asterisk made 
the explanation that the products were manufactured by defendant in 
New York. 

The courts in this land are not entirely in accord as to the basis on 
which damages are awarded in such cases, some courts awarding puni- 
tive damages, others awarding compensatory damages as attorney’s fees. 
As there exists in this case a basis for awarding both punitive damages 
and compensatory damages, the Court is awarding $2,500.00 which will 
be supported under either theory, though primarily it may be designated 
as compensatory damages in the nature of attorney’s fees. See Aladdin 
Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 48 USPQ 268 
(31 TMR 366); Maternally Yours, Inc. v. Your Maternity Shop, Inc., 
234 F.2d 538, 110 USPQ 462 (46 TMR 1509); Keller Products, Inc. v. 
Rubber Linings Corp., 213 F.2d 382, 101 USPQ 307 (44 TMR 1095); 
Admiral Corp. v. Penco, Inc., 203 F.2d 517, 97 USPQ 24 (43 TMR 616). 


(7) In short, the Court in this case is ruling: 

Plaintiff has exclusive right everywhere to the use of YOUTHFORM 
in script and defendant cannot use the same anywhere because such use 
has been and in the future would be in bad faith. Plaintiff can prevent 
defendant using YOUTH FORM and MISS YOUTH FORM in script in the thirteen 
Southeastern states as that is the only territory as to which plaintiff has 
proven its trade area to have expanded. Plaintiff, because of laches, 
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cannot recover certain special damages but may recover compensatory 
damages and punitive damages. Defendant in all areas may use the two 
words YOUTH FORM and the three words MISS YOUTH FORM in block letters, 
as such words will not cause such confusion in the trade as to entitle 
plaintiff to an injunction. 

Decree will be entered accordingly. 


DECREE OF COURT 


Based upon Findings of Fact and Conclusions of Law set forth above, 
it is ORDERED AND DECREED as follows: 


1. Defendant is permanently enjoined from using in connection with 
the sale or advertising of its products, the word YOUTHFORM either written 
in script or in block letters anywhere in the United States. 


2. Defendant is enjoined from using, in connection with the sale or 
advertisement of its products, the three words Miss YOUTH FORM written 
in script, or the two words YOUTH FORM written in script, in the following 
named Southeastern states, to-wit: Alabama, Georgia, Florida, North 
Carolina, South Carolina, Tennessee, Kentucky, Mississippi, Louisiana, 
Arkansas, Oklahoma and Texas, except insofar as national advertisements 
by defendant might be circulated within said states. 


3. Iv IS ORDERED AND ADJUDGED that plaintiff have and recover from 
defendant the sum of $2,500.00, together with costs in this action to be 
taxed by the Clerk. 


AMENDMENT TO DECREE OF CoURT 


It was intended by this Court in the Decree dated June 26, 1957 to 
enter judgment for $2,500.00 together with court costs against defendant 
MISS YOUTH FORM CREATIONS CorRP. Injunction granted pertains to both 
defendants. 


Decree is amended accordingly. 
This the 3rd day of July, 1957. 


FRANK A. Hooper 
United States District Judge 








~ 
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JOHN ROBERTS MANUFACTURING COMPANY v. 
UNIVERSITY OF NOTRE DAME DU LAC 


No. 2113—D. C., N. D. Indiana, South Bend Div. — June 27, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—-TRADE AND COMMERCIAL NAMES 
Use of corporation’s name on rings manufactured by another for sale in com- 
petition with the rings of corporation is unfair competition. 
REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—DRESS OF GOODS 


It is unfair competition where plaintiff (in declaratory judgment suit) fraudu- 
lently obtained from defendant an official class ring bearing defendant’s name, 
copied it and sells it to all students of defendant in violation of defendant’s rule 
restricting sales to upper classmen and alumni. It is immaterial] that plaintiff uses 


its trademark on the rings. 


Action by John Roberts Manufacturing Company v. University of 
Notre Dame Du Lac for declaratory judgment. Defendant counterclaims 
for unfair competition and trademark infringement. Judgment for defen- 
dant. 


Doran & Manion and Gerald A. Kamm, of South Bend, Indiana, and 
Kenyon & Kenyon, of New York, N. Y., for plaintiff. 

Farabaugh, Chapleau & Roper and Louis C. Chapleau, of South Bend, 
Indiana, for defendant. 


PaRKINSON, District Judge. 

This is an action under the Declaratory Judgment Act wherein the 
defendant filed a counterclaim alleging unfair competition, trademark 
infringement and misbranding with submission to the court for an adjudi- 
cation of the rights of the parties. 

The determinative facts established by the undisputed evidence are 
that the plaintiff is a Delaware Corporation, with its factory and principal 
office in Norman, Oklahoma, and the defendant is an Indiana corporation, 
having been so chartered under the corporate name of UNIVERSITY OF NOTRE 
DAME DU LAC by a special Act of the Indiana Legislature in 1844 and thereby 
empowered, inter alia, to make and execute such rules deemed necessary 
for its welfare, and has developed into a large university with a campus 
having over one hundred buildings in St. Joseph County, Indiana, and 
with an enrollment of approximately six thousand students and alumni in 
excess of twenty-five thousand. 

In the year 1930 the defendant had designed, and subsequently had 
manufactured for sale thereby, an official class ring bearing in bas-relief 
thereon, for all practical purposes, the defendant’s corporate name, UNIVER- 
SITY OF NOTRE DAME, and certain symbols of the defendant which had 
become identified therewith, which it has continuously sold, from 1931 to 
1941 through its controller’s office and since 1941 in its bookstore on campus, 
on a restricted basis, to juniors, seniors and alumni of the defendant only. 

In the latter part of 1955 Robert Waugh, the secretary of the plaintiff 
corporation, with the knowledge and approval of John T. Waugh, the 
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president of the plaintiff corporation, wrote a letter to the bookstore of the 
defendant on plain stationery which he signed as Bob Waugh with a Post 
Office box address, and ordered an official class ring of the defendant with 
a follow-up letter a few weeks later, both of which contained statements 
and representations admittedly false, and plaintiff received the ring pur- 
suant thereto, took a plaster impression thereof, made the necessary dies 
for production and, in 1956, commenced the manufacture for sale by Royal 
Hawaiian Jewelers in South Bend, St. Joseph County, Indiana, of a Notre 
Dame class ring bearing in bas-relief thereon, for all practical purposes, 
the defendant’s corporate name of UNIVERSITY OF NOTRE DAME, and the 
same symbols in the same collocation as on the official class ring of the 
defendant, and the Royal Hawaiian Jewelers have sold some 479 thereof, 
of which at least 50% have been to sophomores of the defendant. 

The effect of assuming a name by a corporation under the law of its 
creation is to exclusively appropriate it as an element of the corporation’s 
existence and the use of the name of a corporation on merchandise manu- 
factured by another for sale in competition with the same type of mer- 
chandise of the corporation would not only be actual deception and create 
actual confusion but would of itself constitute a passing or palming off 
of its merchandise for that of the corporation, the name of which it is 
wrongfully using, and would be a most flagrant violation of the law of 
unfair competition. Accordingly the Indiana trademark registrations are 
completely foreign to a decision of the issue here, and although the applica- 
tions of the defendant for registration of collective membership marks filed 
in the United States Patent Office were admitted in evidence with limita- 
tions, no consideration has been given by this court thereto whatsoever. 

This is not the case of a controversy between the plaintiff and another 
jewelry manufacturer competing in the manufacture and sale of a ring 
of similar design or with similar insignia thereon and, therefore, the au- 
thorities cited have little or no application. However, it may be observed - 
that although the Supreme Court of the United States in the case of Kellogg 
Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 569), 
cited by the plaintiff, held that the use of the term SHREDDED WHEAT by 
Kellogg, the second comer, did not constitute unfair competition, it is self 
evident that if Kellogg had manufactured and marketed its shredded wheat 
as NATIONAL BISCUIT COMPANY SHREDDED WHEAT it would, without question, 
have been guilty of unfair competition, and in the case of Sinko v. Snow- 
Craggs Corporation, 105 F.2d 450, 42 USPQ 298 (29 TMR 524), also cited 
by plaintiff, although the court held that Cragg, the second comer, was 
not guilty of unfair competition in marketing a steering wheel knob so 
resembling Sinko’s as to make the two competing articles almost indis- 
tinguishable no one would have the temerity to even suggest that our 
Seventh Circuit Court of Appeals would have so held if Cragg had placed 
in bas-relief on the bezel of the knob the words sINKO Fc. Co., and in the 
ease of Rader v. Derby, 120 Ind. App. 202, 89 N.E.2d 724, the court did 
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enjoin Derby, the second comer, from using the words OLD HICKORY PADDLE 
COMPANY, Rader’s trade name in connection with the fraternity paddles 
being manufactured and sold by him in competition with those of Rader. 

It is the contention of the plaintiff that by marking its rings with the 
trademark Jr, and by prominently featuring its own name in all advertising 
and sales media reaching members of the student body at Notre Dame, 
plaintiff has done everything it can reasonably do to “identify its product 
lest it be mistaken for that of” the defendant. The futility of such reasoning 
ean readily be mirrored in the analyzation of the case of Joe Fink who 
would form a corporation under the name of Joe Fink, Inc., and, as a 
second comer, would manufacture and sell an electric toaster on the sides 
of which in bas-relief it placed the words GENERAL ELECTRIC CORPORATION. 
Realization is immediate that no matter how prominently Joe Fink, Ince. 
featured its name in all advertising and sales media and no matter if it 
placed the initials yr all over the toaster confusion could be the only result 
and there could be no question but that Joe Fink, Inc., was passing or palm- 
ing off, or attempting to pass or palm off, its toaster as that of General 
Electric Corporation. 

In this case the lack of merit in this contention is far more apparent 
for the reason that the defendant is not a manufacturer and has its rings 
made for it by a jewelry manufacturer. Certainly no one is so naive as to 
think for one moment that a student of the defendant is going to ascertain 
who makes the ring before he buys it. Therefore, there exists a situation 
which is perfect for the plaintiff to place the initials Jr on the inside of its 
ring and prominently feature its own name as the manufacturer in all 
advertising and sales media and, by subterfuge, pass or palm off its rings 
as those being manufactured for the defendant and constitutes unfair com- 
petition of the rankest kind, from which the defendant has absolutely no 
means of protection. 

Further extension of this opinion is unnecessary other than to say that 
we hold that the undisputed evidence in this record discloses that the plain- 
tiff fraudulently obtained an official Notre Dame ring from the defendant, 
copied it including the corporate name of the defendant in bas-relief 
thereon, and has sold it in competition with the defendant to all students 
of Notre Dame in violation of the rule of the defendant of restricting sales 
to juniors, seniors and alumni only, and the evidence clearly paints a vivid 
picture of a fraudulent design on the part of the plaintiff to purposely 
engage in unfair competition with the defendant, and equity demands that 
the plaintiff be enjoined from continuing so to do. 

Therefore, the court having considered all of the evidence, the law 
applicable thereto, and the arguments of counsel, does now make the 
following 
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FINDINGS OF Fact 


1. The plaintiff is a corporation organized and existing by virtue of 
the laws of the State of Delaware, with its factory and principal place of 
business in Norman, Oklahoma, and is engaged in the business of manufac- 
turing and selling jewelry. 


2. The defendant is an Indiana corporation, having been chartered 
under the corporate name of UNIVERSITY OF NOTRE DAME DU LAC by a special 
Act of the Indiana Legislature in 1844 with power thereby given, inter 
alia, to make and execute such rules deemed necessary for its welfare. 


3. UNIVERSITY OF NOTRE DAME is the real body of the corporate name 
of the defendant, and for all practical purposes, is its corporate name. 


4. The matter in controversy exceeds, exclusive of interest and costs, 
the sum of Three Thousand ($3,000.00) Dollars. 


5. There is, among other controversies, an actual controversy in this 
suit to declare rights and other legal relations of the parties herein within 
the meaning of the Declaratory Judgment Act (28 U.S.C., Sec. 2201). 


6. The defendant has continuously since the date of its incorporation 
operated, managed and controlled a university in St. Joseph County, 
Indiana, with a campus now consisting of approximately one thousand 
(1,000) acres of land and more than one hundred (100) buildings, and 
with an enrollment of approximately six thousand (6,000) students, who 
come from every State of the Union and from approximately thirty (30) 
foreign countries, and alumni in excess of twenty-five thousand (25,000), 
and maintains colleges of liberal arts, science, commerce and engineering 
and also operates and maintains a law school and a graduate school and is 
financed through fees charged to students which amount to approximately 
seventy percent (70%) of the cost of operating the University and the bal- 
ance of funds required come to the University from various sources, includ- 
ing supplementary income from athletics, operation of the book store and 
grants from foundations and industries. 


7. The defendant is primarily a boarding university and the majority 
of the students in attendance live in dormitories on the campus and the 
defendant exercises disciplinary control over the entire student body and 
all of its activities. 


8. The defendant by hard effort and at high cost has obtained great 
prestige. 


9. The main building on the campus of the defendant was constructed 
in the year 1879 with a large dome which is gilded with gold leaf, can be 
seen for many miles around and is well known throughout the United States 
as a symbol of the defendant. 





Vol. 47 T. M.R. J. ROBERTS v. UNIV. OF NOTRE DAME DU LAC 1255 


10. The defendant has a seal which was adopted in approximately 
the year 1930 which is used extensively on University publications, diplomas 
and in connection with numerous other activities of the University and the 
same is well known and symbolic of the defendant. 


11. The defendant has for more than fifty years used as a symbol of 
the University a monogram consisting of the letter “N” and the letter “D” 
in a superimposed position. 


12. In the year 1930 the defendant caused to be designed and it 
approved for manufacture for sale by itself an official Notre Dame ring 
bearing the symbols of the University, including the words UNIVERSITY OF 
NOTRE DAME, being the significant part of its corporate name and, for all 
practical purposes, its full corporate name, a representation of the seal, 
the Dome and the monogram arranged in a definite collocation. 


13. That continuously from 1931 to the present time the defendant 
has sold said official Notre Dame rings bearing the corporate name and 
symbols of the defendant in the approved collocation to alumni and selected 
students of the University, and during all of said period of time and until 
manufacture and sale of similar rings by the plaintiff, as hereinafter found, 
the University has controlled the production and sale of such Notre Dame 
rings bearing said name and symbols in the approved collocation and has 
been the sole and exclusive source thereof. 


14. The defendant has expended large sums of money and great effort 
in popularizing said official ring and promoting the sales thereof and has 
built up and now enjoys a valuable good will in the sale of said official rings. 


15. The defendant has adopted and long observed a policy of limiting 
the sales of its official rings to alumni of the University and juniors and 
seniors enrolled therein, and as a result thereof each wearer of such a ring 
is identified as being associated with the University as a junior, senior or 
an alumnus and one entitled to share in and enjoy the prestige of the 
University, and as a person whose accomplishments reflect his education 
and training by the University. 


16. By reason of the long continued, exclusive and selective sale of 
said official Notre Dame ring by the defendant and by reason of the expendi- 
ture of money and great effort in promotion of the sales thereof the defen- 
dant has built up a valuable and profitable business in the sale of such 
rings and has created a demand for such rings which has resulted in the 
purchase of such official Notre Dame ring each year by the majority of the 
students which the University deems qualified to wear the ring. 


17. In addition to the official Notre Dame ring the defendant has for 
many years sold for use by feminine friends and feminine members of the 
families of qualified wearers of the official Notre Dame ring a miniature 
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ring bearing the corporate name and symbols of the defendant in the same 
collocation in which they appear on the official ring. 


18. It has been the policy and rule of the defendant for many years 
to refuse permission to others to use its corporate name, official seal and 
symbols on commercial products sold outside of the University. 


19. In the latter part of 1955 the plaintiff, by false representation, 
purchased from the defendant an official Notre Dame ring from which it 
made and took a plaster impression of the design thereof. 


20. In January, 1956 the plaintiff commenced the design and manu- 
facture of what it termed a “new Notre Dame ring” which in truth and 
in fact is an exact similitude of the official Notre Dame ring, and the said 
rings so manufactured by the plaintiff bear in bas-relief the name UNIVER- 
SITY OF NOTRE DAME, being the significant part of the corporate name of the 
defendant and, for all practical purposes, being its corporate name, the 
University seal, monogram and a representation of the Dome in the same 
collocation as appears on the official Notre Dame ring which the defendant 
has sold exclusively since 1930, and the plaintiff is now engaged in the 
manufacture and sale thereof. 


21. At the time the plaintiff made the design of its copy of the Notre 


Dame ring which it manufactured commencing in January of 1956 it had 
in its possession and used an impression of the official Notre Dame ring 
which it had obtained from the defendant by fraud and deceit and in mak- 
ing and designing said ring it was plaintiff’s intention and the plaintiff did 
make its said ring in the same collocation, same design and with the same 
symbols as used on the ring of the defendant. 


22. In February of 1956 the plaintiff obtained by and through its 
agent, Raymond L. Roy of South Bend, Indiana, an official miniature Notre 
Dame ring sold to said agent in the year 1946 by the defendant and the 
plaintiff used said miniature ring so obtained for the purpose of designing 
an identical miniature ring which the plaintiff commenced to manufacture 
and sell in the spring of 1956. 


23. At the time the plaintiff commenced the sale of its Notre Dame 
ring it had knowledge (1) that the defendant had prior thereto established 
a thriving business in the sales of the official Notre Dame ring, (2) that 
the defendant objected to the commercial use by the plaintiff of its name, 
seal and other symbols, which objections had been made directly to an offi- 
cer of the plaintiff corporation, (3) that the defendant was the sole source 
of supply of the official Notre Dame ring and had been for more than 25 
years prior thereto, and (4) that the defendant contended that the manu- 
facture and sale of a Notre Dame ring by the plaintiff was a violation of 
the rights of the defendant. 
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24. In February of 1956 the plaintiff appointed Royal Hawaiian 
Jewelers of South Bend, Indiana, a partnership consisting of one Raymond 
L. Roy and his wife, as agent for the sale of its copy of the official Notre 
Dame ring and said agent commenced the sale in its South Bend, Indiana 
store of its Notre Dame ring in the spring of 1956 and from such time to 
and including February of 1957 the plaintiff sold therein 479 of its Notre 
Dame rings, and subsequent to said date, through said agency, the plaintiff 
has sold approximately 200 additional rings, all of which said rings were 
manufactured by plaintiff in Norman, Oklahoma. 


25. That at the time the plaintiff commenced the sale of its copy of 
the Notre Dame ring plaintiff and its agent knew of the policy of defendant 
limiting the sale of the official Notre Dame ring to juniors, seniors and 
alumni, and pursuant thereto plaintiff prepared advertising literature for 
its Notre Dame ring stating: “The above ring may be purchased only by 
juniors and seniors enrolled at the University of Notre Dame or by gradu- 
ates of the University”; but that plaintiff and its agent did not observe the 
policy stated on its sales literature and more than fifty percent of plaintiff’s 
rings were sold to sophomores, and plaintiff knew that its agent made such 
sales to sophomores to increase sales volume of plaintiff’s ring. 


26. In the sale of copies of the official Notre Dame ring, with the 
defendant’s corporate name, official seal and symbols thereon, the plaintiff 
has used the name of the defendant and its symbols without its consent in 
such a manner that it suggests to the purchasers thereof that the defendant 
is connected in some manner with such sales or it has authorized such sales 
or derives some benefit therefrom. 


27. By reason of the fact that the corporate name and the symbols 
of the defendant appearing on the ring made by the plaintiff are inherently 
symbolic of the defendant so that the plaintiff’s product is inherently a 
representation that it is approved by the defendant or authorized by the 
defendant, and also because the public is aware that the defendant is not 
a manufacturer of jewelry and purchases its official rings from others, the 
application of plaintiff’s initials J.R. to its rings and by using its own name 
as the manufacturer in all advertising and sales media is incapable of 
avoiding confusion and deception of the public as to the origin of the rings 
sold by the plaintiff and as to approval thereof by the defendant. 


28. The plaintiff in making and selling its copy of the official Notre 
Dame ring has done so with the design to deceive, and actually does deceive, 
the public by making it appear that said copied ring originates with or is 
authorized, sponsored, or approved by the defendant and thereby deprives 
the defendant of a portion of the patronage and profits that it would other- 
wise realize. 


29. The plaintiff is passing or palming off, or is attempting to pass or 
palm off, its goods as and for the goods of the defendant. 
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30. The plaintiff is passing or palming off, or is attempting to pass or 
palm off, the rings manufactured thereby as and for the rings of the 
defendant. 


31. The long continued policy of the defendant of limiting the sale 
of the official Notre Dame class ring to junior and senior students and to 
alumni is widely known by large numbers of persons who recognize said 
official rings as a badge of scholastic accomplishment by the wearer, and 
the sale by plaintiff of a copy of said ring without the authority or approval 
of the defendant (a) deprives the defendant of control of said ring as a 
means of distinguishing the scholastic standing of the wearers thereof, (b) 
constitutes an usurpation by plaintiff of the right granted to defendant by 
its charter to certify and apprise the public of the qualifications and accom- 
plishments of its students and alumni, and (c) enables the plaintiff to offer 
to persons who have not qualified therefor by the standards of the defen- 
dant a means for misrepresenting themselves to the public concerning their 
scholastic accomplishments and their class rank or standing at the Uni- 
versity. 


32. The plaintiff in manufacturing and in selling and offering to sell 
its copies of the official Notre Dame ring has placed upon its said rings the 
name UNIVERSITY OF NOTRE DAME which said name is the distinguishing part 
of the corporate name of the defendant, and, for all practical purposes, the 


corporate name of the defendant, a religious organization. 


33. Plaintiff sells its copy of the official Notre Dame ring in direct 
competition with the defendant and in the same limited and well defined 
market, and each sale by the plaintiff directly reduces the market of the 
defendants for the official Notre Dame ring. 


Upon the foregoing findings of fact, the court states the following: 


CoNncLusiIons or Law 


1. This court has jurisdiction of the parties to and the subject matter 
of this action. 


2. The defendant, an Indiana corporation chartered as such by a 
special Act of the Indiana Legislature and given a corporate name thereby, 
has the right to prevent others, from using, without its consent, its corpo- 
rate name on commercial products, and the plaintiff by using the corporate 
name of the defendant on rings manufactured and offered for sale thereby 
in the State of Indiana, without the consent of and in competition with the 
defendant in selling its rings with its corporate name thereon, has violated 
the rights of the defendant and has engaged in unfair competition with 
the defendant. 


3. The defendant, an educational institution with high public prestige 
and a chartered Indiana corporation by special Act of the Indiana Legisla- 
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ture and given a corporate name thereby, has a cognizable interest in and 
has the right of preventing others, from using its corporate name, or the 
significant part thereof, together with its official seal and symbols connected 
with the corporation, without its consent, on commercial products in such 
a manner that suggests connection with, benefit to, or authorization of by 
the defendant, and the plaintiff, John Roberts Manufacturing Company, 
in using the name of the defendant, UNIVERSITY OF NOTRE DAME, such being 
for all practical purposes, its corporate name, together with the official seal 
of and symbols connected with the defendant, on rings manufactured and 
offered for sale thereby in the State of Indiana, without the consent of the 
defendant and over its protest and objection and in direct competition 
with the defendant in selling its rings with its corporate name thereon, 
together with the official seal of and symbols connected with the defendant, 
has violated the rights of the defendant and has engaged in unfair competi- 
tion with the defendant. 


4. The obtaining of an official Notre Dame ring from the defendant 
by false representation of the plaintiff for its use in designing and making 
copies thereof constituted a fraud on the defendant. 


5. The unauthorized use by the plaintiff of the corporate name of the 
defendant together with the official seal and identifying symbols connected 
therewith on the rings manufactured by the plaintiff thereby reproducing 
a copy of the official ring of the defendant, and the plaintiff in selling and 
offering its rings for sale is guilty of actual deception and of producing 
confusion in the minds of the public as to the source of said rings and is 
guilty of unfair competition. 


6. By the unauthorized use of the plaintiff of the corporate name of 
the defendant together with the official seal and identifying symbols of 
the defendant in connection therewith on the rings manufactured and sold 
and being sold by the plaintiff, the plaintiff is passing or palming off, or 
attempting to pass or palm off, its goods as the goods of the defendant 
and is thereby guilty of unfair competition. 


7. By the unauthorized use of the plaintiff of the corporate name of 
the defendant together with the official seal and identifying symbols of 
the defendant in connection therewith on the rings manufactured and sold 
and being sold by the plaintiff, the plaintiff is passing or palming off, or 
attempting to pass or palm off, its rings as the rings of the defendant and 
is thereby guilty of unfair competition. 


8. Plaintiff has unfairly competed with the defendant. 


9. Plaintiff has unfairly competed with the defendant, is now unfairly 
competing with the defendant and will, unless enjoined, continue to unfairly 
compete with the defendant. 


10. Plaintiff is guilty of fraud and deceit against the defendant. 
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11. Defendant is entitled to a permanent injunction against the plain- 
tiff from using the words UNIVERSITY OF NOTRE DAME, being for all practical 
purposes, the corporate name of the defendant, and the official seal and 
identifying symbols of the defendant in connection therewith, on any ring 
manufactured by the plaintiff, and from the sale thereof. 


12. Defendant has been damaged by the acts of unfair competition 
of the plaintiff by reason of loss of sales of its official Notre Dame class ring. 


The clerk will enter judgment accordingly. 





ORKIN EXTERMINATING CO., INC. et al. v. PAUL, doing 
business as ORCHID EXTERMINATING CO. 
No. 10,292 —D. C., S. D. Texas, Houston Div. — July 1, 1957 
ReEMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Defendant’s ORCHID, ORCHID EXTERMINATING CO., CALL ROY, THE ORCHID BOY, 
CALL ROY, THE ORCHID MAN infringe and compete unfairly with plaintiff’s orKIN, 
ORKIN EXTERMINATING CO., INC. and OTTO THE ORKIN MAN. 


Action by Orkin Exterminating Co., Inc., and Orkin Exterminating 
Company, Incorporated v. Roy Pierce Paul, doing business as Orchid Ex- 
terminating Co., for trademark infringement and unfair competition. 
Judgment for plaintiffs. 


Murray Robinson, of Houston, Texas (William E. Schuyler, Jr., Francis C. 
Browne, and Andrew B. Beveridge, of Washington, D. C., of counsel), 
for plaintiffs. 

Fred Lewis, of Houston, Texas, for defendant. 


INGRAHAM, District Judge. 


FINDINGs or Fact 


1. Plaintiff, Orkin Exterminating Co., Inc., is a Georgia corporation, — 
incorporated February 6, 1926; and plaintiff, Orkin Exterminating Com- 
pany, Incorporated, is a Louisiana corporation, incorporated December 5, 
1927. 


2. Plaintiff, Orkin Exterminating Co., Inc., is the owner of Registra- 
tion No. 289,510 for the trademark orxkrin for insecticides and deodorants 
having incidental cleaning properties; Registration No. 568,404 for the 
service mark oRKIN for services identified as ridding property and struc- 
tures of termites, pests, and rodents, and controlling and protecting such 
property and structures against infestation and re-infestation by termites, 
pests, and rodents, by the use of various chemicals, gases, traps, and other 
devices ; fumigating; and horticultural spraying services; and Registration 
No. 608,880 for the service mark OTTO THE ORKIN MAN for the same services. 
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3. Plaintiff, Orkin Exterminating Co., Inc., is and for a long period 
of time has been engaged in rendering pest control, exterminating, and 
related services in commerce among the several states and, through its 
wholly owned subsidiary corporations, operates one hundred and twenty- 
seven offices in twenty-eight states of the United States, rendering such 
services in a volume exceeding $15,000,000.00 and spending more than 
$500,000.00 annually in the advertising of those services. 


4. Services of plaintiff, Orkin Exterminating Co., Inc., and its related 
companies, including plaintiff, Orkin Exterminating Company, Incorpo- 
rated, are rendered under and identified by the service marks ORKIN and 
OTTO THE ORKIN MAN as well as the trade names ORKIN EXTERMINATING CO., 
INC. and ORKIN EXTERMINATING COMPANY, INCORPORATED. 


5. Plaintiff, Orkin Exterminating Company, Incorporated, and other 
related companies of plaintiff, Orkin Exterminating Co., Inc., operate 
under franchise agreements authorizing use of the trademark and service 
marks, trade names and good will of said Orkin Exterminating Co., Inc., 
under rigid conditions involving the supervision and control of the nature 
and quality of the goods and services sold by such related companies. 


6. The annual volume of business of plaintiff, Orkin Exterminating 
Co., Inc., and its subsidiaries, within the State of Texas exceeds $1,000,000.00 
and the annual advertising expenditures within the State of Texas exceeds 
$50,000.00. 


7. During the period 1953 to 1955, while employed by International 
Exterminating Company, defendant recognized Orkin as a major compe- 
titor in the exterminating and pest control field in Houston and other cities 
in Texas, and was aware of plaintiff’s advertising, including television 
advertising, with reference to the service marks ORKIN and OTTO THE ORKIN 
MAN, 


8. Defendant first entered the exterminating and pest control business 
in February, 1955, under the registered name Paul & Paul Exterminators, 
and then changed the name to Orchid Exterminating Co. 


9. Defendant has been using the trade name Orchid Exterminating 
Co. and the slogans CALL ROY, THE ORCHID BOY or CALL ROY, THE ORCHID MAN 
since about February, 1955. 


10. Defendant purchased contracts from Orked Exterminating Com- 
pany because the proprietor was going out of business to leave town, having 
been threatened with suit by plaintiffs. 


11. Defendant’s new customers communicate with defendant by tele- 
phone, except those customers whom he solicits personally. 


12. Defendant has used newspaper, telephone directory, radio, direct 
mail, and hand-out media of advertising. 
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13. In addition to the classified telephone directory advertising car- 
ried during 1956 prominently displaying the trade name Orchid Extermi- 
nating Co., defendant in the first three months of 1957, expended $125.00 
for mail and hand-out advertising and $675.00 for radio advertising of 
Orchid Exterminating Co. 


14. The only slogan of a competitor in the exterminating and pest 
control business which defendant could remember is plaintiff’s registered 
service mark OTTO THE ORKIN MAN. 


15. A customer of defendant, one Reverend Blackburn, was confused 
as to the origin of exterminating and pest control services rendered by 
defendant to the extent that payment therefor was forwarded by said 
Reverend Blackburn to plaintiff, Orkin Exterminating Company, Incor- 
porated. 


16. Plaintiffs notified defendant of its infringement and unfair com- 
petition by letter dated July 11, 1956, and delivered to defendant on July 
13, 1956. 


17. Plaintiffs and defendant are direct competitors, serving the pur- 
chasing public in the same territory. 


18. Defendant’s service mark oRcHID resembles plaintiff’s service mark 
ORKIN ; defendant’s trade name ORCHID EXTERMINATING CoO. resembles plain- 


tiffs’ trade names ORKIN EXTERMINATING CO., INC. and ORKIN EXTERMINATING 
COMPANY, INCORPORATED ; and defendant’s slogans CALL ROY, THE ORCHID BOY 
and CALL ROY, THE ORCHID MAN resemble the slogan OTTO THE ORKIN MAN 
used by plaintiffs. 


19. In at least one instance, defendant’s use of orcHm has caused con- 
fusion of purchasers as to the source of origin of the services rendered by 
defendant and continued use of orcHID by defendant is likely to cause fur- 
ther confusion, mistake, or deception of purchasers. 


ConcLusions or Law 


1. This suit arises under the Trademark Act of 1946 (60 Stat. 427, 
15 U.S.C. 1051 et seq.) and under the common law of unfair competition. 


2. The Court has jurisdiction of the subject matter and the parties 
under Section 39 of the Trademark Act of 1946 (15 U.S.C. 1121) and 
Chapter 85 of the Judicial Code, Sections 1332 and 1338 (28 U.S.C. 1132 
and 1338). 


3. Defendant’s use of the trade name ORCHID EXTERMINATING CO. and 
the slogans CALL ROY, THE ORCHID BOY and CALL ROY, THE ORCHID MAN 
infringes the registered service marks ORKIN and OTTO THE ORKIN MAN of 
plaintiff, Orkin Exterminating Co., Inc., and plaintiffs’ trade names Orkin 
Exterminating Co., Inc. and Orkin Exterminating Company, Incorporated. 
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4. Defendant’s use of the trade name Orchid Exterminating Co. and 
slogans CALL ROY, THE ORCHID BOY and CALL ROY, THE ORCHID MAN in adver- 
tising and sale of exterminating and pest control, termite control and re- 
lated services, competes unfairly with plaintiffs. 


5. Considering the facts admitted by defendant in his pleadings and 
deposition, and there being no dispute as to any material fact, plaintiffs’ 
motion for summary judgment should be granted. 


6. Plaintiffs’ prayer for damages and profits having been waived, 
plaintiffs shall recover nothing. 


7. Plaintiffs are entitled to judgment permanently enjoining defen- 
dant from using the trade name ORCHID EXTERMINATING CoO., and the slogans 
CALL ROY, THE ORCHID BOY and CALL ROY, THE ORCHID MAN; and from using 
the word oRcHDD or any other colorable imitation of plaintiff’s service mark 
ORKIN and plaintiffs’ trade names ORKIN EXTERMINATING CO., INC. and ORKIN 
EXTERMINATING COMPANY, INCORPORATED. 


NIKANOV v. SIMON & SCHUSTER, INC. et al. 
No. 263—C. A. 2—July 2, 1957 


CoPpyRIGHTS—INFRINGEMENT 
Evidence of similarity and access permit basic inference of copying. 
CoPYRIGHTS—ACCOUNTING— DAMAGES 
Awaru OF v,VUU damuyes under 17 U.S.C. 101(b) is justified, even though 
infringing publication was not profitable, in view of abrupt drop in sales of plain- 
tiff’s copyrighted chart. 


Action by Fedor I. Nikanov v. Simon & Schuster, Inc. and Margarita 
Madrigal for copyright infringement and unfair competition. Defendants 
appeal from District Court for Southern District of New York from judg- 
ment for plaintiff. Affirmed. 


Paul, Weiss, Rifkind, Wharton & Garrison (Jay H. Topkis of counsel), 
of New York, N. Y., for appellants. 
Borris M. Komar, of New York, N. Y., for appellee. 


Before Hincks, STEwartT, and LumBarp, Circuit Judges. 


Stewart, Circuit Judge. 

In 1949 Simon & Schuster, Inc., published “Invitation to Russian,” a 
language primer offered to the public as “a gay and simple guide to the 
reading and speaking of modern Russian.” Margarita Madrigal and Sonia 
Bleeker were credited with authorship of the volume. The plaintiff brought 
this action against the publisher and the two authors, alleging that in pro- 
ducing and publishing the book they had infringed his copyright in a 
Russian language chart and had been guilty of unfair competition in 
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plagiarizing teaching methods and material from the chart and from an 
uncopyrighted and unpublished manuscript of which he was the author. 
Sonia Bleeker was not served with process and did not appear. The district 
court entered judgment for damages against the two other defendants. 
On this appeal they contend that the evidence was insufficient to sustain 
the claim of copyright infringement or unfair competition with respect to 
the chart, and that the district court was without jurisdiction of the claim 
of unfair competition with respect to the unpublished manuscript. There 
is no dispute about the facts. 

The plaintiff, an American citizen of Russian birth, is a professional 
teacher of foreign languages. In 1943 he secured a copyright on a single 
sheet publication, printed on both sides. One side bore the title “Russian 
Alphabet Guide” and the other “Russian Language Chart.” 

The Russian alphabet consists of thirty-one letters and one sign; it bears 
only partial and superficial resemblance to the familiar Latin alphabet. 
Thus an English-speaking student who wants to learn Russian encounters 
at the outset a formidable hurdle. Unlike a student of the Romance lan- 
guages, he must master a new alphabet before he can even begin to learn 
vocabulary or syntax. 

The plaintiff’s copyrighted chart incorporated a method he had devised 
to teach the Russian alphabet to English-speaking students. This method 
consisted of dividing the letters of the Russian alphabet into three groups: 
those letters which both look and sound like Latin letters; those which look 
like Latin letters but are pronounced differently ; and those, mostly derived 
from the Greek, which neither look nor sound like Latin letters. Pronun- 
ciation was illustrated by the use of cognate words which mean and sound 
the same in both Russian and English. This arrangement of the alphabet 
was concededly unique. The plaintiff sold the copyrighted charts to the 
public from 1943 to 1949 with a modicum of financial success, realizing an 
average annual profit of between seven and eight hundred dollars. 

In 1943 the plaintiff was approached by representatives of the defen- 
dant, Simon & Schuster, Inc., with the suggestion that he write a Russian 
language textbook to be published by that firm. He agreed, and the publish- 
ing company assigned one of its employees with some knowledge of Russian, 
the defendant Sonia Bleeker, to work with him in preparing and editing 
the manuscript. The plaintiff made his copyrighted chart available to 
Bleeker, and she pointed out that it could serve as the foundation for the 
proposed book.? 

During the course of the following two years the plaintiff was in fre- 
quent communication with Bleeker. He produced a rough manuscript which 


1, Ina letter of April 9, 1943, to the plaintiff, Bleeker wrote: “Since you plan to 
begin the book with ‘Learning the Russian Alphabet,’ and you already have the chart in 
black and white, and all you have to do is break up the chart into chapters, before 
you know it--one thing will lead to another and you will have a substantial part of the 
manuscript.” 
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was submitted through Bleeker to Simon & Schuster, Inc. Early in 1946 the 
publisher returned the manuscript to the plaintiff, informing him that it 
was unsuitable for publication. 

In the meantime, Simon & Schuster, Inc., had published three com- 
mercially successful language primers, “Invitation to Spanish,” “Invitation 
to Portuguese,” and “Invitation to French.” The defendant Madrigal was 
the coauthor of each of them. Sometime in 1945, while the publisher had 
possession of both plaintiff’s language chart and his manuscript, it made 
arrangements with Madrigal to turn out a Russian primer. Since Madrigal 
knew no Russian, Bleeker was assigned to work with her as translator and 
coauthor. Written contracts were signed on January 15, 1946, and “Invita- 
tion to Russian” appeared three years later. 

The first three chapters of “Invitation to Russian” present the Russian 
alphabet in the same three groups as does the plaintiff’s copyrighted chart. 
The book also illustrates pronunciation by the use of cognate words, many 
of which are the same cognates appearing on the chart. In addition the book 
contains mnemonic drawings of Russian letters in the third category which 
are the same as the drawings in the plaintiff’s unpublished manuscript. 

Judge Murphy found that Madrigal and Bleeker “without any inde- 
pendent industry or research stole plaintiff’s literary effort and copies not 
only his method but his form of expression and lists of cognate words.” 
With specific reference to the cause of action for infringement of the copy- 
righted chart, Judge Murphy found that, “What was copied principally 
was the scheme in plaintiff’s own expressions of the alphabet and the cognate 
words he used to make the student better acquainted with the language 
before any question of grammar or syntax could be learned.” He pointed 
out that while the material copied amounted to a relatively small portion 
of the total text of “Invitation to Russian,” it constituted a much larger 
portion of the copyrighted chart. He also emphasized that “what was copied 
was an integral part and of real importance to the book, and unquestionably 
done to avoid the trouble and expense of independent work.” Damages 
were assessed at $5,000, together with an attorney’s fee. 

In our view the court’s findings and conclusions with respect to copy- 
right infringement were correct. The evidence of similarity and access 
clearly permitted the court’s basic inference of copying. General Drafting 
Co. v. Andrews, 37 F.2d 54, 56, 4 USPQ 72, 73-74 (2 Cir., 1930) ; Encyclo- 
pedia Britannica Co. v. American Newspaper Ass’n, 130 F. 460, 464 (D. 
N.J., 1904), aff'd Werner Co. v. Encyclopedia Britannica Co., 134 F. 831 
(3 Cir., 1905). See Shipman v. R.K.O. Radio Pictures, 100 F.2d 533, 537, 
40 USPQ 211, 215-216 (2 Cir., 1938). This inference the appellants failed 
to dispel. Madrigal knew no Russian, “not even simple sentences in her 
‘own’ book,” and Bleeker did not testify. Moreover, these portions of “Invi- 
tation to Russian” were without counterpart in Madrigal’s other language 
books. The insubstantial differences in arrangement of the three categories 
of Russian letters in the chart and in the book fell short of showing original 
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independent effort on the part of the book’s authors. Fleischer Studios v. 
Ralph A. Freundlich, Inc., 73 F.2d 276, 283 USPQ 295 (2 Cir., 1934). As 
this court has stated, “It is of course essential to any protection of literary 
property, whether at common-law or under the statute, that the right 
cannot be limited literally to the text, else a plagiarist would escape by 
immaterial variations.” Nichols v. Universal Pictures Corporation, 45 F.2d 
119, 121, 7 USPQ 84, 86 (2 Cir., 1930). While only a part of the plaintiff’s 
copyrighted work was appropriated, what was taken was clearly material, 
as the district court found. College Entrance Book Co. v. Amsco Book Co., 
119 F.2d 874, 49 USPQ 517 (2 Cir., 1941). 

The appellants contend, however, that even accepting the district 
court’s findings of copying, the court was wrong as a matter of law, because 
all that was taken was an idea, and an idea cannot be the subject of copy- 
right protection. Baker v. Selden, 101 U.S. 99 (1879) ; Brief English Sys- 
tems v. Owen, 48 F.2d 555, 9 USPQ 20 (2 Cir., 1931) ; Guthrie v. Curlett, 
36 F.2d 694, 4 USPQ 1 (2 Cir., 1929). But more than a mere idea was 
appropriated here. “Invitation to Russian” copied the plaintiff’s expression 
of the idea, in arrangement, order of presentation and verbal illustration. 
What Madrigal and Bleeker evidently did was to follow the advice Bleeker 
had given the plaintiff himself in 1943—to “break up the chart into 
chapters.” This case is perhaps close to the borderline, but no closer than 
many others in which copyright protection has been afforded. College 
Entrance Book Co. v. Amsco Book Co., supra; Deutsch v. Arnold, 98 F.2d 
686, 39 USPQ 3% (2 Cir., 1938); Nutt v. National Institute, Inc. for the 
Improvement of Memory, 31 F.2d 236 (2 Cir., 1929); Ansehl v. Puritan 
Pharmaceutical Co., 61 F.2d 131, 15 USPQ 38 (8 Cir., 1932) ; Adventures 
in Good Eating v. Best Places to Eat, 131 F.2d 809, 56 USPQ 242 (7 Cir., 
1942). 

The court awarded damages of $5,000, the maximum statutory amount, 
17 U.S.C.A., § 101(b). Despite the fact that “Invitation to Russian” was 
not itself a profitable publication, the award was clearly just in view of 
the abrupt drop in sales of the plaintiff’s chart and the authors’ fee paid 
to Madrigal and Bleeker. 

The award of damages was based wholly on the plaintiff’s cause of 
action for copyright infringement. We have concluded that on that phase 
of the case the district court’s decision was correct. Whether or not the 
court had pendent jurisdiction of the claim of unfair competition with 
respect to the plaintiff’s uncopyrighted manuscript is a question we there- 
fore need not pursue.’ 

The judgment is affirmed. 


2. The statute confers upon the district court “jurisdiction of any civil action 
asserting a claim of unfair competition when joined with a substantial and related claim 
under the copyright, patent or trademark laws.” 28 U.S.C.A., §1338(b). Clearly the 
plaintiff asserted “a claim of unfair competition.” International News Service v. The 
Associated Press, 248 U.S. 215 (9 TMR 15) (1918); Metropolitan Opera Ass’n v. 
Wagner-Nichols Recorder Corp., 101 N.Y.S.2d 483, 87 USPQ 173 (40 TMR 1072) 
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SALEM COMMODITIES, INCORPORATED v. 
THE MIAMI MARGARINE COMPANY 


Appl. No. 6277 —C. C. P. A.—May 27, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NU-MAID for margarine is confusingly similar to NU-MADE for mayonnaise. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Since applicant has applied to register words standing alone it must be pre- 
sumed that it intends to use them in that manner. 
Identity of sound has become increasingly important on issue of confusing 
similarity since advent of radio advertising. 
Evidence of actual confusion is not necessary to show likel:hood of confusion. 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER 
Registration on Principal Register is substantially more than recognition of 
registrant’s right to use mark. 
REGISTRABILITY—IN GENERAL 
There is distinction between right to use mark and right to register mark. 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
Though it must be presumed that opposer knew of applicant’s use for sub 
stantial period, it was under no duty to attack applicant’s right to use the mark; 
opposer cannot be charged with acquiescence in applicant’s right to register until 
opposer became aware that such right had been asserted. 


Opposition proceeding No. 31,268 by Salem Commodities, Incorporated 
v. The Miami Margarine Company, application Serial No. 549,647, filed 
February 13, 1948. Opposer appeals from decision of Commissioner of 
Patents dismissing opposition. Reversed. 

Case below reported at 45 TMR 1389. 


(1950), aff’d 279 App. Div. 632 (107 N.Y.S.2d 795) (First Dept., 1951). Clearly the 
claim under the copyright laws with which it was joined was “substantial.” Thus the 
only question is whether the two claims were “related.” 

If the statute is but a codification of the rule of Hurn v. Oursler, 289 U.S. 238, 17 
USPQ 195 (23 TMR 267) (1933), the answer must clearly be that the two claims were 
not “related,” and that the district court was therefore without jurisdiction of the 
claim of unfair competition. In that case the plaintiff sued for infringement of the 
copyright on a play, for unfair competition with the copyrighted play, and for unfair 
competition with a revised, uncopyrighted version of the same play. The Supreme Court 
held there was pendent jurisdiction of the unfair competition claim so far as it related 
to the copyrighted play, but not of the claim based upon the uncopyrighted version. 

It has been said, however, that the statute goes much further than Hurn v. Oursler 
and must be broadly construed to include claims which have “a real factual or legal 
relation” to the copyright claim in order to “carry out the revisers’ intention ‘to avoid 
“piecemeal” litigation’.” Moore, Commentary on the Judicial Code, page 150. Such a 
construction would lead to the conclusion that the district court did have jurisdiction 
here. The parties were identical, much of the evidence bore on both claims, and “Invi- 
tation to Russian” was the tortious instrument under both claims. 

This court has taken an increasingly liberal view of the statute, but apparently 
has not explicitly held that it goes beyond Hurn v. Oursler. Maternally Yours v. Your 
Maternity Shop, 234 F.2d 538, 543-544, 110 USPQ 462, 466-467 (46 TMR 1509) (2 Cir., 
1956). Perhaps that is what was ey announced, however, in Telechron, Inc, v. 
Parissi, 197 F.2d 757, 759-761, 93 USPQ 492, 493-495 (2 Cir., 1952) and Schreyer v. 
Casco Products Corp., 190 F.2d 921, 923-924, 90 USPQ 271, 273-274 (2 Cir., 1951), 
cert. den. 342 U.S. 913, 92 USPQ 467 (1952). For a discussion of this aspect of the 
present case, including possible Constitutional overtones, see Note, 70 Harv. L. Rev. 
1469 (1957). 
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Elisha Hanson, Arthur B. Hanson, and Emmett E. Tucker, Jr., of Wash- 
ington, D. C., for appellant. 

J. Gibson Semmes (Semmes & Semmes, of counsel), of Washington, D. C., 


for appellee. 


Before JOHNSON, Chief Judge, and O’CONNELL, WORLEY, Ricu, and JACKSON 
(retired), Associate Judges. 


O’CONNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, 106 USPQ 411 (45 TMR 1389), reversing the decision of the 
Examiner of Interferences in trademark opposition proceeding and hold- 
ing appellee to be entitled to registration on the Principal Register, under 
the Trademark Act of 1946, of the notation NU-mMaip displayed in block 
letters and used as a trademark for margarine. The opposition was based 
on alleged prior trademark use by appellant of the term NU MADE. 

It is not disputed that appellant is the owner of Trademark Registra- 
tion No. 336,786, granted under the Act of 1920, for the trademark NU MADE 
as applied to salad dressing, sandwich spread and French dressing, and 
that appellant and its predecessors in business have continuously used that 
mark in connection with the sale of mayonnaise since 1935, a date prior to 
March 5, 1936, which is the earliest date alleged by appellee for use of its 
NU-MAID mark. There is no definite evidence as to the extent of appellant’s 
use of its mark. 

The record shows that in 1927 or 1928 appellee began to use, as a trade- 
mark for margarine having a coconut oil base, the words NUT MADD, associ- 
ated with a picture of a bonneted girl’s head. About March 5, 1936, as a 
result of using cottonseed and soybean oil as a margarine base, it was 
decided to change the mark to NU-MAD, while retaining but not registering 
the same picture and package design. Since that time the NU-MamD mark 
has been extensively used and advertised by appellee, but appellee delayed 
for almost 12 years in making the application, February 13, 1948, for the 
registration of the words NU-MAID which constitutes its mark here in issue. 

There is no evidence of record showing that actual confusion in trade 
has arisen from the concurrent use by appellant and appellee of their 
respective marks. 

The Examiner of Interferences held that appellee could derive no 
benefit from its use of the NUT MamD mark, and that appellant’s use of 
NU MADE was prior to appellee’s use of Nu-mam. He further found that 
those marks and the goods to which they were applied by the respective 
parties were so similar as to be likely to cause confusion when concurrently 
used in trade. 

The Assistant Commissioner on appeal from the examiner’s decision 
held that appellant must be presumed to have known of appellee’s use of 
the NU-MAID mark and that appellant’s failure to object to such use created 
an estoppel against any right to oppose appellee’s registration thereof. She 
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further held that, considering the manner in which appellee’s mark had 
been used in association with a picture of a girl’s bonneted head, confusion 
in trade would not be likely to result from concurrent use by the parties 
of the marks NU MADE and NU-MADD. 

We agree with the Examiner of Interferences that appellee can derive 
no material benefit here from its use of the mark NuT MaiD. While that mark 
differs from NU-MAID only by one letter and a hyphen, the significance of 
the two marks is entirely different, the former indicating a nut product 
while the latter suggests a product which is either new or freshly made. 
The fact that appellee’s marks were used in conjunction with the herein- 
before described picture and the package design is not material, since the 
application here involved is for registration of the words NU-MAID only. 

We are also in agreement with the decision of the Examiner of Inter- 
ferences on the issue of confusing similarity. In holding that the marks 
were not confusingly similar, the Assistant Commissioner relied on the fact 
that appellee’s mark had always been associated with a picture of a girl. 
That picture, however, forms no part of the mark here sought to be regis- 
tered and, in fact, as stated by the Assistant Commissioner, forms the 
subject of a registration already granted to appellee on a trademark for 
margarine. There is no assurance that appellee will always use the picture 
as it has been used in the past. Moreover, since it is here seeking to register 
the words NU-MAID, standing alone, it must be presumed that it intends to 
use them in that manner. See Lucien Lelong, Inc. v. Elgin American Manu- 
facturing Co., 23 C.C.P.A. (Patents) 1139, 83 F.2d 690, 29 USPQ 536, and 
Philadelphia Inquirer Company v. Coe, Com’r. Pats., 49 USPQ 346. Accord- 
ingly, the fact that appellee’s mark had been customarily used with the 
picture is nowise controlling here. 

The words NU MADE and NU-MAD are closely similar in appearance 
and identical in sound. As was pointed out in In re Dutch Maid Ice Cream 
Company, 25 C.C.P.A. (Patents) 1009, 95 F.2d 262, 37 USPQ 202 (28 
TMR 195) ; Marion Lambert, Inc. v. O’Connor, 24 C.C.P.A. (Patents) 781, 
86 F.2d 980, 32 USPQ 41 (27 TMR 120) ; and Traders Oil Mill Co. v. Lever 
Brothers Co., 26 C.C.P.A. (Patents) 899, 100 F.2d 249, 40 USPQ 470 (29 
TMR 163), identity of sound has become increasingly important since the 
advent of radio advertising. In such advertising no distinction would ordi- 
narily be drawn between the two marks here involved. 

The goods of the respective parties, mayonnaise and margarine, are 
foods which are usually sold in the same stores and which are similar in 
nature. Both are commonly used as ingredients in sandwich spreads. We 
are of the opinion that the use of closely similar marks, such as NU MADE 
and NU-MAID on mayonnaise and margarine, respectively, might well lead 
the public to suppose that the merchandise emanated from the same source, 
and thus result in confusion. 

The record indicates that there has been concurrent use by the parties 
of their respective marks for a long period, and there is no evidence of 
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actual confusion. However, there is no clear showing as to the extent to 
which the goods were sold in the same localities. It is well settled that evi- 
dence of actual confusion is not necessary to show that likelihood of con- 
fusion exists. Norris, Inc. v. Charms Co., 27 C.C.P.A. (Patents) 1174, 111 
F.2d 479, 45 USPQ 442 (30 TMR 349). Under the circumstances of this 
case, and in view of the close similarity between the marks involved, we 
are of the opinion that the lack of evidence of actual confusion does not 
establish that confusion would not be likely to occur from the concurrent 
use of those marks. 

In holding that appellant’s failure to object to appellee’s use of its 
trademark NU-MaID was fatal to its right to oppose registration of that 
mark, the Assistant Commissioner said, 106 USPQ at 415: 

Since a registration is recognition of the applicant’s right to use 
its mark, and since opposer’s assent to applicant’s use is clearly appar- 
ent from the record, this opposer’s acquiescence has created an estoppel 


against any right it may once have had to prevent applicant’s regis- 
tration from issuing. 


It is true that a registration on the principal register is recognition of 
the registrant’s right to use its mark, but it is substantially more than that. 
Section 7(b) of the Trademark Act of 1946 provides that a certificate of 
registration on the principal register “shall be prima facie evidence of the 
validity of the registration, registrant’s ownership of the mark, and of 
registrant’s exclusive right to use the mark in commerce in connection with 
the goods or services specified in the certificate, subject to any conditions 
and limitations stated therein.” The distinction between the right to use a 
trademark and the statutory right to register it has been repeatedly recog- 
nized by this court. Alwmatone Corp. v. Vita-Var Corp., 37 C.C.P.A. 
(Patents) 1151, 183 F.2d 612, 86 USPQ 359 (40 TMR 804) ; Wilson et al. v. 
Graphol Products Co., Inc., 38 C.C.P.A. (Patents) 1030, 188 F.2d 498, 
89 USPQ 382 (41 TMR 591), and cases there cited. 

Assuming, as was found by the Assistant Commissioner, but without 
holding here, that appellant must be presumed to have known of appellee’s 
use of mark for a substantial period of time before taking any action with 
respect to it, such conduct at most could involve acquiescence only with 
respect to appellee’s right to use the mark. Appellant was clearly under no 
duty to attack appellee’s right to use the mark if it did not choose to do so, 
on penalty of being deprived of the right to oppose an application to 
register. It could not take the latter action, of course, until after appellee 
applied for registration and the application was published for the purpose 
of opposition. 

It is to be noted that appellee did not seek to register the mark chal- 
lenged here until almost twelve years after the alleged date of first use. 
Under such circumstances the following statement by the Patent Office 
Examiner-in-Chief in Locatelli, Inc. v. Lucatelli Packing Co., 97 USPQ 305, 
307 (43 TMR 978), is in point: 
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* * * since the opposer could take no action as to the applicant’s right 
to register the mark until after applicant liad applied for registration 
and after the publication thereof, as provided by Section 13 of the 
Trademark Act of 1946 (and similar provisions in the prior act) the 
defenses of laches and acquiescence are deemed not to be applicable 
herein. Applicant waited over twenty years in seeking a Federal trade- 
mark registration and can hardly be heard to complain that the 
opposer waited an equal period to object to such a trademark regis- 
tration. 

While the time here involved is somewhat shorter than that described 
in the quoted excerpt, we consider the principle stated in the quotation to 
be applicable in the instant case. Appellant cannot properly be charged 
with acquiescence in appellee’s right to registration until appellant became 
aware that such a right had been asserted by appellee. Estoppel by reason 
of acquiescence and laches on the part of the owner of a trademark is applied 
against him by this court, either in an opposition or cancellation proceeding, 
depending on the explicit terms of the statute and from the facts established 
by the record in the case. See Willson et al. v. Graphol Products, Inc., 
supra; Schnur & Cohan, Inc. v. Academy of Motion Picture Arts, etc., 42 
C.C.P.A. (Patents) 963, 223 F.2d 478, 106 USPQ 181 (45 TMR 1240); 
West Disinfecting Co. v. Cliff C. Owen, 35 C.C.P.A. (Patents) 843, 165 
F.2d 450, 76 USPQ 315 (38 TMR 318) ; Malone v. The Procter & Gamble 
Co., 20 C.C.P.A. (Patents) 1150, 65 F.2d 154, 17 USPQ 554 (23 TMR 438) ; 
Heger Products Co. v. Polk Miller Products Corp., 18 C.C.P.A. (Patents) 
1106, 47 F.2d 966, 8 USPQ 550 (21 TMR 180), and authorities therein 
cited. It is entirely possible that appellant might have had no objection to 
appellee’s use of the words NU-MAD, in combination with a picture, but 
might have objected strongly, as it has done here, to appellee’s claim to 
ownership and exclusive right to use those words standing alone as a trade- 
mark for related goods. 

For the reasons given we are of the opinion that appellant was not 
estopped to contest appellee’s right to register its mark herein involved 
and that the applicant’s mark is confusingly similar to appellant’s mark 
NU MAID. The decision of the Assistant Commissioner is accordingly 
reversed. 


JACKSON, Judge, retired, recalled to participate herein in place of Cox, 
Judge, absent because of illness. 


AMERICAN HOME PRODUCTS CORPORATION v. 
DRUG SPECIALTIES, INC. 


No. 33,449 — Commissioner of Patents — June 18, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DATAH for medical preparation in capsule form for use in treatment of common 
cold is not likely to be confused with DapTa for vitamin and mineral preparation 
for use as food supplement. 
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Opposition proceeding by American Home Products Corporation Vv. 
Drug Specialties, Inc., application Serial No. 653,465 filed September 21, 
1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Louis H. Baer and Mortimer Altin, of New York, N.Y., for opposer-appel- 

lant. 

Eugene H. Phillips, of Winston-Salem, North Carolina, for appellant- 
appellee. 










LEEpDs, Assistant Commissioner. 
An application has been filed to register paTAH for a medical prepara- 

tion in capsule form for use in treatment of the common cold and other 

upper respiratory infections, use since August 10, 1953 being asserted. 

Registration has been opposed by the registrant of papTa for vitamin 
and mineral preparations for use as a food supplement.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration 
and applicant’s application. 

The only question presented is whether or not applicant’s mark 
DATAH so resembles opposer’s mark papTa, registered for a dietary sup- 
plement, as to be likely, when applied to cold capsules, to cause confusion, 
mistake or deception of purchasers. 

The marks do not look alike; they are not likely to be pronounced alike; 
and neither has any suggestive significance when applied to the goods of 
the parties. Giving due consideration to the differences between the marks 
and the differences between the goods, it is concluded that purchasers are 
not likely to confuse DATAH cold capsules with papTa dietary supplements, 
either as to origin or as to goods. 

The decision of the Examiner of Interferences is affirmed. 
























CAMLOC FASTENER CORPORATION v. 
CONTAINER RING CO., INC. 


No. 35,207 — Commissioner of Patents— June 19, 1957 










REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Pleadings on behalf of a corporation may be verified only by an officer of 
the corporation, and verification by an attorney is not recognized as verification 
required by section 13 of Act of 1946. 
Verified opposition filed after expiration of statutory period is void, and pro- 
ceeding cannot be instituted by Examiner. 










Opposition proceeding by Camloc Fastener Corporation v. Container 
Ring Co., Inc., application Serial No. 674,872, filed October 15, 1954. Op- 






1. Reg. No. 403,274, issued September 14, 1943. 
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poser appeals from decision of Examiner of Interferences dismissing op- 
position. Decision vacated. . 


John P. Chandler, of New York, N.Y., for opposer-appellant. 
Richard L. Underwood, of Washington, D.C., for applicant-appellee. 


Lreeps, Assistant Commissioner. 

An application has been filed to register cAM-LOx for ring type closures 
for barrel heads to barrels, use since August 27, 1954 being asserted. 

An unverified opposition was filed by the registrant of camuLox for 
rotatable stud separable fasteners, and for drills; counter-sinks; counter- 
bores; punches; closing, flanging, dimpling, or punching pliers; and 
screw drivers.” 

Applicant moved to dismiss on the ground that a verified opposition 
was not filed within the statutory period; and the Examiner of Inter- 
ferences granted the motion. The potential opposer has appealed. 

The record shows that applicant’s mark was published for purposes of 
opposition on August 2, 1955. On September 1, 1955, a request for exten- 
sion of time for filing opposition was filed; and on September 13, 1955, the 
potential opposer was advised that time for filing a verified notice was ex- 
tended to September 22, 1955. On September 22, 1955, a notice of opposi- 
tion verified by the attorney for the potential opposer was filed, and on 
September 26, 1955, a notice of opposition verified by the Assistant Secre- 
tary of the potential opposer was filed. 

Applicant filed its motion to dismiss, and the Examiner of Inter- 
ferences issued an order to show cause why the motion should not be 
granted. The attorney responded with a showing which would have been 
sufficient to support a request for further extension of time prior to ex- 
piration of the extended period; but no such request was made. 

A pleading on behalf of a corporation may be verified only by an officer 
of the corporation. See: Anaconda Copper Mining Co. v. Metals Dis- 
integrating Co., Inc., 53 USPQ 473 (33 TMR 410) (Comr., 1942). Verifica- 
tion by a corporation’s attorney is not recognized as the verification required 
by Section 13 of the Statute. 

A verified opposition filed after expiration of the period prescribed by 
statute, or after the expiration of any regularly extended period, is void, 
and a proceeding cannot be instituted. See: Davis Bros. Fisheries Co., Inc. 
v. The Fishery Council, 71 USPQ 189 (Com’r., 1946). The Examiner of 
Interferences was, therefore, without authority to institute the proceeding. 

The action of the Examiner of Interferences, dated October 25, 1955, 
instituting the proceeding was unauthorized and is vacated ; and the applica- 
tion returns to the status it had at the end of the extended period for filing 
opposition. 


1. Reg. No. 393,936, issued March 10, 1942; and Reg. No. 393,937, issued March 10, 
1942. 
2. Reg. No. 414,291, issued June 5, 1945. 
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Opposition proceeding by American Home Products Corporation v. 
Drug Specialties, Inc., application Serial No. 653,465 filed September 21, 
1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Louis H. Baer and Mortimer Altin, of New York, N.Y., for opposer-appel- 

lant. 

Eugene H. Phillips, of Winston-Salem, North Carolina, for appellant- 
appellee. 










LEEps, Assistant Commissioner. 
An application has been filed to register paTAH for a medical prepara- 

tion in capsule form for use in treatment of the common cold and other 

upper respiratory infections, use since August 10, 1953 being asserted. 

Registration has been opposed by the registrant of papta for vitamin 
and mineral preparations for use as a food supplement.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration 
and applicant’s application. 

The only question presented is whether or not applicant’s mark 
DATAH so resembles opposer’s mark papPTa, registered for a dietary sup- 
plement, as to be likely, when applied to cold capsules, to cause confusion, 
mistake or deception of purchasers. 

The marks do not look alike ; they are not likely to be pronounced alike; 
and neither has any suggestive significance when applied to the goods of 
the parties. Giving due consideration to the differences between the marks 
and the differences between the goods, it is concluded that purchasers are 
not likely to confuse DATAH cold capsules with papta dietary supplements, 
either as to origin or as to goods. 

The decision of the Examiner of Interferences is affirmed. 
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REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Pleadings on behalf of a corporation may be verified only by an officer of 

the corporation, and verification by an attorney is not recognized as verification 
required by section 13 of Act of 1946. 

Verified opposition filed after expiration of statutory period is void, and pro- 

ceeding cannot be instituted by Examiner. 
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poser appeals from decision of Examiner of Interferences dismissing op- 
position. Decision vacated. . 


John P. Chandler, of New York, N.Y., for opposer-appellant. 
Richard L. Underwood, of Washington, D.C., for applicant-appellee. 


Lreeps, Assistant Commissioner. 

An application has been filed to register caM-LOx for ring type closures 
for barrel heads to barrels, use since August 27, 1954 being asserted. 

An unverified opposition was filed by the registrant of camLox for 
rotatable stud separable fasteners,’ and for drills; counter-sinks; counter- 
bores; punches; closing, flanging, dimpling, or punching pliers; and 
screw drivers.” 

Applicant moved to dismiss on the ground that a verified opposition 
was not filed within the statutory period; and the Examiner of Inter- 
ferences granted the motion. The potential opposer has appealed. 

The record shows that applicant’s mark was published for purposes of 
opposition on August 2, 1955. On September 1, 1955, a request for exten- 
sion of time for filing opposition was filed; and on September 13, 1955, the 
potential opposer was advised that time for filing a verified notice was ex- 
tended to September 22, 1955. On September 22, 1955, a notice of opposi- 
tion verified by the attorney for the potential opposer was filed, and on 
September 26, 1955, a notice of opposition verified by the Assistant Secre- 
tary of the potential opposer was filed. 

Applicant filed its motion to dismiss, and the Examiner of Inter- 
ferences issued an order to show cause why the motion should not be 
granted. The attorney responded with a showing which would have been 
sufficient to support a request for further extension of time prior to ex- 
piration of the extended period; but no such request was made. 

A pleading on behalf of a corporation may be verified only by an officer 
of the corporation. See: Anaconda Copper Mining Co. v. Metals Dis- 
integrating Co., Inc., 53 USPQ 473 (33 TMR 410) (Comr., 1942). Verifica- 
tion by a corporation’s attorney is not recognized as the verification required 
by Section 13 of the Statute. 

A verified opposition filed after expiration of the period prescribed by 
statute, or after the expiration of any regularly extended period, is void, 
and a proceeding cannot be instituted. See: Davis Bros. Fisheries Co., Inc. 
v. The Fishery Council, 71 USPQ 189 (Com’r., 1946). The Examiner of 
Interferences was, therefore, without authority to institute the proceeding. 

The action of the Examiner of Interferences, dated October 25, 1955, 
instituting the proceeding was unauthorized and is vacated ; and the applica- 
tion returns to the status it had at the end of the extended period for filing 
opposition. 


1. Reg. No. 393,936, issued March 10, 1942; and Reg. No. 393,937, issued March 10, 
1942. 
2. Reg. No. 414,291, issued June 5, 1945. 
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GENERAL FOODS CORPORATION v. F. H. SOLDWEDEL CO. 
No. 33,021 — Commissioner of Patents —June 19, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
it is common knowledge that product distributed in 98% of grocery stores 
in United States does not indicate short term use. 
It is common knowledge that JELL-o has identified dessert products for a long 
time, even to children. 
KEGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
“del-o” for artificial ice cream is likely to be confused with JELL-O as a com- 
pound used in the preparation of jellies, desserts, pastries and ice cream. 
REGISTRABILITY—IN GENERAL 
Variation in trademark from “del’s” to “del-o” results in marked change in the 
trademark, and causes mark to bear resemblance in both appearance and sound 
to opposer’s mark JELL-O. 


Opposition proceeding by General Foods Corporation v. F. H. Sold- 
wedel Co., application Serial No. 634,277 filed August 21, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Lester E. Waterbury and Frederick F. Mack, of New York, N.Y., Thomas 
L. Mead, Jr., and Francis C. Browne, of Washington, D.C., and 
Frederick H. Heck, of White Plaints, N.Y., for opposer-appellee. 

Beale & Jones, of Washington, D.C., for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register “del-o” for artificial ice cream, 
use since August 15, 1951 being asserted. 

Registration has been opposed by the registrant of JELL-o for a com- 
pound used in the preparation of jellies, desserts, pastries, and ice cream.’ 

The Examiner of Interferences found that confusion of purchasers was 
likely and sustained the opposition. Applicant has appealed. 

Opposer took the testimony of the Marketing Manager of its Associ- 
ated Products Division which is charged with the advertising, merchandis- 
ing and distribution of some of opposer’s products, including its JELL-o 
brand of dessert compounds. The witness testified that he is personally 
responsible for all of the functions that have to do with marketing of the 
products of his division, including pricing and packaging of such prod- 
ucts; that he is familiar with the records of the division which record 
the sales, and with the advertising and promotion expenditures; that he 
has never been in a position in which he was required to tabulate and 
keep sales figures, but the sales figures about which he testified were com- 
piled by the comptroller’s department of the division and are official 
corporate records which “are the results of what we [the Division] have 
been doing.” 


1. Reg. No. 70,690, issued to a predecessor on Sept. 22, 1908; renewed by another 
predecessor; and renewed a second time by opposer. 
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The witness was first employed by opposer in March of 1937, and at 
the time he entered military service in June of 1942, he was Advertising 
Manager for JELL-o desserts; he returned to employment with opposer in 
October of 1945 and resigned to join an advertising agency in April of 
1947; and he returned to employment with opposer on March 1, 1954. Of 
his testimony concerning sales and advertising figures, the Examiner of 
Interferences said: 


“#* * * since it has not been made to appear that he [the witness] 
had any personal knowledge of the affairs of the opposer’s business 
during the period of his absence therefrom, the examiner concurs in 
a contention made by the applicant that his testimony relative to the 
opposer’s sales and advertising of JsELL-o for such a period involves 
hearsay and hence may not be accepted.” 


It must be noted, however, that the witness was employed as Adver- 
tising Manager for JELL-0 desserts for a period prior to his entrance into 
military service in 1942, and it is reasonable to assume that the products 
were being sold under the mark at that time, else there would have been 
no purpose in advertising. It must also be noted that the witness returned 
to employment with opposer on March 1, 1954, and the official corporate 
records at the end (March 31) of fiscal year 1954 showed the following: 


Product Sales Advertising 


JELL-O gelatin dessert _........ $40,357,000 $14,54(',000 
JELL-O pudding and pie filling. 10,755,000 9,198,000 
JELL-O tapioca pudding 9,775,000 2,477,000 
JELL-O instant pudding? ae 2,988,000 956,000 


$73,875,000 $27,121,000 


It would be unreasonable to assume that the Marketing Manager 
responsible for all marketing functions connected with JELL-o dessert 
compounds, who uses these figures in discharging his responsibilities, would 
not be thoroughly familiar with his Division’s year-end sales and advertis- 
ing figures. It would also be unreasonable to assume that JELL-O dessert 
compounds, which were being marketed in 1942, would have reached a 
sales volume of more than seventy-three million dollars in value in 1954, 
or that more than twenty-seven million dollars would have been spent 
in 1954 for advertising the products under the mark in all modern consumer 
media, if there had not been substantially continuous use of the mark, 
at least since prior to August 21, 1952 when applicant filed its application. 
The witness testified that the current A. C. Neilsen Marketing survey 
showed availability of one or more JELL-O dessert compounds in ninety- 
eight percent of the grocery stores in the United States; and it is common 
knowledge that such wide distribution does not result from short-term 


2. This product was first marketed in November of 1953. 
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use. Indeed, it is common knowledge that opposer’s mark JELL-O has 
identified dessert products for a long time and is well-known, even to 
children. 

We turn now to the marks as applied to the goods to determine 
whether or not applicant’s mark “del-o,” when applied to frozen desserts, 
so resembles opposer’s mark JELL-O registered and used for dessert com- 
pounds, as to be likely to cause confusion, mistake or deception of pur- 
chasers. 

During the prosecution of the application, the Examiner of Trademarks 
refused registration on the ground of such resemblance of applicant’s 
mark, when applied to its goods, to opposer’s registered mark as to be 
likely to cause confusion, mistake or deception of purchasers. In its re- 
sponse applicant stated that “‘del-o’ is only a minor variation of appli- 
cant’s well-known trademark ‘del’s.’” The variation is minor in that it is 
a change of only one letter and substitution of a hyphen for an apostrophe, 
but the variation results in a marked change in the mark. Whereas the 
mark “del’s” bears only slight resemblance to opposer’s mark in appearance 
and sound, a change of the final letter “s” to “‘o”—“del-o”—causes the mark 
to bear a marked resemblance in both appearance and sound to opposer’s 
mark. 

The similarity in sound and appearance is such that purchasers, upon 
seeing, or upon hearing of “del-o” dessert, are believed to be likely to 
associate it with the well-known JELL-0 dessert and to assume that it comes 
from opposer, i.e., is another product in opposer’s line, or that the product 
bearing the mark is approved or sponsored by, or is in some way connected 
with, opposer. 

The decision of the Examiner of Interferences is affirmed. 





PRINCESS PAT, LTD. v. REVLON 
PRODUCTS CORPORATION 


No. 6,292 — Commissioner of Patents —June 19, 1957 


CANCELLATION PROCEDURE—APPEALS—TO COMMISSIONER 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Petition by registrant of PRINCESS PAT and design for various cosmetics to 
cancel registration of LovE-pAT for pressed powder make-up is denied since record 
contains no facts from which damage to petitioner can be inferred, either from 
probable confusion, mistake or deception of purchasers, or otherwise. 


Cancellation proceedings by Princess Pat, Ltd. v. Revlon Products 
Corporation, Registration No. 584,344 issued January 5, 1954. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Affirmed. 


James R. McKnight, of Chicago, Ill., for petitioner-appellant. 
W. Lee Helms, of New York, N.Y., for respondent-appellee. 


RA Xs 
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LeeEpDs, Assistant Commissioner. 

A petition has been filed to cancel Reg. No. 584,344, showing LOVE-PAT 
for pressed powder make-up.* 

Petitioner is the registrant of PRINCESS PAT, with an illustration of a 
crown and a cameo-like profile of a lady above it, for perfumes, toilet water, 
face-powders, talcum powder, face-creams, rouges, sachet-powders, lip- 
sticks, eyebrow-pencils, hair-tonics, scalp-ointments, shampoos, eyebrow- 
growers, liquid face-powders, nail-polishes, cuticle-remover, nail-bleaches, 
cuticle-salves, hand lotions, deodorizers, depilatories, and bath-salts.? 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

The record on behalf of petitioner consists of its pleading which stands 
generally denied, and a copy of its registration. 

Respondent’s record shows that in 1953 and 1954 its sales of LOVE-PaT 
make-up exceeded 2,800,000 packages and during the same period advertis- 
ing expenditures in connection with the trade-marked product amounted 
to more than $260,000, primarily for advertisements in women’s consumer 
magazines. 

The record contains no facts from which damage to petitioner can be 
inferred, either from probable confusion, mistake or deception of pur- 
chasers, or otherwise. 

The decision of the Examiner of Interferences is affirmed. 


A. G. SPALDING & BROS. INC. v. HEALTHWAYS 
No. 33,211 — Commissioner of Patents — June 19, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Advertisements in trade magazines are sufficient to create presumption that 
opposer was selling goods under mentioned mark. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
If snow skis and water skis were sold under same mark, purchasers would 
inevitably assume that both came from same producer. 
AQUA FLITE for water skis is likely to be confused with AIR-FLITE for snow skis. 


Opposition proceeding by A. G. Spalding & Bros. Inc. v. Healthways, 
application Serial No. 626,941 filed March 24, 1952. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Affirmed. 


Johnson & Kline, of Bridgeport, Connecticut, for opposer-appellee. 
John Flam, of Los Angeles, California, for applicant-appellant. 


Leeps, Assistant Commissioner. 


1, Issued January 5, 1954, on an application filed February 18, 1953, asserting 
use since February 3, 1953. 

2. Reg. No. 146,236, issued September 6, 1921, renewed, and published in accord- 
ance with Sec. 12(c) and October 30, 1951 by Petitioner. 
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An application has been filed to register aqua FLITE for water skis and 
bindings and harnesses therefor, use since November 1, 1951 being asserted. 

Registration has been opposed by the registrant of KRO-FLITE,' AIR- 
FLITE,? TRUE-FLITE,’ TOP-FLITE,* FAST-FLITE with an airplane design,® and 
PAR-FLITE® for various sports supplies, including golf balls, golf clubs, 
golf gloves; tennis, squash, badminton and table tennis rackets; basketballs, 
volley balls, soccer balls, table tennis balls and shuttlecocks; and baseball, 
softball and table tennis bats; and of TOP-FLITE,’ AIR-FLITE,* FAST-FLITE® 
and TRU-FLITE’® for skis and ski poles. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 


Opposer’s record consists of its pleading, copies of its registrations, 
its request for admission of certain facts, and applicant’s replies thereto. 

Applicant’s record consists of its answer, its application, and some 
testimony, the greater portion of which is irrelevant and immaterial. 
Applicant served upon opposer a request for admission of certain facts 
which, if proved, would be irrelevant and immaterial, and certain inter- 
rogatories which were answered by opposer, but there was no notice of 
reliance on the answers; and even if they were properly in the record, 
they would add nothing, since they deal with irrelevant and immaterial 
matter. 

Opposer averred in its pleading that “since about April 1, 1949, it has 
continuously used and now uses” the trademarks AIR-FLITE, TRU-FLITE, FAST- 
FLITE and TOP-FLITE on skis and ski poles. The averments were denied by 
applicant in its answer. The only evidence of use of these marks on skis 
is contained in two advertisements of snow skis in “The Sporting Goods 
Dealer,” a trade periodical for June, 1951 and July, 1952, in the first 
of which AIR-FLITE and CONTINENTAL skis are advertised, and in the second 
of which TOP-FLITE, AIR-FLITE and CONTINENTAL skis are advertised. These 
advertisements were exhibits attached to opposer’s request for admissions 
and made a part thereof as follows: 


“Opposer has for years advertised its goods bearing the marks 
set up in the opposition prominently on the back page of ‘The Sporting 
Goods Dealer.’ Examples thereof are attached hereto as Exhibit l, 





1. Reg. No. 375,087, issued Feb. 6, 1940; and Reg. No. 511,876, issued July 5, 1949. 
2. Reg. No. 384,704, issued Jan. 28, 1941; and Reg. No. 507,637, issued Mar. 15, 
1949. 
3. Reg. No. 388,130, issued June 10, 1941; and Reg. No. 507,873, issued Mar. 22, 
1949. 
4. Reg. No. 390,505, issued Sept. 23, 1941; and Reg. No. 505,779, issued Jan. 18, 
1949. 
5. Reg. No. 510,326, issued May 31, 1949. 
6. Reg. No. 523,335, issued Apr. 4, 1950. 
7. Reg. No. 520,318, issued Jan. 24, 1950. 
8. Reg. No. 527,904, issued July 18, 1950. 
9. Reg. No. 527,905, issued July 18, 1950. 
10. Reg. No. 550,979, issued Nov. 20, 1951. 
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being true copies of the advertisements appearing in ‘The Sporting 
Goods Dealer’ issues of February, 1950; June, 1951; June, 1952; 
July, 1952 and December, 1953.” 


Applicant’s response to this request, in so far as the exhibits are 
concerned, is as follows: 


“Applicant admits that the examples Exhibit I are true copies 
of advertisements set forth.” 


These advertisements are sufficient to create a presumption that opposer 
was selling AIR-FLITE skis in June of 1951, and selling Top-FLITE and alIR- 
FLITE skis in July of 1952. Applicant filed its application on March 24, 
1952, asserting first use on November 1, 1951. It seems clear, then, that at 
the time applicant entered the field with its aqua FLITE water skis, opposer 
had registered and was using AIR-FLITE on snow skis. 

Applicant’s chief contention is that water skis and snow skis are not 
the same, although one of its witnesses testified that manufacturers of 
snow skis have made water skis, and that there may now be some interest 
on the part of snow ski manufacturers to make water skis. It would seem 
beyond question, therefore, that if snow skis and water skis were sold under 
the same mark, purchasers would inevitably assume that both came from 
the same producer. 

The marks here are not identical, but aIR-FLITE when applied to snow 
skis, and AQUA FLITE when applied to water skis, look so much alike, sound 
so much alike, and stimulate such similar psychological reactions and mental 
suggestions that probability of confusion of purchasers seems self-evident. 

The decision of the Examiner of Interferences is affirmed. 


DUNLEAVY v. KOEPPEL STEEL PRODUCTS, INC. 
(KOEPPEL METAL FURNITURE CORP., 


assignee, substituted) 


No. 5,151 — Commissioner of Patents — June 20, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 

While failure to renew marks does not affect adversely registrant’s rights if 
use of mark was continued, it is factor to be considered in light of record in 
determining whether or not record establishes that actual trademark use was 
being made at or prior to time when opposing party began use of mark. 

Filing supplies and systems are so related to filing cabinets that purchasers 
would assume them to have a common origin if sold under same mark. 

President of applicant corporation cannot prevail in interference proceeding 
because record has plainly shown that he has not used mark, but that it has been 
used by corporation; applications were therefore void when filed and registration 
must be refused. 
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Interference proceeding between James Frank Dunleavy, applications, 
Serial No. 630,768 filed June 5, 1952, Serial No. 652,382 filed Aug. 27, 
1953, and Serial No. 652,383 filed Aug. 27, 1953, and Koeppel Steel Prod- 
ucts, Inc. (Koeppel Metal Furniture Corp., assignee, substituted), Regis- 
tration No. 558,064, issued Apr. 22, 1952. Applicant appeals from decision 
of Examiner of Interferences for registrant. Affirmed. 


John H. McKenna, of Boston, Massachusetts, for Dunleavy. 
John P. Chandler, of New York, N.Y., for Koeppel Metal Furniture 
Corp. 


Leeps, Assistant Commissioner. 

An application to register ritex for filing supplies (folders, guides, 
eards, indexes, signals and tabs),’ and one to register THE FILEX LINE super- 
imposed on an arrow for filing supplies (folders, guides, cards, indexes and 
tabs) ,? and one to register THE FILEX LINE superimposed on an arrow for 
office filing equipment (cabinets, drawers, boxes, tables and file folder 
supporting frames) ,° have been filed by James Frank Dunleavy (hereafter 
called Dunleavy), asserting use of the word FILEX since March of 1923 
and use of the composite mark since November of 1942. 

An interference was instituted between these applications and a regis- 
tration of FILEx issued April 22, 1952 to Koeppel Steel Products, Inc. 
(hereafter called Koeppel) for office desks, bookcases, portable files, desk 
files, filing cabinets and storage cabinets.* 

The Examiner of Interferences held that Dunleavy had failed to dis- 
charge his burden of proving superior rights as a result of prior and 
continuous use of the marks, and denied registration on the three appli- 
cations. Dunleavy has appealed. 

For all practical purposes, the marks of the parties to the proceeding 
are the same and the goods are either the same or so closely related in use 
that they may be considered as the same. The only question presented, 
therefore, is which party has superior rights. 

Dunleavy registered FriLeEx for filing supplies (folders, guides, cards, 
indexes, signals, and tabs) on August 5, 1930,° but such registration was 
not renewed. While the failure to renew does not affect adversely Dun- 
leavy’s rights if use of the mark was continued, it is a factor to be con- 
sidered in the light of the record in determining whether or not the record 
establishes that actual trademark use of the marks was being made at, or 
shortly prior to, the time when Koeppel commenced to use FILEX as shown 
by its established date. See: West Disinfecting Co. v. Onorato, 113 USPQ 


1. Ser. No. 630,768, filed June 5, 1952. 

2. Ser. No. 652,382, filed August 27, 1953. 

3. Ser. No. 652,383, filed August 27, 1953. 

4. Reg. No. 558,064, issued on an application filed May 25, 1951, in which use 
since March 28, 1951 was asserted, and assigned to Koeppel. 

5. Reg. No. 273,430. 
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200 (47 TMR 782) (C.C.P.A. 1957), in which it was stated at page 202 
(47 TMR at 784) : . 
“The crux of the matter is proof of use by the junior party at 


the time the senior party entered the field, in which case the senior 
party’s prima facie right is defeated.” 













Applying this statement to the present case, the question is: Does 
the record establish that Dunleavy was actually making trademark use of 
FILEX Or THE FILEX LINE 0n his goods at, or shortly prior to, May 25, 1951, 
the date on which Koeppel filed its application, or such earlier date in 1951 
as Koeppel might have established [March of 1951] ? 

The testimony of four witnesses was taken on behalf of Dunleavy 
at the offices of The Dunleavy Company in Waltham, Massachusetts. These 
witnesses identified themselves as president and treasurer of The Dunleavy 
Company; office manager and contract and commercial salesman for The 
Dunleavy Company; order clerk for The Dunleavy Company; and part- 
time salesman and part-time cost accountant for The Dunleavy Company. 
The record leaves much to be desired in the way of supporting documentary 
evidence of use, particularly since the witnesses were examined in the 
offices where the records presumably are kept. For some reason which is 
not apparent, the greater portion of Dunleavy’s record is concerned with 
the very early use of FILEX when all that was necessary was evidence of 
use at and just prior to March of 1951 when Koeppel entered the field. 
The president of The Dunleavy Company testified (in November of 1954) 
that all records were destroyed after five years, but it was not necessary 
in this case to offer any records more than five years old. Nevertheless, 
the oral testimony may be sufficient to carry conviction without further 
supporting documents. 

According to the testimony of the president of The Dunleavy Company, 
that Company was incorporated in 1923 and has been, and is, engaged 
in the manufacture and distribution of card indexes, filing supplies and 
filing cabinets. The witness testified that all of the company’s letters, all 
of its advertising and all of its catalogs show the mark FILEx and that 
nothing had ever been shipped out of the factory since 1923 without rmEex 
on it. 

The witness identified four catalog price books, one dated November 
1, 1934, one dated July 1, 1937, one dated January 1, 1948 and one dated 
October 1, 1953. According to the testimony, about 2,000 of the 1934 
eatalog, and about 3,000 to 3,500 of the three later ones were mailed to 
dealers located mostly on the Atlantic seaboard. Each of these catalogs 
distributed by The Dunleavy Company has prominently displayed on the 










































6. There is no explanation of the fact that the applications here involved were 
filed by and in the name of the individual who is president and treasurer of The 
Dunleavy Company, whereas it appears that such use as has been made of the marks 
presented for registration was made by the corporation. 
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cover, “FILEx—Standardized Filing and Card Index Supplies made for all 
Cabinets and Systems.” The display is in the form shown in expired Reg. 
No. 273,430. 

The 1934 and 1937 catalogs show FILEX in two places in the top 
margin of each of their pages, and show FILEX as a mark specifically for 
many items, including visible name card guides; letter, cap and invoice 
folders and guides; name check file guides; follow-up systems; steel tab 
guides ; binder folders; security folders; brass prongs; miscellaneous folders 
for special systems; expanding system; gummed folder labels; pressboard 
expansion folders; supplementary supplies; lawyers’ folders; automatic 
follow-up system; and alphabetic subdivisions. 

The 1948 and 1953 catalogs show “The FitEx Line” superimposed 
on an arrow in the top margin of each of their pages (56 and 84 pages, 
respectively) ; the title page shows “Descriptive Price List o® The FILEx 
Line,” the latter three words being superimposed on an arrow; and refer- 
ence is made to FILEX supplies; filing folders; expanding systems; binder 
folders; miscellaneous folders; gummed folder labels; guides; document 
envelopes; supplementary supplies; follow-up systems; steel tab guides; 
index cards; guide cards; alphabetical subdivisions; visible name guides; 
visible name folders; name card guides; and name check guides. The 
1953 catalog includes illustrations of four filing cabinets, one of which is 
identified as FILEX—-EXECUTIVE and another as FILEX DESK-O-FILE. 

The witness also identified an eight page circular which was distributed 
by a dealer in Washington, presumably sometime before June of 1949. 
(The Dunleavy Company moved its place of business from the address 
shown on the circular in June of 1949.) The FiLEx mark is prominently 
displayed on the cover page and is featured both alone and as a part of 
“The FILEX Line” superimposed on an arrow. 

Other exhibits are unidentified as to date or otherwise incompetent. 

The oral testimony of the four witnesses on behalf of Dunleavy is 
consistent and carries conviction with regard to the Company’s ‘use of 
FILEX as a trademark on filing supplies for a number of years prior to the 
time Koeppel entered the field. The testimony concerning use of the mark 
on filing cabinets at or near the time Koeppel entered the field is neither 
clear nor convincing; but as above indicated, filing supplies and systems 
are so related to filing cabinets that purchasers would, it is believed, 
inevitably assume them to have a common origin if sold under the same 
mark. 

Dunleavy’s record, although for the most part unsubstantiated by 
documentary evidence, leads to a conclusion that The Dunleavy Company 
has been a going concern for more than twenty-five years, and its filing 
supplies have been, during that time, identified by the trademark FImLEx or 
“The FILEX Line” on an arrow, or both. Indeed, Koeppel does not seem 
to question Dunleavy’s prior and continuous use of FILEX on filing supplies, 
but contends that Dunleavy’s use of the mark on filing cabinets postdates 
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its own use on filing cabinets. So far as the record shows, this probably 
is true. (There may have been some sporadic sales of filing cabinets, which 
may or may not have been marked FILEX. This, however, is unimportant 
if purchasers are likely to think that Koeppel’s Fitex filing cabinets ema- 
nate from the long-time seller of FriLEx filing supplies and “The rrLEx Line” 
of filing supplies. 

Applicant, James Frank Dunleavy, however, cannot prevail in this 
proceeding because the record plainly shows that he does not now use, and 
never has used, the mark FILEx on anything; but it has been used by The 
Dunleavy Company, a corporation organized in 1923. The applications 
were, therefore, void when filed, and registration must be refused. 

The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 


THE MOTO-MOWER COMPANY v. MONARK 
SILVER KING, INC. 


No. 5,069 — Commissioner of Patents —June 20, 1957 


RECISTRATION PROCEDURE—INTERFERENCE 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
roto prefix of applicant’s mark ROTO-MOWER necessarily suggests rotary type 
mower in the line of applicant’s MOTO-MOWER lawnmowers; in view of foregoing, 
it is not believed that applicant’s mark so resembles mark ROTOMATIC as to be likely, 
when applied to lawnmowers, to cause confusion. 


Interference proceeding between The Moto-Mower Company, appli- 
cation Serial No. 626,525 filed March 15, 1952 and Monark Silver King, Inc., 
Registration No. 553,142, issued January 8, 1952. Registrant appeals from 
decision of Examiner of Interferences for applicant. Modified. 


Mazwell K. Murphy, of Detroit, Michigan, and Lloyd P. Shank, of Wash- 
ington, D.C., for applicant-appellee. 
Dawson & Ooms, of Chicago, Lllinois, for registrant-appellant. 


LEeEps, Assistant Commissioner. 

On March 15, 1952 The Moto-Mower Company (hereafter called 
applicant) filed an application to register RoTO-MOWER for lawnmowers, 
asserting use since March 8, 1950." 

An interference was instituted? between the application and a regis- 
tration® theretofore issued to Monark Silver King, Inc. (hereafter called 
registrant) showing ROTOMATIC, and a design, for lawnmowers. 


1. S.N. 626,525. 

2. The interference also included App. 8.N. 601,316 showing roTo-TRIM for lawn- 
mowers; App. S.N. 601,317 showing rotorLo for lawnmowers; and App. 8.N. 628,819 
showing ROTO-SPEED for lawnmowers. The applicant of the last identified application 
defaulted; and the Examiner of Interferences found adversely to the applicant of the 
other two applications, and no appeal was taken. 

3. Reg. No. 553,142, issued Jan. 8, 1952 on an application filed Oct. 14, 1950, 
asserting use since Oct. 6, 1950. 
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The Examiner of Interferences held that ROTO-MOWER and ROTOMATIC, 
as applied to lawnmowers, were likely to cause confusion or mistake of 
purchasers, and after finding that applicant was the earlier user of 
its mark, ruled that applicant was entitled to registration. Registrant 
has appealed. 


It appears from the record on behalf of applicant that it and its 
predecessor have, for many years, manufactured manually and power 
operated lawnmowers which have been sold under the trademark Moro- 
MOWER. The mowers are sold to distributors and dealers who, in turn, 
sell to homeowners and to operators of golf courses, cemeteries, and 
the like. Prior to 1950, applicant sold only reel-type mowers, and the 
record indicates that they have been identified by model designations of 
POWER-CUT, MOTO-BOY, LAWN-ACE, SCOUT and LAWNKEEPER. During the 
early part of 1950, applicant commenced manufacturing rotary-type 
mowers which it designated ROTO-MOWER. This designation has continued 
to be used on all rotary-type mowers, and on no other type. 


The advertisements which are in the record feature MOTO-MOWER as 
the trademark for applicant’s line of mowers, and the various other 
names appear as model names. The earliest advertisement showing ROTO- 
MOWER listed with the other model names apparently appeared in the 
October, 1950 issue of “Farm Implement News.” 


Invoices which are in the record indicate that billing is done by model 
name on billheads showing MOTO-MOWER in a fancy script with a paraph 
below, and the words “Trade Mark” appear underneath the mark. The 
earliest invoice in the record is dated March 9, 1950, and it bills a cus- 
tomer for one 20-inch RoTO-MOWER in fulfillment of an order dated Sep- 
tember 1, 1949, which date was long before applicant’s manufacture of 
rotary-type mowers commenced. Presumably the order was merely for 
a rotary-type mower. 

It seems clear from the record that ROTO-MOWER was adopted by appli- 
eant to identify its rotary-type mowers and distinguish them from its 
reel-type mowers; and that the advertising has been directed toward 
making this distinction, rather than toward promoting the sale of lawn- 
mowers under a trademark ROTO-MOWER. 

The record leads to a conclusion that the prefix of applicant’s mark, 
ROTO, necessarily suggests “rotary,” or the rotary-type mower in the line 
of applicant’s MOTO-MOWER lawnmowers. 

In view of the foregoing, it is not believed that applicant’s mark 
so resembles Monark’s mark RoTOMATIc as to be likely, when applied to 
lawnmowers, to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences, in so far as it held 
that confusion, mistake or deception of purchasers is likely, is reversed; 
and the decision, in so far as it held that applicant is entitled to registra- 
tion, is affirmed. 
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MINNESOTA MINING & MANUFACTURING COMPANY v. 
MANU-MINE RESEARCH & DEVELOPMENT CO. 
No. 33,209 — Commissioner of Patents— June 21, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MM for roadway compound and water-proofing materials is likely to be econ- 
fused with 3m for abrasive cloth and paper, electrical tape, adhesive cements, 
surgical tape, coated abrasives, glass bedding compound and putty-like compounds. 
Derivation of mark is unimportant if result is mark which so resembles an- 
other’s mark as to be likely to cause confusion. 


Opposition proceeding by Minnesota Mining & Manufacturing Com- 
pany v. Manu-Mine Research & Development Co., application Serial No. 
638,090 filed November 14, 1952. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Affirmed. 


Carpenter, Abbott, Coulter & Kinney, of St. Paul, Minnesota, for opposer- 
appellee. 
William J. Ruano, of Pittsburgh, Pennsylvania, for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed to register mm for a roadway joint- 
sealing compound and water-proofing materials in the nature of caulking 
compound, use since June 8, 1948 being asserted. 

Registration has been opposed by the registrant of THREE M, 3m and 
3M, in various displays,’ for abrasive cloth and paper, electrical tape, 
adhesive cements, surgical tape, coated abrasives, glass bedding com- 
pound and putty-like compounds suitable for stopping up crevices. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record shows that since at least 1929 the Company has 
been engaged in the manufacture of abrasive materials* and coatings. Dur- 
ing the 1930’s it expanded its line of products to include adhesives, ad- 
hesive tape, adhesive sheet and fabric material, cement, elastic cement, 
weather-strip cement and rubber cement.’ Later, the Company further 
expanded its production to include special formulations generally classi- 
fied as adhesives, coatings and sealers; and the compounds manufactured 
by opposer and sold under its 3m mark, since prior to applicant’s use of 
the mark presented for registration, fall in many and varied categories, 

1. Reg. No. 221,013, issued Nov. 23, 1926; Reg. No. 405,173, issued Jan. 11, 1944; 
Reg. No. 405,413, issued Feb. 1, 1944 published in accordance with See. 12(¢) on 
Sept. 6, 1949; Reg. No. 409,726, issued on Oct. 17, 1944; Reg. No. 561,157, issued 
July 8, 1952; Reg. No. 561,629, issued July 15, 1952; and Reg. No. 570,877, issued 
Feb. 24, 1953. Opposer also owns registrations of 3M CO., 3M COMPANY, TRI-M-ITE and 
THREE-M-ITE for various abrasives, polishing materials, adhesives, adhesive cements, 


weather-strip cement, and rubber cement, but they need not be considered in this pro- 
ceeding. 

2. Opposer’s earliest registration showing 3M Co. issued for corundum, garnet, and 
emery paper and cloth on Sept. 18, 1906 (Reg. No. 56,397, renewed twice). 

3. Opposer’s earliest registration showing 3M co. for these products issued on 
Oct. 26, 1937 (Reg. No. 351,358, published in accordance with Sec. 12[c] on May 11, 
1948). 
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such as deck seam primers; material for sealing joints on aircraft run- 
ways; belt moldings on automotive vehicles; glazing compounds; materials 
for caulking the seams of metal tanks, seams of concrete storage tanks, 
chime seals in banded steel tanks and seams of aircraft carrier decks; 
rubber deck seam sealers; and bell and spigot joint caulking compounds 
for gas pipe lines. 

Applicant’s record shows that it is engaged primarily in the busi- 
ness of performing engineering, consultant and construction services, but 
in connection with such services it sells a small number of products of 
which the roadway joint-sealing compound involved here is one. The 
record indicates that at the time testimony was taken this product was 
being sold to large municipalities, to contractors engaged in soil stabiliza- 
tion, and to contractors engaged in building roadways, airport runways 
and swimming pools. It appears from the testimony, however, that the 
product can be used for purposes other than as a road joint sealer, and 
tests have been made to discover and develop other uses for the product. 

Thus it is seen that both parties make and sell sealing and caulking 
compounds, and the potential, if not actual, customers are the same. It 
being conceded that opposer’s use of its 3m mark antedates applicant’s 
use of mm on such products, the only question is whether applicant’s mark 
so resembles opposer’s mark as to be likely, when applied to its goods, to 
cause confusion, mistake or deception of purchasers. 

Opposer’s merchandising manager, its automotive trade sales man- 
ager, and its national sales promotional supervisor each testified that 
although opposer’s products are normally identified in the trade as 3m 
products, customers frequently refer to MINNESOTA MINING, MM, MMM 
and TRIPLE M. This is illustrative of the common practice of American 
people to shorten, abbreviate or use contractions, not only of trademarks 
and tradenames, but of many ordinary words (auto, photo, turbo-jet, etc.), 
Government agencies (FHA, FTC, BDSA, FCC, ete.), and the like. 

In view of this common practice, and considering opposer’s long use 
of 3m, it is believed that mm sealing compounds are likely to be attributed 
to opposer as their source.* 

Applicant’s record indicates that the mark mm was selected because 
it is made up of the initials of the predominant part of its tradename, 
MANU-MINE RESEARCH AND DEVELOPMENT COMPANY. The derivation of a 
mark, however, is unimportant if the result is a mark which so resembles 
another’s mark, previously used and not abandoned, as to be likely, 
when applied to the later user’s goods, to cause confusion, mistake or 
deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


4. The conclusion reached herein is not inconsistent with anything said by the 
Commissioner in Minnesota Mining § Manufacturing Company v. McDonnell, 67 USPQ 
173, (1945) ; and Minnesota Mining § Manufacturing Company v. The Motloid Company, 
74 USPQ 235 (37 TMR 693) (1947). 
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AMERICAN AUTOMOBILE ASSOCIATION v. NATIONAL 
AUTOMOBILE ASSOCIATION, INC. 


No. 33,201 — Commissioner of Patents — June 25, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARES 
REGISTRABILITY—CORPORATE AND TRADE NAMES 
No likelihood of confusion found between application for mark consisting of 
NATIONAL AA NATIONAL AUTO ASS’N all enclosed in a diamond shaped design, for 
use on a publication, and opposer’s Aaa enclosed in an elipse, previously used by 
opposer alongside the title of its own publication; any automobile association 
may use those very words in its name as well as the abbreviation—aa—thereof 
so long as in a context sufficiently dissimilar to avoid a likelihood of confusion. 
such differentiation was present in applicant’s mark. 


Opposition proceeding by American Automobile Association v. Na- 
tional Automobile Association, Inc., application Serial No. 645,251 filed 
April 14, 1953. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


Albert H. Kirchner, of Washington, D.C., for opposer-appellant. 
Mason, Fenwick & Lawrence, of Washington, D.C., for applicant-appellee. 


Leeps, Assistant Commissioner. 
An application has been filed to register as a trademark for a pub- 
lication the following emblem: 


Use since January 23, 1953 has been asserted. 

Registration has been opposed by the registrant of the well-known 
AAA emblem registered for the usual automobile association services.' 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Both parties are automobile associations; both publish periodicals, 
opposer’s being entitled AMERICAN MOTORIST and applicant’s being entitled 
THE N.A.A. COMMUNIQUE; and both display their respective emblems along- 
side the periodical titles. 

There is no question but that opposer is the older of the two associa- 
tions; or that it adopted the name AMERICAN AUTOMOBILE ASSOCIATION 
before applicant adopted the name NATIONAL AUTOMOBILE ASSOCIATION ; or 
that it adopted and used its emblem of aaa in an ellipse before applicant 
adopted and used its emblem of NATIONAL AA in a diamond. 

The record shows that opposer is a federation of local and State 
automobile associations and clubs which have, by appropriate procedures, 


1. Reg. No. 547,321, issued Aug. 28, 1951. 
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become affiliated with opposer. Individual motorists who wish to obtain 
the privileges and benefits offered by opposer become members of their 
affiliated local club or association through which such privileges and 
benefits are extended. 

The periodical AMERICAN MOTORIST, published by opposer, is distributed 
generally to individual motorists who are members of aaa. Some of op- 
poser’s affiliated clubs have the magazine published by opposer with their 
own names appearing in the outer border of the ellipse encircling AAA. 
Other cf opposer’s affiliated clubs publish their own periodicals under their 
own trademark for distribution to their members. The California State 
Automobile Association, an affiliate of opposer, for example, publishes a 
monthly magazine under the title MOTORLAND, and opposer has nothing to 
do with such publication. Alongside the title on the cover page the Cali- 
fornia association uses AAA displayed in two interlocking circles all within 
a diamond showing on the four sides CALIFORNIA STATE AUTOMOBILE ASSOCIA- 
TION. It appears that use of aaa by this affiliate is use of an aaa emblem 
which is indirectly approved by opposer. 

The first question to be determined is whether or not applicant’s 
symbol so resembles opposer’s symbol as to be likely, when applied to pub- 
lications, to cause confusion, mistake or deception of purchasers of, or 
subscribers to, the magazines. 

Although opposer proclaims that it is not claiming any rights in aa, 
it contends that “the similarity between AA and AAA is so great, and it is so 
difficult to distinguish between Aa and AAA, particularly by word of mouth,” 
that confusion is inevitable, citing a number of cases where the contested 
marks involved only letters and no real distinguishing features. (mm and 
3-M;? B-B and B.B.B.;> W w and w;* O-N and cn;° c-Z and on;® Lv.c. and 
vac).” Here, however, the question is not probability of confusion between 
AAA and AA but between AAA in an ellipse and NATIONAL AA in a diamond, or 
AMERICAN AUTOMOBILE ASSOCIATION and NATIONAL AUTO ASSN. 

The following rationale of American Automobile Association v. World 
Automobile Association, Inc., 110 USPQ 365, 366 (Com’r., 1956), is ap- 
plicable here: 


“As used by both parties the letters aa in fact mean AUTOMOBILE 
ASSOCIATION and in their respective settings each would convey that 
meaning. It is self-evident that any automobile association may call 
itself an automobile association, and it may abbreviate the words to 
Aa so long as the letters are used in a context, or setting, or combination 


Minnesota Mining § Manufacturing Co. v. McDonnell, 67 USPQ 173 (Com’r., 
Standard Laboratories, Inc. v. Friedland, 78 USPQ 88 (38 TMR 925) (Com’r., 


Ez parte Stevens Walden, Inc., 92 USPQ 282 (42 TMR 352) (Com’r., 1952). 
. West Disinfecting Co. v. Owen, 76 USPQ 315 (38 TMR 318) (C.C.P.A., 1948). 
6. West Disinfecting Co. v. C-Z Chemical Co., 75 USPQ 251 (37 TMR 874) 
(Com’r., 1947). 
7. Vitamin Corp. of America v. American Home Products Corp., 76 USPQ 611 
(38 TMR 457) (C.C.P.A., 1948). 
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which is sufficiently dissimilar from opposer’s mark as to avoid likelli- 
hood of confusion, mistake or deception.” 


It is believed that this applicant is using, and has presented for registra- 
tion, the abbreviation aa in a context, setting and combination which is 
sufficiently dissimilar from opposer’s mark as to avoid likelihood of confu- 
sion, mistake or deception. 

The second question is whether or not applicant’s mark so resembles 
a composite mark used by the opposer’s affiliated California State associa- 


tion on its magazines as to be likely to cause confusion, mistake or deception. 
Aside from the fact that there does not appear to be any likelihood of con- 
fusion when the manner of use of the marks and the readership of the 
magazines are considered, there is nothing in the record which shows any 
such relationship between opposer and its affiliate as to authorize opposer 
to act for and on behalf of such affiliate in opposing the registration here 
sought. 

No facts appear from which damage to opposer can be inferred. 

The decision of the Examiner of Interferences is affirmed. 


BOND STORES, INCORPORATED v. THE HEMINWAY 
& BARTLETT MFG. CO. 


No. 33,521 — Commissioner of Patents — June 26, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR Marks 
No likelihood of confusion exists between BOND, registered and used for 
men’s and boys’ clothing, and DABOND, applied to synthetic fiber thread. The record 
failed to show that the average purchasers of opposer’s clothing would be likely 
to know of applicant’s thread or that the respective goods moved through the same 
or similar trade channels. 


Opposition proceeding by Bond Stores, Incorporated v. The Heminway 
& Bartlett Mfg. Co., application Serial No. 655,197 filed October 22, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Samuel Herrick, of Washington, D.C., for opposer-appellant. 
Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N.Y., for ap- 
plicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register paBoND for thread formed of 
synthetic fiber, use since July 21, 1953, being asserted. 

Registration has been opposed by the registrant of BonpD for men’s and 
boys’ clothing’ and piece goods for making such clothing.’ 


1. Reg. No. 204,030, issued to a predecessor on June 8, 1926, renewed by opposer, 
and published in accordance with See. 12(c) on Nov. 25, 1952; and Reg. No. 305,592, 
issued Aug. 22, 1933, renewed, and published in accordance with See. 12(c) on Nov. 25, 
1952. 

2. Reg. No. 329,813, issued Nov. 12, 1935, renewed, and published in accordance 
with Sec. 12(c) on Nov. 15, 1952. 










































THE TRADEMARK REPORTER Vol. 47 T.M.R. 





The Examiner of Interferences dismissed the opposition and opposer 
has appealed. 

It appears from the record that opposer does not sell piece goods and 
that it has never sold piece goods under the trademark BoND. The sole ques- 
tion, then, is whether or not applicant’s mark DABOND, when applied to 
synthetic fiber thread, so resembles opposer’s registered mark BOND, when 
used on men’s and boys’ clothing, as to be likely to cause confusion, mistake 
or deception of purchasers. 

The record fails to identify by class the average purchasers of ap- 
plicant’s thread. The record fails to show that the products of the parties 
move through the same or similar trade channels to the same average pur- 
chasers; and it fails to show that average purchasers of opposer’s wearing 
apparel would be likely to know about applicant’s synthetic fiber thread. 
Under such circumstances, it is concluded that there is no likelihood of 
confusion or mistake of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


LEVER BROTHERS COMPANY v. THRIFT-D-LUX 
CLEANERS, INC. 


No. 33,286 — Commissioner of Patents — June 26, 1957 





REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Likelihood of confusion does not automatically follow when one adopts a 
composite mark which contains the entire mark of another, the probable commercial 
impression and mental association are controliing factors. 
REGISTRABILITY—CONFUSINGLY SIMILAR Marks 
No likelihood of confusion found between opposer’s mark LUX for soaps and 
applicant’s THRIFT-D-LUX and design for dry cleaning and pressing services, not- 
withstanding opposer’s activities in promoting use of its soap by laundries and the 
designation thereof as LUX LAUNDRIES. 


Opposition proceeding by Lever Brothers Company v. Thrift-D-Luz 
Cleaners, Inc., application Serial No. 635,005 filed September 8, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Spencer A. Studwell, of New York, N.Y., for opposer-appellant. 
Adele I. Springer, of Los Angeles, California, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed for registration of the mark reproduced 
below for dry cleaning and pressing services, use since January 19, 1949, 
being asserted. 
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Registration has been opposed by the registrant of LUx for soaps.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

It is conceded that opposer and its predecessor adopted and used LUX 
on soap and soap products long before applicant adopted and used the mark 
presented for its dry cleaning services. The fact that opposer’s mark is 
well known and symbolizes a valuable goodwill is not questioned by ap- 
plicant. 

The only question is whether or not applicant’s composite mark, used in 
connection with dry cleaning services, so resembles opposer’s mark, regis- 
tered for soaps, as to be likely to cause confusion or mistake of purchasers 
or to mislead purchasers of applicant’s services into the belief that applicant 
is in some way connected with opposer or that applicant uses opposer’s 
LUX products in the performance of its services. The answer to this question 
lies in the probable commercial impact of applicant’s mark. 

Opposer contends that the impact of applicant’s mark is THRIFTY LUX. 
Applicant contends that the impact of its mark is THRIFT DE LUXE. Viewing 
applicant’s composite mark as a whole, and as customers would view it—with 
the phrase THRIFTY IN PRICE appearing in the upper portion of the ellipse, 
and DE LUXE IN QUALITY appearing in the lower portion—it is believed that 
applicant’s contention is the sounder, more logical and more reasonable. 

Opposer’s second contention is that because applicant’s mark contains 
the entire mark of opposer, confusion is likely. It does not automatically 
follow that confusion is likely when a latecomer adopts and uses a composite 
mark which contains a registered mark. The probable commercial impres- 
sion and mental association is controlling. Where, as here, the probable 
association of LUX in THRIFT-D-LUX is DE LUXE rather than opposer’s LUx 
soaps, opposer’s contention must fail. 

Opposer’s third contention is based on probable confusion as a result of 
its activities in promoting use of its LUX soaps by commercial laundries 
and the designation of such laundries (which also perform dry cleaning 
services) as LUX laundries. The fallacy of this contention is that such 
laundries continue to use, and to be known by, their own commercial names, 
and the phrase LUX LAUNDRY is used merely as an informative phrase, i.e., 
to inform customers that opposer’s LUX soaps are used in performance of 
the laundry service. LUX as used by applicant in its mark, as stated above, 


1. Reg. No. 35,228, issued to a predecessor on Oct. 9, 1900, renewed twice by 
opposer; Reg. No. 59,032, issued Jan. 1, 1907, renewed twice; Reg. No. 170,676, issued 
July 17, 1923, renewed; Reg. No. 321,405, issued Jan. 29, 1935, renewed; and Reg. No. 
413,331, issued Apr. 17, 1945. 





1292 THE TRADEMARK REPORTER Vol. 47 T.M.R. 


does not suggest opposer or its soaps, but it suggests DE LUXE; and there is 
nothing in the record which would support a conclusion that applicant’s 
customers are likely to be led by the mark presented for registration to 
believe that applicant uses opposer’s LUX soaps, or that either applicant 
or its dry cleaning service is in any way approved by, sponsored by, or 
connected with opposer. 

The decision of the Examiner of Interferences is affirmed. 


LA JOLLA SPORTSWEAR COMPANY v. MASKULINE 
UNDERWEAR COMPANY, INC. 


No. 5316 — Commissioner of Patents— July 2, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 

Paper filed by senior party should be treated either as motion for summary 
judgment or as statement under Rule 2.132, but not as both; if treated as former, 
show cause order should not be entered; if treated as latter, motion should not be 
granted, but default judgment should be entered against junior party, which offered 
no evidence. 

REGISTRABILITY—IN GENERAL 

Applicant is not entitled to register MASCULINI since it failed to prove rights 

in its mark which are superior to opponent’s rights in its MASKULINE mark. 
REGISTRATION PROCEDURE—INTERFERENCE 

Failure to raise question of unregistrability by motion to dissolve interference 
does not constitute waiver of right to raise it. Appropriate procedure for raising 
the question is by filing pleading enlarging issues under Rule 2.97, but question 
is always before Patent Office irrespective of how or when it is raised. 

Verified statement that mark is claimed to have become distinctive through sub- 
stantially exclusive and continuous use is not accepted as proof under Section 2(f) 
of 1946 Act where there is copending another application to register similar mark. 

REGISTRABILITY—DESCRIPTIVE TERMS 

MASKULINE which is misspelling of “masculine” is descriptive of men’s under- 
wear. Application is returned to Examiner of Trademarks to consider evidence 
showing mark has become distinctive, since applicant may file within six months. 


Interference proceeding between La Jolla Sportswear Company, appli- 
eation Serial No. 677,580 filed December 1, 1954 and Maskuline Underwear 
Company, Inc., application Serial No. 674,828 filed October 14, 1954. La 
Jolla Sportswear Company appeals from decision of Examiner of Inter- 
ferences refusing registration and authorizing registration to Maskuline 
Underwear Company, Ine. Modified. 

Fulton Brylawski, of Washington, D. C., for La Jolla Sportswear Company. 

Arthur Middleton, of Washington, D. C., for Maskuline Underwear Com- 
pany, Inc. 

LeEEDs, Assistant Commissioner. 

On October 14, 1954, Maskuline Underwear Company, Inc. (hereafter 
called Maskuline), filed an application to register MASKULINE for men’s 
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and boys’ underwear, hosiery, outerwear, pajamas, bathing trunks, shirts 
and sweat shirts, use since January 5, 1933 being asserted. 

On December 1, 1954, La Jolla Sportswear Company (hereafter called 
La Jolla) filed an application to register MASCULINI for men’s slacks and 
sport shirts, use since March 1, 1954 being asserted. 

An interference was instituted, and after La Jolla’s trial period had 
closed and no testimony was taken and no other evidence was offered, 
Maskuline filed a paper entitled “Motion for Summary Judgment.” The 
Examiner of Interferences treated it as a statement under Rule 2.132 
and entered a show cause order. Prior to the time the Examiner of Inter- 
ferences entered the show cause order, however, La Jolla filed a paper 
entitled “Answer to the Motion for Summary Judgment” in which it stated 
that it expected “to prove by its brief and argument” that Maskuline’s 
mark is merely a misspelling of MASCULINE and is therefore descriptive as 
applied to men’s underwear. The Examiner of Interferences then entered 
an order not “as by default” but granting Maskuline’s motion for summary 
judgment, refusing registration to La Jolla, and authorizing registration to 
Maskuline. La Jolla has appealed. As a matter of orderly procedure, the 
paper filed by Maskuline should have been treated either as a motion for 
summary judgment or as a statement under Rule 2.132, but not as both. 
If treated as the former, the show cause order should not have been entered; 
and if treated as the latter, the motion should not have been granted, but 
a default judgment should have been entered. 

In any event, La Jolla has failed completely to discharge its burden of 
proving rights in its mark superior to Maskuline’s rights in its mark, and 
it was properly held that La Jolla is not entitled to the registration sought. 
It does not necessarily follow, however, that Maskuline is, on the present 
record, entitled to the registration which it seeks. 

In disposing of the case the Examiner of Interferences stated : 


“Tt is the contention of the junior party that the mark disclosed 
in the application of the senior party is unregistrable and that this 
proceeding therefore was improperly declared and should be dissolved. 
Inasmuch, however, as this question of dissolution was not raised 
within the time specified in Trademark Rule 2.94(a), and no good 
cause has been shown for the delay, it may not now be entertained.” 


This statement seems to hold that failure to raise the question of 
unregistrability by a motion to dissolve constitutes, in effect, a waiver of 
the right to raise it. Such a ruling might be proper under the rules of 
practice in patent cases where Patent Rule 258 provides, in part, that in 
the determination of priority of invention a party shall not be entitled to 
raise the question of non-patentability of a claim to an opponent unless he 
has duly presented and prosecuted a motion under Rule 232 for dissolution 
upon such ground, or shows good reason why such a motion was not pre- 
sented and prosecuted. There is no comparable rule, however, in trademark 
practice. (It would appear that under the present Trademark Rules of 
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Practice, the more appropriate procedure for raising the question of unregis- 
trability of an applicant’s mark is by filing a pleading enlarging the issues 
under Rule 2.97; but La Jolla filed no such pleading.) 

The question of unregistrability on the basis of the record is, however, 
always before the Patent Office, irrespective of how or when it is raised. 

The record of Maskuline’s application shows that in his first action 
on April 4, 1955, the Examiner of Trademarks held: “The proposed mark, 
which is a misspelling of ‘masculine’, appears to be merely descriptive of 
the goods in that it describes the type of persons for whom the applicant’s 
goods are intended. Registration is therefore refused under Section 2(e). 

A short time thereafter, on April 20, 1955, applicant Maskuline filed a 
new oath and amended its application to set forth, “The trademark is 
claimed to have become distinctive of applicant’s goods in said commerce 
through substantially exclusive and continuous use thereof as a trademark 
by the applicant in said commerce for more than five years next preceding 
the date of filing of this application.” This verified statement was accepted 
by the Examiner of Trademarks as prima facie evidence that the mark 
had become distinctive of Maskuline’s goods, apparently on the theory that 
the verified statement was proof of substantially exclusive and continuous 
use. 

Aside from the observation that it is highly doubtful that a verified 
self-serving statement that a mark is claimed to have become distinctive 
through substantially exclusive and continuous use constitutes proof within 
the purview of Section 2(f) of the statute, the Examiner of Trademarks 
in this case knew, or should have known, at the time he accepted the state- 
ment of “substantially exclusive and continuous use” that the copending 
application of La Jolla contained a verified statement of first use of its 
mark MASCULINI on March 1, 1954, and that such use was within the five- 
year period during which Maskuline claimed to have had substantially 
exclusive and continuous use of its mark. No question concerning this matter 
was raised by either the Examiner of Trademarks or the Examiner of 
Interferences. 

In addition, the specimens filed by Maskuline show the legend indicat- 
ing that the mark presented for registration is registered in the Patent 
Office; but no question concerning this matter was raised by either the 
Examiner of Trademarks or the Examiner of Interferences, even though 
the application does not recite ownership of any registration and no other 
explanation for use of the legend appears in the record. 

The word MASKULINE is a misspelling of the ordinary English adjective 
“masculine” meaning, as applied to men’s underwear, outerwear, hosiery, 
pajamas, bathing trunks and shirts, “appropriated to, or used by, males.” 
(Webster’s New International Dictionary, Second Edition.) The mark, 
when applied to the goods, is merely descriptive and registration on the 
present record is refused. If the mark has become distinctive of, or has 
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acquired a secondary meaning identifying and distinguishing applicant’s 
goods, the record should clearly show the fact. 

Registration of La Jolla’s mark is refused; Maskuline is given leave 
to file in the Patent Office within six months from this date evidence show- 
ing that the mark presented for registration has, in fact, become distinctive ; 
and application S.N. 674,828 is remanded to the Examiner of Trademarks 
with instructions to consider and act upon such evidence as may be sub- 
mitted by the applicant in accordance with the leave granted herein. 

The decision of the Examiner of Interferences is affirmed as to refusal 
of registration on application S.N. 677,580; and his decision as to applica- 
tion S.N. 674,828 is modified as indicated. 
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